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PART I 








RECENT CANADIAN DECISIONS 
By Harold G. Fox, K.C. 









Several interesting decisions by Canadian courts have been handed down since 
my last report to this Bulletin. 

The old question of similarity continues, as it inevitably must, to plague the 
judicial mind. This question must, of course, as Cameron J. pointed out in the 
Frigidaire case,1 always be considered as one of first impression, thus involving a 
matter of judicial discretion. Although Lord Camden has characterized such 
discretion as being “the law of tyrants,” there is, none the less, no other satisfac- 
tory basis upon which similarity can be assessed. The question of similarity, there- 
fore, must inevitably resolve itself into a conflict between what I think and what 
you think. This conflict is exemplified in the decision of the Exchequer Court of 
Canada in Freed and Freed Ltd. v. The Registrar of Trade-Marks and The Great 
Western Garment Company Ltd.* The trade-mark “Iron King” was offered for 
registration and such registration was objected to by the prior registrant of the 
words “Iron Man,” both marks being applied to the sale of men’s trousers and 
other garments. Thorson P., in giving judgment holding that the marks were 
similar within the meaning of Section 2(k) of the Unfair Competition Act, 1932, 
applied the familiar doctrine that, in determining similarity it is the totality of the 
mark rather than any element in it that must be considered. It is not, he pointed 
out, a correct approach to the solution of the problem whether two marks are 
similar to lay them side by side and make a careful comparison of them with a view 
to observing the differences between them. But perhaps the most interesting part 
of the judgment is the repetition of the statement, made in earlier decisions by the 
same Judge, to the effect that similarity does not mean identity. The general 
resemblance of one mark to another must embody a concept quite different from 
that of sameness. Marks cannot be similar unless there is some difference. If 
there is no difference they are identical. 

A further point of interest in this case lies in the emphasis employed by the 
President of the Exchequer Court in pointing out that the decision of the Registrar 
on the question of similarity is one that must not be set aside lightly. The onus is 
on the appellant to show error on the part of the Registrar. Nevertheless, reliance 
on the Registrar’s decision must not go to the extent of relieving the Judge on 
appeal of determining the issue with due regard to the circumstances of the case. 

The question of knowing adoption again found expression in two decisions. 
In Bartons Inc. and Barton’s Bonbonniere Inc. v. Mary Lee Candy Shoppes Ltd. 
and Barton Bonbons Ltd.,5 the applicants had used the trade-marks “Barton’s Bon- 
bonniere” and “Bartons” upon their confectionery since the year 1940, their oper- 
ations being mainly carried on in New York, but some modest sales having been 
made in Canada as early as 1947. Upon applying for registration of the word 
“Bartons” for confectionery, they were met with the prior registration of the same 










































1. General Motors Corporation v. Bellows (1947-48), 7 Fox Pat. C. 19, 130; (1949), 
9 Fox Pat. C. 78. 

2. (1950-51), 11 Fox Pat. C. 50. 

3. (1950-51), 11 Fox Pat. C. 30. 
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word which was made by the respondents in September, 1947. The applicants, 
therefore, moved to expunge the respondents’ registration. The evidence showed 
that the President of both the respondent companies had seen the Barton Shops 
in New York and had purchased one of their boxes of confectionery. He liked 
the idea of the name and the method of packaging and, on that basis, registered 
the trade-mark. Cameron J., in the Exchequer Court, thus had no difficulty in 
finding that the respondents had adopted the trade-mark knowing of the appli- 
cants’ prior use in violation of Section 3 of the statute. The mark had been made 
known in Canada by the applicants and thus was not adopted by the respondents 
in good faith. 

An additional reason for expunging the mark was found in the fact that the 
respondents had not used the mark before it was registered. It will be recalled 
that, contrary to the law of Great Britain, it has always been a principle of Canadian 
trade-mark law that trade-mark rights must be founded upon use and, since the 
date of enactment of the Unfair Competition Act, 1932, either on first use or first 
making known. It was on this basis that expungement was ordered in the earlier 
case of Staley v. Standard Brands Ltd.* 

The second decision dealing with the question of knowing adoption is that 
of the Court of Appeal of British Columbia in Chemicals Inc. and Overseas Com- 
modities Limited v. Shanahan’s Limited.° It will be remembered that the first 
plaintiff was the manufacturer, and the second plaintiff the distributor in Canada, 
of a cleaning material sold under the trade-mark “Vano,” which trade-mark had 
been registered in the United States but not in Canada. The first plaintiff had 
made the trade-mark known in Canada but the defendant had, some years later, 
commenced to use the word “Shano” for a similar cleaning material. Within six 
months of that first use in Canada, the defendant had registered the trade-mark. 
At the trial it was held that, as the plaintiff had not registered its mark within the 
six months period of delay from the date of first making known in Canada as 
provided by Section 4(1) of the Unfair Competition Act, the defendant was 
entitled to its registration which it had made within six months of its first use in 
Canada. 

On appeal, the court unanimously confirmed the judgment below. The defend- 
ants were able to satisfy the Court that they knew nothing about the plaintiffs’ use 
of the word “Vano” before they adopted their trade-mark “Shano” and that they 
thus had not knowingly and in bad faith adopted a trade-mark similar to that of 
the plaintiffs. In dismissing the appeal, O’Halloran J.A. found that ““Vano” had 
undoubtedly been used in the United States and made known in Canada by adver- 
tising some two years before “Shano” came into existence. He pointed out that 
the plaintiff appellant did not apply for registration of “Vano” in Canada within 
six months of the date upon which it was first made known in Canada. Accord- 
ingly, he held that it must follow that the protection “Vano” received under 
Section 3(1) of the Unfair Competition Act expired by reason of the failure to 
take advantage of Section 4(1). The same theory was expressed by Bird J.A. in 


4. (1945-46), 5 Fox Pat. C. 176. 
5. (1950-51), 11 Fox Pat. C. 206. The judgment at trial was discussed at 40 T. M. R. 


658. 
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slightly different words. He held that the respective periods of six months fixed 
for registration by Section 4 of the Unfair Competition Act must be taken to relate 
respectively to first user and to first making known, that is to say, if the applicant 
for registration rests his application on first user in Canada, he must apply within 
six months of the time when the mark was first used therein. Likewise, if the 
applicant relies on first making known, he must apply within six months of so doing. 

The result of this reasoning appears in two passages from the reasons for judg- 
ment which this writer thinks worthy of quotation. O’Halloran J.A., after stating 
his construction of the statute to be such that if the person first making a trade- 
mark known in Canada did not register within six months, he lost all right and 
that at a subsequent date, a person first using in Canada could validly register if 
he did so within six months of his first use in Canada, continued with the following 
words: 

“This interpretation of the Unfair Competition Act is fortified by an appraisal 

of the incredible economic consequences to Canada—consequences inconceivable that 

any Canadian parliament could have intended—if the statutory construction for 

which appellants’ counsel have struggled were to prevail. Under applicants’ con- 

struction a corporation of any state of the United States of America by doing what ap- 

pellant Chemicals Inc. has done here could hold the Canadian market as its private 

preserve for 15 years before utilizing that market directly or indirectly by selling any of 

its goods in Canada; and when such state corporation did eventually decide to avail 

itself of the Canadian market preserve, it could at once destroy businesses of a com- 

petitive nature built up by Canadians in Canada during the interim, even though 

the trade-marks under which such Canadian firms sold and advertised their goods 

throughout Canada had actually been registered in Canada since the time 15 years 

earlier the state corporation claimed to acquire what appellants now set up in Canada 

as statutory ‘making known’ rights under the Unfair Competition Act.” 


This remarkable statement finds a somewhat similar counterpart in the words 


of Sidney Smith, J.A., who said: 


“No one by registration (however bona fide) can obtain priority over the first 
user of a mark in Canada; so it is only a foreign manufacturer who has failed to 
introduce his goods into Canada who can lose out by failure to register. I think our 
legislature deliberately adopted a policy whereby a foreign manufacturer who delays 
introducing his goods here does so at the risk of losing his rights. Deliberate filching 
of other people’s marks is not countenanced but a foreigner who delays does so at the 
risk of being defeated by honest duplication here.” 


The inherent fallacy of the reasoning of the Court of Appeal will, I believe, 
immediately be apparent to thoughtful readers of this Bulletin. Those having 
experience in trade-mark matters will, of course, realize that the words of Section 4 
of the Unfair Competition Act—‘“the person who... .first uses or makes known 
in Canada”—refer only to one person and not to two, and that trade-mark rights 
in Canada flow only from the first person who does either one of those two things. 


Upon the construction found by the Court of Appeal, certain other “incredible 
economic consequences” would come into being. Thus, a trader in the United 
States—or any other country—could make his trade-mark known in Canada by 
advertising in such widely circulated magazines as the Saturday Evening Post, Life, 
and Time, and yet, if he did not register his trade-mark in Canada within six 


months of the first of such advertisements, he would be subject to the loss of his 
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rights if some other person commenced to use the same or similar mark in Canada 
and registered it within six months of such first use. All the registrant would 
have to do to maintain his registration would be to say that he did not know 
anything about the advertisements and that he did not knowingly adopt the trade- 
mark. It seems to this writer that such interpretation would lead trade-mark owners 
outside Canada to take a somewhat dim view of the Canadian conscience. This 
dim view would be rendered even dimmer by a reading of the words of Sidney Smith, 
J.A. which indicate an intention on the part of the legislature to make things unhappy 
for the foreigner and pleasant for the citizen. This writer hastens to say that, much 
as he disagrees with the policy of the political party at present in power in 
Canada, the Canadian parliament does not operate that way. Despite the sugges- 
tion by Sidney Smith, J.A. of the deliberate adoption of a policy that would strip 
a foreign manufacturer of his trade-mark rights, and the indignation of O’Halloran, 
J.A. at any construction that might preserve those rights against a domestic manu- 
facturer, it must be taken as quite clear that parliament did intend the construction 
which both the learned Justices rejected. This intention is evident from Canada’s 
adherence to the International Convention. The entire doctrine of “making known” 
is, as readers of this Bulletin are fully aware, based upon Article 6-B of that Con- 
vention. The fact that none of the learned Justices in the British Columbia Court 
of Appeal referred to the Convention as the basis for the doctrine of making known, 
tends to demonstrate the falsity of their reading. The Unfair Competition Act, in 
this respect, completely changed the law as it existed under the common law and 
under the Trade-Mark and Design Act and, for the first time, gave trade-mark 
rights to the person who first makes a trade-mark known in Canada. Those rights 
are not illusory but are guaranteed by Canada’s adherence to the Convention. 

There has grown up in Canada an unfortunate misconception which tends 
to sanctify registration under the Unfair Competition Act. This misconception 
stems from the original mistake made by the Exchequer Court of Canada in Canada 
Crayon Co. Ltd. v. Peacock Products Ltd. Subsequent cases’ have continued to 
follow the error made in the Canada Crayon case which error was based upon a 
failure to take note of the fact that Section 4(1) of the Statute accords the exclu- 
sive right in a trade-mark only to the “person who first uses or makes known” a 
trade-mark in Canada. The present decision confounds the confusion a little more 
by splitting that person into two personalities. Such an interpretation cannot be 
accepted. Once a trade-mark is made known in Canada or is used in Canada, the 
person who first does either of those two things has exhausted all the rights of 
registration and, subject only to the invocation of the doctrine of abandonment, 
no other person can validly register thereafter. 

One further point in this judgment is of interest. The court held that once 
a trade-mark has been registered the Unfair Competition Act operates to take 
away from another than the registrant the common law action of passing off with 
respect to use of that mark. Sidney Smith, J.A. said: “Once the defendant got 


6. [1936] Ex. C. R. 178. 

7. See for example, Fine Foods of Canada Ltd. v. Metcalf Foods Ltd. (1942), 2 Fox Pat. 
C. 113, 202; Fisher v. B. C. Packers Ltd. (1945), 5 Fox Pat. C. 50; Feingold et al. v. Demoiselle 
Juniors Ltd. (1947-48), 7 Fox Pat. C. 118. 
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this name lawfully registered, it was entitled under Section 4(1) to the exclusive 
use of it; how can its user now be complained of as wrongful?” 

Eleven years ago the Exchequer Court of Canada in Burshtein et al. v. Henry 
Disston & Sons Ltd.,° held that registration did not give the exclusive right to use 
a trade-mark against the person who first used or made known that mark in Canada. 
We thus have conflicting decisions squarely opposed to each other by a Provincial 
and Federal Court. It is, of course, obvious that the Federal Court was right in its 
decision. 

Readers of this Bulletin will recall the decisions in earlier Bulletins relating to 
the non-registrability of mere laudatory epithets.? It was on this basis that the 
Supreme Court of Canada refused to allow registration of the trade-mark “Super- 
weave” as applied to textiles.1° The same principle was recently applied by the 
Exchequer Court of Canada in rejecting an application under Section 29 of the 
Unfair Competition Act for an order declaring that the word “Taystee” as applied 
to bakery products had acquired secondary meaning.!! Following a long line of 
authority the court held that a mere corruption or misspelling of a common English 
word could not make it registrable and that such a word, merely indicating some- 
thing that is particularly palatable or pleasing to the taste, falls within the category 
of laudatory epithets such as “Super-weave,” “Perfect,” “Superfine,” “Best,” and 
so on, and hence is not capable of becoming adapted to distinguish. 

It has long been standard practice in Canada that marks otherwise unregis- 
trable by reason of the fact that they consist merely of surnames or descriptive or 
geographical words are registrable on proof of acquisition of secondary meaning but 
that such proof must be adduced in special proceedings. Under the Trade-Mark 
and Design Act this special procedure was provided by Rule X, as is now provided 
by Section 29 of the Unfair Competition Act. If application is made for their 
registration in the ordinary course and the Registrar accepts them, the registrant 
is by no means out of the woods. He may find himself with a registration which 
runs every chance of being declared invalid in any subsequent proceeding based 
upon the registration. This was the result in the “Frigidaire” case.12 In considering 
applications under Section 29, the Exchequer Court is increasingly requiring strong 
evidence to show that descriptive and other normally unregistrable words have, in 
fact, acquired the particular character alleged which will permit the making of the 
declaratory order required. In his reasons for judgment in the “Taystee” case, 
Cameron J. pointed out that the evidence must not only show that the word has 
acquired distinctiveness so that it is distinctive in fact, but must, in addition, show 
that the word is one which in itself is capable of becoming adapted to distinguish. 
He also commented on the paucity of the evidence adduced to prove secondary 
meaning which, to justify the making of a declaratory order, must establish the 
“general recognition” required by Section 29. A further point to be emphasized 


8. [1940] Ex. C. R. 79. 
9. See 40 T. M. R. at 656. 
a 10. G. A. Hardie Co. Ltd. v. The Registrar of Trade-Marks (1948-49), 8 Fox Pat. C. 
11. Rowland & O’Brien v. The Registrar of Trade-Marks (1950-51), 11 Fox Pat. C. 223. 
12. General Motors Corporation v. Bellows (1947-48 e 7 on Pat. C. 19, 130; (1949), 
9 Fox Pat. C. 78; discussed in 38 T. M. R. 511; 40 T. M. 388, 
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in this connection, which will be of interest to readers of this Bulletin, is that evidence 
of the acquisition of secondary meaning must be evidence of use in Canada. 

The summary disposition of the application to register the word ‘Taystee” 
in this case may well be contrasted with the disposition made of an application for 
an interlocutory injunction in respect of the word ‘“Pictsweet” which will be com- 
mented upon at a later stage in this article.'* 

Several decisions have dealt with the perennial question of the right to an 
interlocutory injunction in trade-mark matters. In Brisebois v. Beausejour and City 
Paper Box Co.,\* the petitioner had purchased from the respondent a tobacco busi- 
ness in the City of Montreal, together with the good will, attached thereto, and 
certain trade-marks, including the word marks “Normandie” and “New Crop.” The 
respondent undertook not to carry on the business of manufacturing tobacco and 
to purchase products manufactured by the petitioner. Being dissatisfied with the 
quality of the goods supplied by the petitioner, the respondent commenced to pur- 
chase from other sources certain other tobacco products which he sold under the 
trade-marks “Normande” and “Old Crop.” The petitioner moved for an inter- 
locutory injunction which was denied by Loranger J. in the Quebec Superior Court 
on the basis that no evidence of actual confusion had been offered and that the 
injury alleged by the petitioner could adequately be repaired by the payment of 
damages. 

A similar application was made before Cameron J. in the Exchequer Court 
of Canada in a case in which the plaintiff, who carried on a business in Ottawa, 
under the trade name “Hearing Aid Centre of Ottawa,” complained of the defend- 
ant’s carrying on a similar business in the same city under the name “Telex Hearing 
Aid Centre,” and later, “Telex Hearing Centre.”!° An interlocutory injunction 
was refused on the ground that the plaintiff’s trade name appeared to be one that 
was purely descriptive of the nature of the business and the place where it was 
carried on. Any confusion caused by the contemporaneous use of the two trade 
names in the same’ area, observed Cameron J., might well have been occasioned 
by the plaintiff's choice of a name descriptive of his business. The Court pointed 
out that, except in general terms, common English words necessarily used to describe 
the nature of a business cannot be monopolized by one who may have been the 
first to use them in his trade name. 

A different fate met the applicant in Pictsweet Foods Inc. v. Hall Packing Co.'® 
The plaintiff, an American corporation, had adopted the trade-mark ‘“Pictsweet” 
for frozen foods, vegetables, etc., and used and registered it in the United States. 
It had made the trade-mark known in Canada but did not use it in Canada or 
apply to register it. The defendant, having knowledge of the plaintiff’s use of the 
mark in the United States and of its having been made known in Canada, adopted 
the same mark and secured its registration in Canada. Subject to the fact that the 
defendant knowingly adopted the mark in question, readers of this Bulletin will 
immediately perceive that the facts are the same as those in Chemical Inc. and 


13. See page 93. 

14. (1950-51), 11 Fox Pat. C. 151. 

15. Scott v. Davidson (1950-51), 11 Fox Pat. C. 177. 
16. (1950-51), 11 Fox Pat. C. 230. 
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Overseas Commodities Ltd. v. Shanahans Limited.17 In the present case, however, 
the court was not misled by any false reasoning between a foreigner who first 
makes a trade-mark known in Canada and does not register it within six months 
and a Canadian who first uses a trade-mark in Canada and does register it within 
six months. Cameron J., in the Exchequer Court, granted an injunction restraining 
the defendant from using its registered trade-mark until the trial, at the suit of the 
foreign unregistered owner who had previously made its mark known in Canada. 

It is, of course, obvious that Cameron J. was influenced by the fact that the 
defendant had not adopted the mark in good faith. Nevertheless, the character 
of the mark leads one to question whether, in the final analysis, it is one that ought 
to have been given any more protection than was accorded to the word ‘““Taystee” 
in Rowland and O’Brien v. The Registrar of Trade-Marks.'® 

Two trade name cases form the subject of decision, one of which, Scott v. 
Davidson, has already been discussed. In the other case, Acme Vacuum Cleaner 
Co. Ltd. v. Acme Vacuum Cleaner Co. Ltd.,'® the plaintiff company had failed to 
file the annual returns with the Secretary of State required under the Dominion 
Company’s Act—the Act under which the plaintiff company had been incorporated. 
The Secretary of State had sent to the plaintiff company a notice indicating that, 
in default of filing the returns, its charter was subject to revocation, but no steps 
had been taken to revoke the charter. Upon the application of the individual 
defendants, the Secretary of State issued a charter incorporating them as a com- 
pany under the same name as that of the plaintiff company. It was held that the 
Secretary of State, having taken no action to set aside the charter of the plaintiff 
company, the plaintiff company still had the right to be considered a subsisting cor- 
poration. It might be subject to penalties for not making the proper returns but, 
until the proper action was taken by the proper authorities, its corporate existence 
continued. Loranger J., in the Quebec Superior Court, granted an interlocutory 
injunction, and MacKinnon J. made the injunction permanent. 

This decision is of some importance. Section 7 of the Unfair Competition 
Act, 1932, forbids the knowing adoption of a trade name which is in use in Canada 
or known in Canada. There is, however, a somewhat widespread feeling that, once 
letters patent are issued incorporating a company under any particular name, the 
courts are powerless to set aside the action of the Secretary of State or other official 
approving the issuance of the charter on the theory that the issuance of the charter 
is an exercise of the Crown prerogative. This is, of course, an obvious fallacy, but 
like many other fallacies it has a persistent tendency to cling to life. The Quebec 
Superior Court made short shift of this contention and it is encouraging to note 
that the courts still exercise some measure of control over the acts of the executive 
authority. 

An appeal from the decision in Hughes v. Sherriff,?° was dismissed by the Court 
of Appeal.?1 


17. Discussed ante at p. 88. 

18. Discussed ante at p. 91. 

19. (1950-51), 11 Fox Pat. C. 167. 
20. Reported 40 T. M. R. 661. 

21. (1950-51), 11 Fox Pat. C. 49. 
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The decision in Reliance Shoe Co. Ltd. v. Campbell Soup Co. and Toronto 
Broadcasting Company,?? although based primarily on copyright, is of considerable 
interest in that it involved the title of a radio programme. The plaintiff, a shoe 
company, sponsored a radio programme entitled “Double or Nothing” and regis- 
tered copyright therein under the Copyright Act. The defendants sponsored and 
broadcast a radio programme bearing the same title and the plaintiff moved for 
an interim injunction. This was granted and motion was then made to make the 
injunction interlocutory until the trial. Ferguson J., in the Ontario High Court of 
Justice, dismissed the application and dissolved the injunction on the ground that 
the plaintiff ought not to have the benefit of an injunction until his proprietary 
right had been established in an action. So far so good. But it is the further reason- 
ing of the trial Judge which makes the case somewhat interesting. He held that 
the injunction should be dissolved on the ground that the plaintiff dealt in shoes 
and the first defendant in soup, pork and beans, etc. “It need scarcely be said,” 
observed Ferguson J., “that there is little likelihood of the plaintiff’s shoes being 
confused with the defendant’s soup and pork and beans. On the other hand, can 
it be said that the acts of the defendant interfere with the business of the plaintiff 
because both the plaintiff and the defendant soup company advertise by way of 
radio programmes? It seems to me that the proposition is so doubtful that I ought 
not to continue the injunction.” 

It is obvious that Ferguson J. misdirected himself. The plaintiff's case was 
not one of passing off soup for shoes but one of passing off the defendant’s radio 
programme as and for the plaintiff’s radio programme. The decision of Vaisey, J., 
in the High Court of Justice in Great Britain, in Hines v. Winnick?® shows the cor- 
rect method of approach to a problem of this type. In that case the plaintiff had 
employed the title “Dr. Crock and his Crackpots” in connection with a series of 
radio broadcasts of a programme arranged by him. The defendant proposed to 
use the same title for a series of broadcasts. Vaisey J. held that the plaintiff was 
entitled to restrain the defendant from passing off his radio programme as and 
for that of the plaintiff. Thus, it would seem that, in the present case, it ought 
not to have been decided on the basis of shoes vs. soups but on the basis of pro- 
gramme vs. programme. On this view there is obviously a field of activity common 
to the parties and the law of unfair competition is designed for just such a case. 

Finally, two decisions have been handed down dealing with income. tax, and 
while they are not strictly trade-mark cases, nevertheless, they cast a reflected light 
on the subject. In any dealing with patent, copyright and trade-mark rights, whether 
by way of sale or otherwise, an essential point for determination of taxing questions 
is whether the transaction is one of an income or capital nature. It is of an income 
nature the receipts are taxable; if it is of a capital nature the receipts are not tax- 
able. In James Vernor Co. v. The Minister of National Revenue,?* the appellant 
company had granted a license to make and sell Vernor’s Ginger Ale and to use 
the name “Vernors” in connection therewith, the manufacture being made from an 
extract prepared by the appellant. Subsequently, and for business reasons, the appel- 

22. (1950-51), 11 Fox Pat. C. 45. 


23. (1947), 64 R. P.C. 113. 
24. (1950-51), 11 Fox Pat. C. 91. 
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lant purchased back from its licensee the right to use the name in the licensed terri- 
tory and claimed to deduct the purchase price from its taxable income for the year. 
The Minister disallowed the deduction on the ground that it was a capital expendi- 
ture and, on appeal from his decision, the Tax Appeal Board supported the Minister’s 
view on the basis that the payment was made once and for all and was not of a re- 
curring nature. The exclusive license was an asset of some value and its purchase 
back was the purchase of an asset and an advantage of an enduring nature. It was, 
therefore, an expenditure of a capital nature and not deductible from income for 
tax purposes. 

One cannot help quarrelling with the decision. It is to be presumed that the 
appellant made the payment concerned for the franchise or license in order that 
it might make arrangements to grant the same franchise to some other person who 
would do a larger business. As and when the monies are received in respect of that 
second sale, it would be interesting to ascertain whether the taxing authorities would 
likewise regard that receipt as being of a capital nature. 

The second income tax question is that of Wain-Town Gas and Oil Co. Ltd. v. 
The Minister of National Revenue.?5 In that case the appellant, the owner of a 
franchise to supply natural gas, sold its franchise, the purchase price being a per- 
centage of actual gross sales of gas by the purchaser during the term the franchise 
had to run. The Minister assessed the appellant for tax on these receipts on the 
ground that they were royalties. The appellant appealed on the ground that the 
receipts were instalments of principal and, being of a capital nature, were not liable 
to tax. On appeal to the Exchequer Court, Angers J. held that the payments, al- 
though referred to in the agreement for sale as “royalties,” were instalments on the 
purchase price. A definite price was set once and for all, payable by yearly instal- 
ments calculated on the proceeds of gross sales of natural gas. The transaction 
involved an agreement for a sale and not a deed creating annuities or royalties and 
the receipts were, therefore, not subject to tax. 

Although this judgment is not concerned with matters of industrial or intel- 
lectual property it is, nevertheless, relevant to many questions which arise on the 
sale of patents, trade-marks and copyright. This decision, when compared with the 
Vernor case above, is illustrative of the urgent necessity of perceiving the position 
of the courts as arbitrators between the citizen and that body which used to be 
considered his servant but is now fast becoming his master. Taxing authorities seem 
to have the ability to classify transactions of a similar type as being in one case of 
an income nature and in another case of a capital nature depending almost, if not 
entirely, on whether the government gets its cut or not. In the old days it used to 
be a clearly defined principle that tax avoidance—not tax evasion—was the clear and 
proper right of the taxpayer and that if he could escape the payment of tax within 
the framework of the law, it was proper that he should do so. Those happy days 
have, however, passed away and the action of legal avoidance of tax, formerly 
regarded with a somewhat uncensorious admiration, is now being characterized as 
an evidence of social impropriety. Courts are tending more and more to indulge in 
platitudes born of socialistic propaganda. There seems to be a growing opinion that 





25. (1950-51), 11 Fox Pat. C. 183. 
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the taxpayer should not hesitate to do his social duty by paying forthwith all demands 
made by tax collectors and to refrain from questioning their virtuous accuracy, on 
the theory that the government is using the money for the accomplishment of a 
social revolution to the furtherance of which it is a privilege to contribute. In 
circumstances such as these one is stimulated by the breath of fresh air with which 
Angers J. blows away at least some of the cobwebs of muddled thinking. 


LL — 
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SYMBOLISM AND DESIGN* IN TRADE-MARKS 
By Robert Foster 










With the possible exception of letter forms, no graphic designs have as rich a 
heritage as have trade-marks. They are frequently referred to as the heraldry of 
business, and rightly so. Trade-marks are not, however, the direct descendants of 
the coat of arms, but rather come down through a collateral and even older line, 
the heraldic badge or device. Very often these devices or badges were not only part 
of the arms but in many cases were the origin of the arms, and preceded the shield 
of arms by several hundred years. In their present form, they go back to the early 
fourteenth century and are a heritage left to us by the feudal system. These devices 
were never worn by an owner in the way his arms were carried on his shield, or 
as his crest was worn on his helm. They were more marks of ownership and as 
such were stamped on, engraved or burned into the more portable property, as we 
today would brand cattle or have our initials stamped in a hat. However these 
marks were worn by the followers and retainers of the owner, and, in this way, are 
the predecessors of the political badge, the fraternity pin and the buttons on a 
uniform, military or civil. 













In the graphic field, probably more than in any other form of design, the well 
executed trade-mark selects from the surrounding confusion something which has 
order, graphic power and _ signifi- 
cance. As in the letter forms them- 
selves, everything which was not 
primarily essential has been omitted, 
and the trade-mark is in reality a 
distillate of design, by the process 
of abstraction. Very seldom will this 
grand simplicity be achieved on the 














* Reprinted from the November 1951 
issue of “Type Talks” with the kind per- 
mission of the Advertising Typographers 
Association of America, Inc. 
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first try, nor again will it always be 
attained after the client’s final sug- 
gestion has been crowded into the 
design. 

Historically, we have behind us a 
wealth of graphic symbols and de- 
vices in various fields, many of which 
are of interest to the graphic de- 
signer. Besides the profusion of the 
aforementioned heraldic designs, 
whose motives in their earlier, purer 
periods were used in just about 
every conceivable manner, there are, 
among others, the early German 
runes and their more or less modern 
equivalent, the Pennsylvania Dutch 
hex signs, the watermarks of the 
Hugenot paper makers, the medieval 
stone mason’s signs and the alche- 
mist’s symbols and, of course, the 
often used versions of the zodiac 
signs. Even prehistoric man made 
graphically interesting cryptic signs 
and highly conventionalized draw- 
ings thousands of years before he 
even attempted the first crude letter 
forms. In many cases, the story-tell- 
ing aspect of these designs has been 
lost, but they still retain their force- 
ful, eye-arresting quality, which is so 
important in trade-marks. Another 
fertile field for the trade-mark de- 
signer is the abstract designs of our 
roman alphabet, especially the forms 
before the letters were frozen into 
type. A trade-mark which uses a 
letter form from which to create its 
stylized pictorial design or its graphic 
symbol has two strings to its bow in 
that it has the interest of the picture 
plus the graphic impact of the letter 
form. 


Aside from the cliché that trade- 
marks should be reducible to the size 
of postage stamps, there are very few 
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rules for their design. The success- 
ful trade-mark is not the result of 
rules; unusualness and the quality of 
distinctiveness are fully as impor- 
tant as good graphic design. 

Unfortunately, sentimentality is 
frequently responsible for the con- 
tinued use of many current trade- 
marks. A manufacturer will no long- 
er use his first factory (possibly an 
old tool shed), will no longer limit 
his corporation capitalization to the 
initial investment, will have long 
since changed and improved the 
product both in design and manu- 
facture—the founder may die, even 
his son may die, but they still cling 
to their dear old trade-mark, dull, 
amateurish and outmoded though it 
may be. And then there are those 
who say that they want to ‘“mod- 
ernize” their trade-mark but still 
want to “keep it as it is.” 

When incorporating a trade-mark 
with type matter, illustrations or 
photographs, one should realize the 
eye pull in one of these designs and 
treat it accordingly. They should be 
given plenty of white space and the 
optical paths, which they may help 
to create, must be controlled so that 
they work with the layout and not 
against it. The trade-mark is a 
graphic bullseye, and like the bull 
himself should be treated with the 
proper respect. 

We show ten of my marks, many 
done I hope, with the lighter touch 
which is incidentally about as close 
to humor as one can get. In its 
repetition, so important in the life of 
a trade-mark, the alleged humor soon 
takes on all the staleness of an often 
repeated joke. 


The Statue of Liberty was chosen 
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as the motif of the New York 
World’s Fair mark because of its 
recognition value, not only outside 
of New York in this country, but 
also in the various foreign countries 
which took part in the event. The 
FFI device was designed for a maga- 
zine published by the University of 
Pennsylvania. Keeping to the basic 
idea, it has been redesigned many eB 
times to suit various uses. In the 
Envelopener design, the three hori- 
zontal strokes of the “E” and the 
curve of the name are suggestive of 
the characteristic notches used in 
opening these zip-open envelopes. 
The White Flash mark was originally used on their gasoline pumps and is basically 
a heraldic quartering. It normally appears in red and blue with white letters—the 
refiner’s colors. The round shape tends to create an optical target. In The American 
Printer mark, the American eagle has been conventionalized into an “a” and the 
negative “P” gives a touch of color. In the Society of Illustrators device, the un- 
usualness of the frame and the reversal of the two letters tend to relieve an otherwise 
rather austere design. The printing press “P” was designed for an exhibition of 
printing sponsored by the American Institute of Graphic Arts. The optical illusion 
of the revolving cylinder is accentuated by the ejected sheets. As the business of 
Richie Productions is industrial movies, a strip of movie film is used for the vertical 
stroke of the “R,” and the bow is a globe which signifies the world coverage of their 
photographic operations. “W K” are the initials of the illustrator Walter Klett and 
the arrow, in negative, alludes to his car on which this personal mark was used. In 
the last design shown, another personal mark for the British book illustrator, John 
Austen, the merged “J” and “A” are done in a decorative manner which is suggestive 
of the artist’s technique. 





10. John Austen 
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LEGISLATION ON CARTELS IN AUSTRIA 
By Paul Abel* 


An Austrian Statute, dating back as far as 1870, provided that agreements 
between entrepreneurs with the intent of increasing prices of goods to the detri- 
ment of the public were null and void. The construction of this statutory provision 
has given rise to many controversies and it is clear that such a primitive rule 
cannot suffice to settle the complicated issues connected with modern cartels. As 
the result of lengthy discussions in legal and economic circles and in the press, 
the Austrian Parliament has now passed a Statute dealing with cartels, to be 
referred to as “Cartel Act,” which Statute, dated July 4, 1951, was published in 
the Austrian Federal Law Gazette on August 27, 1951, numbered 173, and came 
into force on November 27, 1951. The contents of this Statute are peculiar in 
more than one respect and are, in my opinion, of interest to manufacturers and 
merchants outside Austria. 

1. This is true first of all of the definition of “cartel.” Cartels within the 
meaning of the Act are associations of economically independent entrepreneurs or of 
combines of enterprises which intend, by contractual obligations (cartel agree- 
ments), to regulate or restrict competition, in particular as to production, sale 
or prices.1 It should be noted that that legal definition does not confine itself 
to associations of entrepreneurs in the same or similar field of activities (so-called 
associations in the horizontal direction), but comprises also agreements of pro- 
ducers with their customers, either wholesalers or retailers (so-called associations 
in a vertical direction), so that resale price maintenance systems in their applica- 
tion to branded goods fall within the scope of the Statute. The provisions con- 
cerning such agreements differ, however, in some respects from those regarding 
cartels in general as will be seen below (clause 8). 

2. The provisions of the Statute extend also to cartel agreements concluded 
abroad in so far as they are to be carried out in Austria; but they do not apply 
to cartel agreements in so far as they relate to foreign markets. 

The provisions are not applicable inter alia to agreements binding retailers 
trading in books, periodicals and music to maintain resale prices fixed by publishers, 
an exception which is due to the international aspects of that trade. 

3. The Act declares that cartel agreements are valid and binding upon the 
parties provided 


a) they are made in writing, and 
b) their entry in the Cartel Register has not been refused. 


The Act, therefore, does not provide for approval of cartels by any authority, 
but stipulates the binding force and enforceability of cartel agreements in a nega- 
tive manner by stating the reasons for which entry of the cartel agreement—the 


*Consultant on International and Austrian Law, London. 

1. Compare the definition given by R. Callmann: “The Law of Unfair Competition 
and Trade-Marks,” Ist vol., §15, 3, note 23a, and §28, 3 (c), note 73: “A cartel is a 
contractual association of legally independent entrepreneurs in the same or similar field 
of business formed with the intent, effect or potentiality of influencing the market by means 
of regulating competition.” 
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condition of its validity—must be refused. A cartel agreement the entry of which 
in the Register has been refused is null and void. 


4. A commission, the so-called Cartel Commission, is formed at the Court of 
Appeal in Vienna, the jurisdiction of which extends in this respect over the entire 
territory of Austria. The Commission decides in senates, presided over by an 
Appeal judge who sits with three lay judges to be appointed by the Government 
based on proposals submitted by the Federal Chamber of Commerce and Trade, 
by the Central Chamber of Labor and by the Chambers of Agriculture respectively. 

The Commission decides whether there are reasons for refusing the entry in 
the Register of a cartel agreement submitted to the Commission. If desired by a 
party, or any of the just mentioned public bodies, or by a member of the Com- 
mission a hearing must be held to which the parties and those public bodies are 
to be summoned. 

An appeal lies from the Commission to the Superior Cartel Commission at 
the Supreme Court (the highest judicial authority) in Vienna. In certain cir- 
cumstances the right to appeal is granted also to the said bodies. The Superior 
Commission is formed in a similar manner as the Commission of first instance. 

The Act expressly states that either Commission is to be considered to be a 
Court which means that their members are independent and not bound by any 
instructions. 

5. The parties to a cartel agreement have to appoint an attorney to repre- 
sent the cartel before the authorities. The attorney must reside within Austria. 

6. The Commission must keep a Cartel Register which is open to public 
inspection as well as the exhibits to the applications submitted to the Commission. 
The Act and a subsequent Regulation issued by the Ministry of Justice on 
September 14, 1951, Federal Law Gazette No. 231, contains detailed provisions 
as to the facts to be entered in the Register. 

The Cartel attorney is bound to apply to the Commission within a fixed period 
for the entry in the Register of the cartel agreement and of all amendments and 
alterations, failing which he is punishable by the administrative Puthorities for a 
misdemeanor. The original or an attested copy of the cartel agreement and of 
subsequent amendments or alterations must be included as exhibits to such applica- 
tion. Notice of every application shall be served upon the said public bodies and 
upon the “Finanzprokuratur,” a public authority which must represent the State 
in the course of the proceedings and which has also the right to file a notice of 
appeal from the Commission’s rulings. 

7. The most important part of the Statute is that one which deals with 
the reasons for which entry of an individual cartel agreement in the Register 
must be refused, such a refusal rendering the cartel illegal and void, as stated 
above. 

a) The legislature has thought it advisable that the binding force of a cartel 
agreement should not be extended for too long a period. If, therefore, the agree- 
ment shall be concluded for an indefinite period or for longer than three years, 
it must provide for the possibility of terminating it at the end of the third year 
by a notice of not longer than six months. 
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b) Every partner must be entitled to withdraw from the cartel for important 
grounds. Without prejudice to the generality of that rule, the Act declares it an 
important ground if the partner concerned would suffer serious damage by 
remaining bound and if it would mean asking too much of him not to allow him 
to leave the cartel. 

Registration must be refused unless the agreement complies with those re- 
quirements. 

Registration must be refused also if the agreement binds the partners: 

c) to sell exclusively such goods or render exclusively such services which 
are the subject-matter of the cartel, or 

d) to exclude certain persons or groups of persons from business relations 
in spite of their preparedness to comply with the obligations arising from member- 
ship in the cartel, or 

e) to pay a penalty in the case of giving notice or in the case of withdrawal 
for important grounds. 

f) Another and perhaps the most striking reason for refusal of registration 
is that the Commission has decided that the effect of the cartel would be—con- 
sidering the economic interests of the community and the special circumstances of 
the enterprise concerned—to increase the prices of the goods or services in question 
to an unjustified extent, or to prevent dropping of such prices without justification, 
or to restrict—again without due justification—manufacture or sale of such goods 
or rendering of such services. 

That imposes a difficult, responsible job on the Commission and leaves to it 
a wide field of discretion. 

8. Much discussion has been gone on in Austria and elsewhere as to the 
desirability or non-desirability of systems for maintaining resale prices of branded 
goods. Most responsible quarters now hold the view that such systems are far 
away from increasing prices over a justified level, but on the contrary that they 
are to the benefit of the public at large by contributing to keep up honest customs 
and fair dealing in the trade. The Austrian Courts, since 1929, have held that if 
branded goods always reach the market under a registered trade-mark and are 
always of the same quality and if maintenance of the resale price is secured by 
a system of agreements with wholesalers and retailers and is continuously con- 
trolled, an outsider who has not concluded an agreement commits an act of unfair 
competition by price cutting. Some minor loopholes have been considered as 
not hampering the efficiency of the scheme. The Statute under review considers 
such systems to be cartels and not to be economically unjustifiable as such. The 
Statute subjects such systems to the rules applicable to cartels in general, but with 
some exceptions required by the nature of such agreements: 

a) The Cartel attorney is not to be appointed by the partners but by the 
manufacturer alone. 

b) As it is impracticable to submit to the Commission all the agreements con- 
cluded with the lot of retailers it suffices to exhibit with the application the uniform 
form for such individual agreements (master-contract) . 

c) The stipulated resale price is to be indicated in the application. The 
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entry of an increase of that resale price in the Register may be refused by the 
Commission within a fortnight after filing of an application. 

d) Registration may be refused for the same reasons as with regard to cartel 
agreements in general—set out above in clause 7—with this difference that an 
agreement which runs for more than one year—instead of three years, as applicable 
to other cartels—must be terminable—after it has been in force for six months— 
by a notice of not longer than two months. This variation has been enacted 
because circumstances concerning such resale price maintenance systems are 
subject to more frequent changes than other cartel systems. 

The manufacturer is under the duty to notify the retailers, without delay, of 
any refusal of registration or the dissolution or cancelation of such a system. 

9. The Statute declares it an indictable offense if a partner to, or an organ 
of, a cartel misuses the same for increasing prices or restricting manufacture or 
sale of goods or rendering services to an economically unjustified extent. The 
Court must consider the interests of the community as a whole and the require- 
ments of the individual enterprise. The Court may impose imprisonment for a 
period of three months to three years which may be combined with a fine up to 
Austrian Schillings 200,000 (about $7,000 U. S. Dollars). Another offense is 
committed if someone carries out or enforces a cartel agreement before its regis- 
tration or tries to do so after refusal of the registration. The Court may also 
order dissolution of the cartel in question or rectification of the Register by can- 
celation of the agreement from the Register. 


The New Austrian Cartel Act is a complicated piece of legislation. The 
Austrian legislature has not underestimated the difficulties of the task of regulating 
economic situations by law. It is impossible to prophesy whether the Act will 
prove to be to the benefit of the economic situation of the country or whether it will 
result in vexatious restrictions on free economic development. It can be hoped 
that the first alternative will be realized provided the authorities, concerned with 
the application and carrying out of the Act, will apply it in a non-bureaucratic 
manner and with full understanding of the prevailing economic necessities. In 
any case it is to the credit of the Austrian legislature that the many doubts as to 
the validity and enforceability of cartel obligations have been removed by stating 
the conditions of such validity and enforceability. 
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NEW GERMAN PERIODICAL ON CARTELS AND RELATED MATTERS 








A new periodical, entitled “Competition and Trade Regulation” (‘‘Wirtshaft 
und Wettbewerb”), is being published predominantly in the German language in 
the Western Zone of Germany. The editor-in-chief is Dr. Frederick Haussmann, a 
well-known expert on problems involving monopoly and international cartels. Dr. 
Rudolf Callmann, of New York, is one of the editors. The publishers are Verlag 
Handelsblatt GMBH, Dusseldorf, and Azed AG, Basel, Switzerland. 

Almost the entire first issue deals with cartel problems both in Europe and 
in the Western Hemisphere. There are several short articles in German on various 
aspects of the antitrust laws in this country; also included is a report of a meeting 
of the International Chamber of Commerce with regard to cartel and monopoly 
problems. 

While the first issue is almost exclusively devoted to cartel problems, there 
will be, according to the publishers’ announcement, more general articles dealing 
with unfair competition, fair trade laws, and similar problems in some of the forth- 
coming issues of the new periodical, although apparently comprehensive coverage 
of trade-mark, copyright or patent problems in the international field is not intended. 


















TRADE SLOGAN 








S. S. Kresge Company 
2727 Second Avenue, Detroit, Michigan 


Registered with the United States Trade-Mark Association, 
January 29, 1952. 


KRESGE’S for the MOST of the BEST for the LEAST 


in use since January 10, 1952. 
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PART II 


STERLING BREWERS, INC. v. COLD SPRING BREWING CORPORATION 
No. 50-233—U.S8.D.C.D. Mass.—January 2, 1952 





Trape-Mark Act oF 1946—-REMEDIES—SEcTION 34 
TraDe-Mark INFRINGEMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Lanham Act regulates commerce within control of Congress and governs infringe- 
ment of registered marks in such commerce. 
Defendant’s intrastate activities in Massachusetts which do not affect plaintiff’s inter- 
state commerce, held not subject to injunction and excluded therefrom. 


Trade-mark infringement and unfair competition suit by Sterling Brewers, Inc. 
against Cold Spring Brewing Corporation. Defendant’s motion to limit scope of 
injunction granted; and plaintiff’s motion for injunction unqualified as to territory 
denied. 

Richard F. Walker, of Boston, Mass., and Francis C. Browne and Jewett, Mead 

& Browne, of Washington, D. C., for plaintiff. 

Cedric W. Porter, of Boston, Mass., for defendant. 
McCartny, D.]J.: 

The plaintiff has urged that the injunction herein be unqualified in territorial 
scope, citing Stauffer v. Exley, 9 Cir., 184 F.2d 962 [40 T.M.R. 960], and Cole of 
California, Inc. v. Collotté of California, Inc., D.C., 79 U.S.P.Q. 267. The defend- 
ant argues that the injunction should be limited, excluding intrastate activity within 
the Commonwealth of Massachusetts. With the latter I agree. 

The purpose of the Lanham Act is to regulate commerce within the control of 
Congress by making actionable the deceptive use of marks in such commerce. 
Defendant’s activities within this Commonwealth which do not affect the interstate 
commerce of the plaintiff cannot, therefore, be enjoined. Attention is called to 
Findings of Fact Nos. 17 and 20. 

In Cole of California, Inc. v. Colletté of California, Inc., supra, 268, this Court 
said: “And it is immaterial that defendant is engaged only in local sales in view 
of the fact that those local sales adversely affect plaintiff’s interstate sales * * *” 
[Emphasis supplied]. 

Plaintiff's motion denied. Defendant’s motion allowed. 


AMERICAN ENKA CORPORATION v. MARZALL 
No. 4894—U. S. D. C. D. C.—January 2, 1952 







TraDE-Mark oF 1946—ReEcrIsTRABILITY—SEcTIONS 2 AND 45 
TraDE-Marks—Marks CapaBLe oF ExcLustvE APPROPRIATION—-SLOGANS 
Certain combinations of words, albeit that they are also slogans, may properly 
function as trade-marks. 
Composite mark consisting of “The Fate of a Fabric Hangs by a Thread,” displayed 
upon representation of a tag having large black circle in the center thereof, bearing 
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words “Fashion Approved” and having the words “Enka” and “Rayon” at the bottom 
portion, the words “Fashion Approved” and “Rayon” being disclaimed, held an arbitrary 
or technical trade-mark susceptible of exclusive appropriation, complying with definition 
of trade-mark under section 45 and registrable, on Principal Register, under section 2 
of 1946 Act. 


TrRADE-Marks—REGISTRABILITY—DISCLAIMER 

Commissioner’s refusal to register plaintiff’s composite mark without disclaimer of 
slogan “The Fate of a Fabric Hangs by a Thread,” which was an integral part thereof, 
held error. 


Suit under R.S. 4915 by American Enka Corporation against John A. Marzall, 
Commissioner of Patents, to compel issuance of registration, on Principal Register, 
under 1946 Act. Judgment for Plaintiff. 

James M. Earnest, of Washington, D. C., for plaintiff. 

E. L. Reynolds, of Washington, D. C., for defendant. 




















MEMORANDUM OPINION, DECEMBER 10, 1951 


McGurrg, D. J.: 
It seems to me to compel the plaintiff to disclaim with reference to matter 

which has been an integral part of its mark for some time would be grossly in- 

equitable. 

Judgment for plaintiff. 

Counsel will prepare suggested findings and proper order. 










FINDINGS OF FACT AND CONCLUSIONS OF LAW 


This cause came on to be finally heard at this Term upon the Complaint filed 
herein, the Answer filed thereto, the Stipulations filed herein, the documents 
received in evidence herein, and oral argument of counsel representing the respec- 
tive parties; wherefore, upon consideration thereof, the Court makes and enters 
the following: 








FINDINGS or Fact 






1. Plaintiff is a corporation having a place of business at Enka, North 
Carolina; and defendant is the duly qualified and acting United States Com- 
missioner of Patents. 

2. Plaintiff is engaged in the manufacture of rayon yarn and in the conduct 
of its business initially employed a trade-mark which consists of the combination 
of words or slogan “The Fate of a Fabric Hangs by a Thread” at the top of a 
black rectangle with a thread extending vertically thereon with the words “American 
Enka” at the bottom portion thereof. This mark was registered by the Patent 
Office on February 9, 1932, Trade-Mark No. 291,338, under the Act of 1905, with- 
out any disclaimer. 

3. Commencing on June 30, 1939, Plaintiff adopted and commenced the 
use of a second trade-mark, here involved, which consists of the combination of 
words or slogan “The Fate of a Fabric Hangs by a Thread” displayed upon a 
representation of a tag having a large black circle in the center thereof with the 
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words, “Fashion Approved” superimposed thereon and at the bottom portion appear 
the words “Enka” and “Rayon.” 

4. On or about August 11, 1947, Plaintiff filed an application in the Patent 
Office for the registration of the trade-mark here involved, which was assigned 
Serial No. 531,001. Plaintiff requested that it be registered on the Principal Reg- 
ister in accordance with the Act of July 5, 1946 (15 U. S.C. A. 1051 et seq.) and 
also set forth its ownership of the aforesaid Trade-Mark No. 291,338. The words 
“Fashion Approved” and “Rayon” were disclaimed apart from the mark. 

5. The Examiner refused registration of Plaintiff's trade-mark unless Plain- 
tiff would also disclaim the words “The Fate of a Fabric Hangs by a Thread,” and 
held that otherwise the aforesaid application appeared to be in condition for 
publication. Plaintiff declined to make the disclaimer and the refusal of registra- 
tion was thereupon made final by the Examiner. 

6. Plaintiff thereupon took an appeal to the Commissioner and on June 1, 
1949 he affirmed the decision of the Examiner. Plaintiff filed a petition for recon- 
sideration which was denied by the Commissioner on June 30, 1949. 

7. Plaintiff elected to have a trial de novo rather than to take an appeal 
from the decision of the Commissioner to the United States Court of Custom and 
Patent Appeals, and within the statutory period of six months as prescribed by the 
Statute, filed this proceeding pursuant to Revised Statute 4915, 35 U. S. C. A. 63, 
and also pursuant to the provisions of Section 21 of the Act of July 5, 1946, 15 
U.S. C. A. Section 1071. 

8. Plaintiff used both of the above marks in interstate commerce; they were 
extensively publicized in various magazines, and used in various publications of its 
own; on its letterheads, invoices for taking orders and shipping labels or slips. 

9. Plaintiff first used the trade-mark here involved in interstate commerce 
on or about July 31, 1947 and it has been continuously used since said date and 
never abandoned. Plaintiff is the sole and exclusive owner of said trade-mark 
and it has come to function as a true origin indicator, and to identify and dis- 
tinguish Plaintiff's rayon yard from the rayon yard of others. 


ConcLusiIons oF Law 


1. That certain combinations of words, albeit that they are also slogans, may 
properly function as trade-marks. 

2. Plaintiff’s trade-mark which includes the combination of words or slogan 
“The Fate of a Fabric Hangs by a Thread” fully complies with the definition of a 
trade-mark contained in Section 45 of the Trade-Mark Act of July 5, 1946, 15 
U.S. C. A. 11217. 

3. Plaintiff's trade-mark which includes the combination of words or slogan 
“The Fate of a Fabric Hangs by a Thread” meets all of the requirements for regis- 
tration under Section 2 of the Trade-Mark Act of July 5, 1946, 15 U. S. C. A. 1052. 

4. Plaintiff's mark is an arbitrary or technical trade-mark, susceptible of 
exclusive appropriation and registration as a trade-mark as specified in Plaintiff's 
application, Serial No. 531, 001, filed in the Patent Office on August 11, 1947. 

3. The refusal of the Commissioner of Patents to register Plaintiff’s trade-mark, 
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without a disclaimer of the combination of words or slogan “The Fate of a Fabric 
Hangs by a Thread” was erroneous. 

6. The Commissioner of Patents should be authorized and directed to register 
Plaintiff's trade-mark as specified in the aforesaid application. 








JUDGMENT 










This cause coming on to be finally heard upon the Complaint filed herein, the 
answer filed thereto, the Stipulation filed herein and the various other documents 
received in evidence, and oral argument of counsel representing the respective 
parties; and the Court having separately made and entered Findings of Fact and 
Conclusions of Law; wherefore, upon consideration thereof, it is by the Court this 
2nd day of January, 1952. 

Adjudged, Ordered And Decreed as follows: 

1. That Plaintiff is entitled to have its trade-mark, including the words or 
slogan “The Fate of a Fabric Hangs by a Thread” for rayon yarn, registered on 
the Principal Register in accordance with the Act of July 5, 1946, as specified in its 
application, Serial No. 531,001, filed in the Patent Office on August 11, 1947. 

2. That the Defendant, Commissioner of Patents, be and he hereby is author- 
ized and directed to register Plaintiff’s aforesaid trade-mark on the Principal Reg- 
ister in accordance with the Trade-Mark Act of July 5, 1946, pursuant to the 
aforesaid application, Serial No. 531,001, upon the applicant filing in the Patent 
Office, a copy of this Judgment, and otherwise complying with the requirements 
of law. 















THE OLD READING BREWERY, INC. v. LEBANON VALLEY 
BREWING COMPANY 


No. 4077 U.S.D.C.M.D. Pa.—November 30, 1951 










Courts—]J uRISDICTION—REMOVAL 

Any civil action of which district courts have original jurisdiction founded on federal 
question, is removable from state to federal court without regard to diversity of citizen- 
ship; any other such action is removable only if none of the parties defendant properly 
joined is a citizen of the state where action is brought. 

Removal statutes are strictly construed and removal should not be granted if there 
is doubt as to right. 

To sustain federal court’s jurisdiction on ground of federal question in case removed 
from state court, the federal question must clearly appear on the face of the complaint 
as an essential and integral part of plaintiff's statement of his case. 












Trape-Mark Act or 1946—Remepies—Sections 32 anp 44 
CourtTs—J URISDICTION—GENERAL 
In absence of diversity of citizenship or alleged statutory infringement of registered 
trade-mark, federal court is without jurisdiction to adjudicate validity or infringement 
of mark and it cannot be said that unfair competition claim is joined with substantial 
and related claim under federal trade-mark laws. 
Unfair competition suit involving unregistered trade-mark held not an action arising 
under the laws of the United States. 
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CourTs—PLEADING AND PracTicE—MotTions To REMAND 
Courts—J uRISsDICTION—GENERAL 
Motion to remand granted where suit originated in state court against citizen of such 
state on complaint which fails to allege claim under laws of the United States, does not 
allege that regjstered trade-mark is involved and contains only very doubtful reference to 
involvement of interstate commerce. 


Trade-mark infringement and unfair competition suit by The Old Reading 
Brewery, Inc. against Lebanon Valley Brewing Company. On plaintiff's motion to 
remand action to state court. Motion granted. 


Bickel & Ehrgood, of Lebanon, Pa., and Royal R. Rommel, of Washington, D. C., 
for plaintiff. 
Siegrist, Koller & Siegrist, of Lebanon, Pa., Emanuel Weiss, of Reading, Pa., and 
Edward B. Beale and Beale & Jones, of Washington, D. C., for defendant. 
Fotitmer, D.J.: 
Plaintiff instituted suit in the Court of Common Pleas of Lebanon County, 
Pennsylvania. Defendant filed its petition for removal to the United States District 
Court and plaintiff thereupon moved to remand. 


The complaint alleges that plaintiff is a Delaware corporation and defendant 
a Pennsylvania corporation. The complaint is predicated upon averments that 
plaintiff's product “has for many years been sold under the trade-mark ‘Old 
Reading Beer,’ and since early in the year of 1945 additionally has been known and 
sold as “Traditionally Pennsylvania Dutch,’” and that the product “has become 
known to the public and the buyers and consumers thereof as ‘Pennsylvania 
Dutch.’” It is alleged that defendant “has infringed and continues to infringe 
upon plaintiff's exclusive rights in and to the phrases and trade-marks used by it 
and the public in identifying plaintiff's beer, to wit: ‘Pennsylvania Dutch’; 
‘Traditionally Pennsylvania Dutch,’ and the use of the symbols, customs, arts, 
crafts and peculiarities of the Pennsylvania Dutch people, by the wilful and 
deliberate use of the phrase and trade-mark ‘Pennsylvania Dutch,’” and that said 
acts of defendant “constitute unfair and unlawful competition with plaintiff.” There 
is no allegation that there is a registered trade-mark, or that the action arises under 
the Constitution or any law of the United States. There is an allegation that 
plaintiff's product is “widely distributed throughout the State of Pennsylvania and 
in interstate commerce in large amounts and value,” but the only reference as to 
defendant’s product in this respect is the vague language “in connection with the 
manufacture and sale in the State of Pennsylvania and elsewhere of beverages 
including beer.” 


In so far as diversity of citizenship as a basis for removal is concerned, 28 


U.S.C. §1441(b) provides: 


“(b) Any civil action of which the district courts have original jurisdiction 
founded on a claim or right arising under the Constitution, treaties or laws of the 
United States shall be removable without regard to the citizenship or residence of the 
parties. Any other such action shall be removable only if none of the parties in in- 
terest properly joined and served as defendants is a citizen of the State in which such 
action is brought.” 
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The defendant is a citizen of Pennsylvania, the State in which the action is 
brought. Consequently, diversity of citizenship cannot be the basis of this removal. 


We come therefore to the question of whether the action involves any claim 
or right arising under a law of the United States. In determining this question 
it must be borne in mind that removal statutes are strictly construed? and removal 
should not be granted if there is doubt as to the right of removal in the first 
instance, and in order to sustain jurisdiction of the Federal Court on the ground 
of a federal question in a case removed thereto from the State Court, the federal 
question must clearly appear on the face of the complaint as an essential and 
integral part of the plaintiff’s statement of his own case.* 


Defendant contends that this Court has jurisdiction of the cause of action 
“to restrain infringement in interstate commerce of plaintiff’s alleged trade-mark” 
with pendent jurisdiction of the claim of unfair competition under the provisions 
of 28 U.S.C. §1338(b), which section was added in the recent (1948) revision of 
the Judicial Code. Defendant further contends that there is original jurisdiction 
in this Court, irrespective of any issue of infringement of a trade-mark, by reason 
of the provisions of Section 44 of the Lanham Trade-Mark Act of July 5, 1946 
(15 U.S.C. §1126), even if the cause of action is based solely upon unfair com- 
petition in interstate commerce. 


Section 39 of the Lanham Trade-Mark Act (15 U.S.C. §1121) confers upon 
the United States District Courts original jurisdiction of all actions arising under 
this Act.5 Section 1338(a) of Title 28 likewise confers such original jurisdiction.® 
To this latter section was added 28 U.S.C. §1338(b) which provides: 


“(b) The district courts shall have original jurisdiction of any civil action assert- 
ing a claim of unfair competition when joined with a substantial and related claim 
under the copyright, patent or trade-mark laws.” 


The historical basis of this section, its application of the Hurn v. Oursler (289 
U.S. 238 [17 U.S.P.Q. 195] doctrine, and of the use of the language “joined with 
a substantial and related claim under the copyright, patent or trade-mark laws” 


1. Arcady Farms Milling Co. v. Northcutt et al., (D.C. E. D. S.C.) 87 F. Supp. 373; 
Irvin Jacobs @ Co. v. Levin et al., (D. C. N. D. Ohio) 86 F. Supp. 850; c.f. American Fire 
& Cas. Co. v. Finn, 341 U. S. 6. 

2. Shamrock Oil & Gas Corp. v. Sheets et al., 313 U. S. 100. 

3. John Hancock Mut. Life Ins. Co. v. United Office & Professional Workers of America 
et al., D. C. N. J.) 95 F. Supp. 296; Garner v. Mengel Co., (D. C. W. D. Ky.) 50 F. Supp. 794. 

4. National Mutual Insurance Co. v. Tidewater Transfer Co., Inc., 337 U. S. 582, 597; 
American Fire & Gas Co. v. Finn, 341 U. S. 6, 14; John Hancock Mut. Life Ins. Co. v. 
United Office & Projessional Workers of America et al., supra; Stein v. Brotherhood of 
Painters, Decorators and Paper Hangers of America et al., (D. C. N. J.) 11 F. R. D. 153; 
H.N. Thayer Co. v. Binnall et al., (D. C. Mass.) 82 F. Supp. 566; Doran v. Elgin Cooperative 
Credit Ass’n. et al., (D. C. Neb.) 95 F. Supp. 455. See also Moore’s Federal Practice (2d Ed). 
Vol. 2, Par. 2.06 and 2.07. 

5. “The district and territorial courts of the United States shall have original jurisdic- 
tion, the circuit courts of appeal of the United States and the United States Court of Appeals 
for the District of Columbia shall have appellate jurisdiction, of all actions arising under this 
chapter, without regard to the amount in controversy or to diversity or lack of diversity of the 
citizenship of the parties.” 

6. ‘“(a) The district courts shall have original jurisdiction of any civil action arising 
under any Act of Congress relating to patents, copyrights and trade-marks. Such jurisdiction 
shall be exclusive of the courts of the states in patent and copyright cases.” 
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which has been the subject of considerable discussion,’ is not pertinent here without 
the existence of some claim under the trade-mark laws. Section 32 of the Lanham 
Trade-Mark Act of July 5, 1946 (15 U.S.C. $1114) provides, inter alia: 

““(1) Any person who shall, in commerce, (a) use, without the consent of the 
registrant, any reproduction, counterfeit, copy, or colorable imitation of any registered 
mark in connection with the sale, offering for sale, or advertising of any goods or 
services on or in connection with which such use is likely to cause confusion or mis- 
take or to deceive purchasers as to the source of origin of such goods or services; or 
(b) * * *, shall be liable to a civil action by the registrant for any or all of the rem- 
edies hereinafter provided in this chapter, * * *.” (Emphasis supplied) 


There being no allegations that the alleged infringement involves a registered 
trade-mark, such alleged infringement presents no substantial federal question. 
In the absence of diversity of citizenship or a registered trade-mark, this Court 
is without jurisdiction to adjudicate the validity or infringement of such trade- 
mark,® and it cannot be said that the claim of unfair competition is “joined with 
a substantial and related claim under the trade-mark laws” under 28 U.S.C. 
§1338(b). Nor are there any allegations that defendant’s actions involved inter- 
state commerce unless a most liberal construction is given to the language of the 
complaint, namely, “in the State of Pennsylvania and elsewhere.” Action under 
Section 32 being against “Any person who shall, in commerce,”® etc., this becomes 
an essential element.?° 

Defendant, relying on Stauffer et al. v. Exley, (9 Cir.) 184 F. 2d 962 [40 T.M.R. 
960], argues that even assuming all this to be true, an action for unfair competi- 
tion, even where an unregistered trade-mark is involved, is under Section 44 of 
the Lanham Trade-Mark Act (15 U.S.C. §1126), an action arising under the laws 
of the United States. 

Section 44(a) provides for the registration of marks communicated to the 
Commissioner by the international bureaus provided for by International Con- 
ventions. Section 44(b) confers the benefits of the Act upon nationals of foreign 
countries which are parties to the conventions or treaties. Section 44(d) provides 
for rights of priority in connection with such registration. Section 44(g), however 
provides that “Trade names or commercial names of persons described in sub- 
section (b) of this section shall be protected without the obligation of filing or 
registration whether or not they form parts of marks.” This is followed by 44(h) 
and (i) which provide: 

“(h) Any person designated in subsection (b) of this section as entitled to the 
benefits and subject to the provisions of this chapter shall be entitled to effective pro- 


7. See e.g. Kleinman v. Betty Dain Creations, Inc., (2 Cir.) 189 F. 2d 546 (and Judge 
Clark’s dissent therein) ; Schreyer et al. v. Casco Products Corp. et al., (D. C. Conn.) 89 F. 
Supp. 177; cf. Allen et al. v. Burr et al., (D. C. Mich.) 93 F. Supp. 589, 597. 

8. Allen et al. v. Barr et al., supra; Hodgson et al. v. Fifth Avenue Plastics, Inc., et al., 
(D. C. S. D. N. Y.) 94 F. Supp. 160; Schreyer et al. v. Casco Products Corp. et al., (D. C. 
Conn.) 89 F. Supp. 177. Cf. also Browning King Co. of New York, Inc. v. Browning King 
Co., Inc., et al., (3 Cir.) 176 F. 2d 105 [39 TMR 693] (Action instituted prior to 1946). 

9. “Commerce” being defined in Section 45 (15 U. S. C. § 1127) as follows: “The 
word ‘commerce’ means all commerce which may lawfully be regulated by Congress.” 

10. C. B. Shane Corp. v. Peter Pan Style Shop, Inc., (D. C. N. D. Ill.) 84 F. Supp. 86, 
89 [39 TMR 330]; Jewel Tea Co., Inc. v. Kraus, (D. C. N. D. Ill.) 88 F. Supp. 1003, 1005 
[40 TMR 120]. 
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tection against unfair competition, and the remedies provided in this chapter for 
infringement of marks shall be available so far as they may be appropriate in repress- 
ing acts of unfair competition. 






““(i) Citizens or residents of the United States shall have the same benefits as are 
granted by this section to persons described in subsection (b) of this section.” 






The Stauffer case, supra, involved an unregistered trade name and unfair com- 
petition and held that Section 44(i), supra, conferred jurisdiction upon the Federal 
Court in an action for unfair competition by a citizen of a State. It was careful 
to point out, however, that the defendant’s acts must involve “commerce.” 

The Court of Appeals of the Ninth Circuit in a later case! involving the 
name “Mark Twain” which had been registered under the Federal Trade-Mark 
Law, refers to the same as a trade name and states: “Various provisions of the 
Lanham Act now give protection under federal law regardless of the registration 
under federal law of the trade name concerned, provided the unfair competition 
takes place in interstate commerce. See, Stauffer v. Exley, 9 Cir., 1950, 184 F.2d 
962 [40 T.M.R. 960].” 

In Lyndale Farm, 186 F.2d 723, the United States Court of Customs and 
Patent Appeals cites Stauffer v. Exley with approval but is careful to point out 














“# # * Section 44(g), 15 U.S. C. A. § 1126(g) relates to trade names owned by 
such persons and states that they ‘shall be protected without the obligations of filing 
or registration whether or not they form parts of marks.’ Section 44(h), 15 U. S. 
C. A. § 1126(h) makes available to such persons the remedies specified in the Act 
for infringement of marks in protecting those persons against unfair competition. 
Section 44(i), 15 U. S. C. A. § 1126(i) confers upon United States citizens or resi- 
dents the same benefits granted the persons identified by Section 44(b), 15 U. S. 
C. A. § 1126(b). Thus it is that a federal cause of action exists in behalf of a United 
States citizen or resident whose trade name is unfairly used in a manner affecting com- 
merce whereby the remedies of the Lanham Act provided for the infringement of 
registered marks are made available in repressing such acts of unfair competition 
affecting unregistered trade names. 












“Trade marks and trade names are distinct legal concepts within the ambit of 
the law of unfair competition. * * *.” 






Whether the Stauffer doctrine would be followed where a trade name is in- 
volved need not be decided here. Certainly, in so far as trade-marks are con- 
cerned, Judge Ryan in Ross Products, Inc., et al. v. Newman et al., (D.C. S.D. 
N.Y.) 94 F.Supp. 566, aptly states: 
“# * * Therefore, the court infers, claims based on allegations of unfair competi- 
tion fall within the ambit of 15 U. S. C. A. § 1121, which vested the district courts 


with jurisdiction ‘of all actions arising under this chapter, without regard to the 
amount in controversy or to diversity or lack of diversity of the citizenship of the 












parties.’ 





“As against this line of reasoning, there is the clear language of 28 U. S. C. A. 
§ 1338, which in subsection (a), vests the district courts with ‘original jurisdiction 
of any civil action arising under any Act of Congress relating to patents, copyrights 
and trade marks’; and then goes on, in subsection (d) (added in 1948), to declare: 
‘The district courts shall have original jurisdiction of any civil action asserting a 









11. Chamberlain et al. v. Columbia Pictures Corp., (9 Cir.) 186 F. 2d 923. 
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claim of unfair competition when joined with a substantial and related claim under 
the copyright, patent or trade mark laws.’ 

“Under the interpretation set forth in the Stauffer case, Section 1338(b) is 

rendered a nullity, even though it is the most recent Congressional enactment on the 

subject. We do not believe that the Lanham Act requires any such result. It does 
no violence to the language of the Act to find that Congress, by making available to 
unfair competition claims remedies fashioned for infringement of registered trade 
marks, did not thereby intend to transmute such claims into ‘actions arising under 
this chapter.’ If Congress had intended to work so radical a change in the law, it 
undoubtedly would have embodied that purpose in clear and unmistakable language. 

Defendant’s argument that the court had jurisdiction in this case under the Lanham 

Act must, therefore, be rejected, as, also, must be the other asserted bases of federal 

jurisdiction.” 

We have therefore an action instituted in the State Court against a citizen of 
such State, on a complaint which makes no mention of, or any showing of, any 
claim or right arising under a law of the United States, contains no allegation 
that a registered trade-mark is involved, and with a very doubtful reference to the 
involvement of interstate commerce. Under such circumstances the motion to 
remand must be granted. 


BENEFICIAL LOAN CORPORATION ET AL. v. PERSONAL LOAN & 
FINANCE CORPORATION 


No. Z322—U. S. D. C. E. D. Ark.—October 30, 1951 





Courts—Conrtict or LAaws—AppPLicABLe Law 
In unfair competition suit having federal jurisdiction based solely upon diversity 
of citizenship, Arkansas law held controlling and to conform with the general law. 


TRADE-MARKS AND TRADE NAMES—SECONDARY MEANING—GENERAL 

Whether or not name or word has acquired secondary meaning is a mixed question 
of law and fact, with the factual aspects predominating. 

Burden of proving existence of secondary meaning and area in which it exists rests 
upon party asserting it; and each case must be decided on its own facts. 

Fact that trade-mark or trade name may have acquired secondary meaning in 
one locality does not mean that it has acquired such meaning in entirely different trade 
areas. 

Though not controlling, time during which mark has been used held usual standard 
for determining whether mark has acquired secondary meaning in given trade area. 

On facts of record, neither party held to have established secondary meaning in 
“personal,” when used in conjunction with “loans” and “finance.” 


Trape-MarkK INFRINGEMENT AND UNFAIR COMPETITION—BAsIS OF RELIEF—GENERAL 
Two bases upon which trade-mark or trade name may be protected are “secondary 
meaning” and “bad faith” on the part of defendant. 


Unrarr ComMpPETITION—Scope OF RELIEF—PARTICULAR INSTANCES 
Plaintiffs held entitled to injunction restraining defendant from using any sign, 
poster, literature or advertising in which the word “personal” is written or printed in 
scrip imitative of the distinctive script in which said word appears on signs and in 
literature and advertising of plaintiffs, though neither party had established secondary 
meaning and there was no fraud or bad faith on either side. 
Defendant’s cross complaint dismissed. 
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Unfair competition suit by Beneficial Loan Corporation, Personal Finance 
Company of Arkansas, Personal Finance Company of Little Rock, Personal Finance 
Company of Pine Bluff, Personal Finance Company of Fort Smith, Personal Finance 
Company of Jonesboro, Personal Finance Company of El Dorado, and Personal 
Finance Company of Texarkana against Personal Loan & Finance Corporation. 
Defendant counterclaims. Judgment for plaintiffs granting limited injunction and 
dismissing counterclaim. 

Wright, Harrison, Lindsly @ Upton and Edward L. Wright, of Little Rock, Ark., 
for plaintiffs. 

House, Moses & Holmes and Thomas C. Trimble, Jr., of Little Rock, Ark., and 
Ewing, Laughlin @ Watson and James W. Watson, of Memphis, Tenn., for 
defendant. 

LeMLEY, D. J.: 

This cause having, by agreement of the parties, been tried to the Court at the 
City of Hope, Arkansas, upon the pleadings, pretrial briefs, opening statements of 
counsel, the testimony of witnesses taken ore tenus before the bar of the Court and 
the exhibits thereto, and oral argument, and the Court, being fully advised doth 
make the following Findings of Fact, Conclusions of Law, and Comment thereon, 


to-wit: 


A. Frnpincs or Fact 


1. The plaintiffs herein are the following corporations: Beneficial Loan Cor- 
poration (hereinafter sometimes called “Beneficial” ) ; Personal Finance Company of 
Little Rock; Personal Finance Company of Fort Smith; Personal Finance Company 
of Texarkana; Personal Finance Company of El Dorado; Personal Finance Company 
of Pine Bluff; Personal Finance Company of Jonesboro; and Personal Finance Com- 
pany of Arkansas. All of the plaintiffs, except Personal Finance Company of Ar- 
kansas, are corporations organized and existing under the laws of the State of 
Delaware; Personal Finance Company of Arkansas is a corporation organized and 
existing under the laws of the State of Arkansas. The plaintiffs, with the exception 
of Beneficial Loan Corporation will be sometimes hereinafter referred to as the 
“operating plaintiffs.” All of the operating plaintiffs are wholly owned subsidiaries 
of Beneficial Loan Corporation; these operating plaintiffs, together with other cor- 
porations wholly owned by Beneficial and having the words “Personal Finance 
Company” as an integral part of their corporate names, comprise a group or chain 
of “small loan companies” doing business in 36 states of the Union and in the 
Dominion of Canada. This chain will at times be referred to as the “Beneficial 
Group.” 

The defendant herein is a corporation organized and doing business under the 
laws of the State of Tennessee; it is likewise engaged in the “small loan” business. 

The amount in controversy in this cause, exclusive of interest and costs, exceeds 
the sum of $3,000. 

2. All operating plaintiffs, except Personal Finance Company of Arkansas, 
have qualified to do business in Arkansas as foreign corporations, and all of them 
have likewise been licensed by the Arkansas State Bank Department to engage in the 
“small loan” business in Arkansas under the terms of Act 203 of the 1951 General 
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Assembly of the State of Arkansas. All of the operating plaintiffs applied to the 
State Bank Department on April 6, 1951, for authority to engage in the small loan 
business in Arkansas under the terms of said Act; the dates that such licenses were 
issued and the dates upon which they actually commenced business in Arkansas are 
set forth in the following table: 


Date of Date of Open- 











Name License ing of Office Place 

Personal Finance Company 

or Arkansas 5-31-51 6- 4-51 North Little Rock 
Personal Finance Company 

of Litle Rock 5-31-51 6- 4-51 Little Rock 
Personal Finance Company 

of Pine Bluff 5-31-51 6- 4-51 Pine Bluff 
Personal Finance Company 

of Fort Smith 6- 6-51 6-11-51 Fort Smith 
Personal Finance Company 

of Jonesboro 6- 6-51 6-18-51 Jonesboro 
Personal Finance Company 

of El Dorado 6-21-51 6-25-51 El Dorado 
Personal Finance Company 

of Texarkana 6-29-51 8- 6-51 Texarkana 


All of the operating plaintiffs after opening their offices, as above set forth, did 
business continuously between the respective dates of opening and the filing of this 
suit on August 24, 1951, and have continuously done business since said time at their 
respective locations. 

3. The defendant qualified to do business in the State as a foreign corporation 
on June 1, 1951; it was licensed under Act 203 of 1951 on August 8, 1951, having 
applied for such a license on July 19, 1951. Prior to the filing of this action, the 
defendant had obtained an office in the City of Little Rock where it proposes to do 
a small loan business. It has no plans at the present time to engage in such business 
in Arkansas outside of Pulaski County in which the cities of Little Rock and North 
Little Rock are located. 

3a. At the time this suit was filed the defendant had not commenced actual 
operations in Arkansas, and upon the filing of the suit it forbore such operations 
pending the disposition of this litigation. It has engaged in the small loan business 
in Memphis, Tennessee since January, 1948. 

4. The operating plaintiffs, on the one hand, and the defendant, on the other 
hand, are engaged in the business of making what are known as “small” or 
“personal” loans. Such loans, varying in amount, are made to private individuals, 
to be repaid in installments which usually fall due monthly and are usually equal 
in amount; the proceeds of such loans are used by the borrowers for their own 
purposes. Such loans are usually made to salaried people, wage earners, and per- 
sons with fixed incomes, who are considered to be able and willing to pay the 
installments as they fall due. 

The small loan business is essentially local in its nature and the largest area 
which can be feasibly served by a given office is a city, or at most, a city and the 
surrounding county. Because of the local character of the business, the area of 
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direct competition between the plaintiffs and the defendant in Arkansas is limited 
to Pulaski County, Arkansas. 


5. The plaintiffs brought this action to enjoin the defendant from operating 
in Arkansas under its corporate title, “Personal Loan & Finance Corporation,” 
and to further enjoin it from using the word “personal” in association with the 
words “loan” or “finance” in its advertising and literature. The plaintiffs contend 
that by reason of the extensive operations and advertising of the Beneficial Group 
of small loan companies, nationally and outside of Arkansas, prior to the dates 
upon which the operating plaintiffs commenced business in Arkansas, as set forth 
above, and by further reason of the operations and advertising of the operating 
plaintiffs since those dates and prior to the filing of this suit, the Beneficial Group, 
including the operating plaintiffs, has become identified in the minds of the 
borrowing public in Arkansas with honesty and fair dealing in the small loan 
field; that said Group has become known to said borrowing public as “Personal”; 
that the name “Personal,” standing alone, and the name “Personal,” when used 
in association with the words “finance” and “loans,” separately or together, have 
become so intimately identified in the mind of the borrowing public with the 
Beneficial Group, including the operating plaintiffs, that they have acquired a 
“secondary meaning” in Arkansas, whieh identifies the operating plaintiffs to the 
borrowing public; that said word having acquired such a secondary meaning, they 
have a property right therein which a court of equity will protect from unfair 
appropriation by another, and that if the defendant is permitted to operate in 
Arkansas under its corporate name, or to use the word “personal” in association 
with “loans” or “finance” in its literature and advertising, the borrowing public 
in Arkansas will be confused and will do business with the defendant under the 
impression that it is doing business with one of the operating plaintiffs, and that 
the plaintiffs will be irreparably damaged thereby. The prayer of the complaint is 
that the defendant be enjoined from operating in Arkansas under its corporate 
title “Personal Loan & Finance Corporation,” and that it be further enjoined from 
using the word “personal” in association with “loans” and “finance” in its advertising 
and literature. 

The defendant, on the other hand, denies that the word “personal” has acquired 
a secondary meaning in Arkansas as contended by the plaintiffs, and denies that 
plaintiffs are entitled to the relief sought. By way of counterclaim, it contends 
that it has been engaged in the small loan business in Memphis, Tennessee since 
1948, that it has advertised extensively in Memphis newspapers which have a wide 
circulation in Arkansas, and particularly in Eastern Arkansas, and that its operations 
in Memphis and its advertising have invested the word “personal” with a secondary 
meaning in its favor; it prays that the operating plaintiffs be restrained from doing 
business under their corporate titles, and that they be further restrained from using 
the words “personal” and “finance” in relation to loans in their advertising. 


6. Neither plaintiffs nor defendant have shown by a preponderance of the 
evidence that on the date of the filing of the complaint herein or on the date of 
the filing of the cross complaint the word “personal,” when used in the corporate 
name of a small loan company or when used in association with “loans” and 
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“finance” in the advertising and literature of such a company, had acquired any 
secondary meaning in Arkansas generally, or in Pulaski County in particular, such 
as would identify in the minds of the borrowing public either the operating plaintiffs 
or the defendant. On the other hand, as of those dates, the word “personal” when 
so used, had no meaning in Arkansas except its primary meaning, which is generic 
and descriptive of the business in which not only the parties to this action but also 
many other persons and corporations are engaged. 


Since the filing of this suit, however, the operating plaintiffs have continued to 
operate and to advertise in all of the Arkansas cities where they are located, and 
by this time the word “personal” may have acquired a secondary meaning as con- 
tended by plaintiffs in the cities and counties in Arkansas where they are operating 
other than Little Rock and North Little Rock and Pulaski County. With that 
question the court is not concerned in this case; it may arise if the defendant here- 
after undertakes to expand its business to such other cities and counties. 


7. Plaintiffs have failed to prove by a preponderance of the evidence that the 
defendant adopted its corporate name, “Personal Loan & Finance Corporation,” 
or determined to use said name in connection with its business in Little Rock, in 
bad faith or with a design inimical to the interests of the Beneficial Group, including 
the operating plaintiffs. On the other hand, the Court finds that both parties 
entered Arkansas in good faith and without any fraudulent intent, and that the 
occasion of their coming was the passing of Act 203 of 1951. The Court does 
find, however, that at some time, either in June or July of 1951, a representative 
of the defendant contracted with a sign maker in Little Rock for a neon sign and 
for a temporary cardboard sign for defendant’s office there. It appears that this 
sign maker had previously made certain signs for the operating plaintiffs and that 
in these signs the word “Personal” appeared in a distinctive script identical with 
the script in which said word is used in all of the signs, advertising matter and 
literature (except classified newspaper advertising) of the entire Beneficial Group. 
The sign maker, without the prior knowledge of the defendant or of its representa- 
tive, conceived the idea of using this same script for the name “Personal” in the 
defendant’s signs and prepared and delivered to said representative a temporary 
cardboard sign reading, “New Home of Personal Loan & Finance Corporation,” 
in which the word “Personal” closely resembled the distinctive script used by the 
entire Beneficial Group as aforesaid. Upon delivery of said temporary sign, the 
sign maker informed said representative of the defendant that he had copied the 
plaintiffs’ script and thereupon said representative directed the sign maker not to 
use such script in the neon sign. Said representative, nevertheless, accepted said 
temporary sign and placed it in the show window of the defendant’s proposed office 
at 211 West Second Street, Little Rock, Arkansas and there it remained prominently 
displayed from a date sometime in July 1951, continuously until the date of the 
trial of this cause. Said representative took said action on his own initiative and 
without consulting any other stockholder or officer of the defendant. The Court 
finds that such act was an isolated transaction and does not establish bad faith on 
the part of the defendant. The Court finds, however, that if the defendant should 
continue to use this temporary sign, or should use other signs in which the word 
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“personal” appears in script imitating that in which said word appears on the plain- 
tiffs’ signs and in their literature and advertising, confusion will result and the 
business of the operating plaintiffs in Little Rock, North Little Rock and elsewhere 
in Pulaski County will be substantially damaged. 

8. With further reference to bad faith on the part of the deefendant, the Court 
finds that the defendant was organized as a Tennessee corporation in October of 
1947 and commenced operations in Shelby County, Tennessee, in which the City 
of Memphis is located, in January of 1948. At the time of such organization, 
defendant’s organizers knew of the existence of the Beneficial Group and that said 
Group was operating in a large number of states under the name of Personal 
Finance Company. Said organizers also knew that prior to 1937 certain members 
of the Beneficial Group had operated in several cities in Tennessee, including 
Memphis, under the name of Personal Finance Company. Said organizers also 
knew, however, that no operations had been conducted in the State of Tennessee 
by the Group since 1937, and that no member thereof was operating in Tennessee 
at the time the defendant was incorporated. The name Personal Loan & Finance 
Corporation, was suggested as the corporate title of the defendant by its President, 
Mr. Sturm; the name was adopted because of the fact that it was descriptive of 
the business in which the defendant proposed to engage and not for the purpose 
of leading the public to believe that the defendant was a member of the Beneficial 
Group or for the purpose of taking advantage of any good will which said Group 
or its members may have acquired by reason of its previous operations in the State 
of Tennessee. The adoption of its corporate name by the defendant was done in 
good faith. 

From late in 1949 and continuing up until the late Spring of 1951, the Bene- 
ficial Group through a firm of attorneys located in Chattanooga, Tennessee, nego- 
tiated with the defendant and its attorneys for the purchase of the defendant’s cor- 
porate name. In the course of these negotiations and on May 29, 1951, the defend- 
ant’s attorney advised one of the Beneficial Group’s attorneys that the defendant 
proposed to open a branch office in Little Rock, Arkansas; and, on June 8, 1951, 
the defendant’s attorney wrote a letter to said attorney of the plaintiffs advising 
him that the defendant was going on with its plans to open a branch office and that 
it planned to open the same about July 1, 1951. By reason of said conversation 
the Beneficial Group was on May 29, 1951 put on notice that defendant intended to 
operate in Arkansas under Act 203 of 1951. 

On July 3, 1951, the attorney for the plaintiffs mailed a registered letter to the 
defendant’s agent for service of process in Arkansas advising him that if the defend- 
ant attempted to operate in Arkansas under its corporate name and attempted to 
use the words “personal” and “finance” in its advertising, the plaintiffs would seek 
to restrain such action. As stated, at the time this letter was written plaintiffs 
knew that the deefndant proposed to operate in Arkansas under its corporate name. 

The Court finds that the passage of Act 203 of 1951 opened up the State of 
Arkansas as a new field for the operations of small loan companies, and that the 
plaintiffs on the one hand, and the defendant on the other hand, entered the State 
of Arkansas in good faith for the purpose of operating under said Act. The 
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defendant did not determine to do business in Arkansas under its corporate title 
or to use the word “personal” in association with “finance” and “loan” in its adver- 
tising and literature with an intent to deceive the public into a belief that it was 
a member of the Beneficial Group or to take advantage of any good will which had 
been required by the operating plaintiffs. 
































B. Conc.Lusions or Law 








1. The Court has jurisdiction of this cause and of the parties hereto. 


2. The defendant is entitled to operate a small loan business under Act 203 of 
1951 under its corporate name throughout Pulaski County, Arkansas, and to use 
the word “personal” in association with the words “loans” and “finances” in its 
advertising and literature within said county, and the plaintiffs are not entitled to 
an injunction preventing it from so doing. 








3. Since the defendant is not doing business within any of the counties in 
which any of the operating plaintiffs are engaged in business, other than Pulaski 
County, Arkansas, and has no present intention of so doing, the plaintiffs are 
entitled to no injunction with respect thereto; provided, however, that should 
the defendant attempt to do business under its corporate name in any of the 
counties other than Pulaski in which any of the operating plaintiffs are now doing 
business, the decree herein should be without prejudice to plaintiffs’ right to insti- 
tute proper proceedings to enjoin such action. 











4. The plaintiffs are entitled to a decree restraining the defendant from 
employing or using, and from continuing to employ or use, any signs, poster, litera- 
ture, or advertising in which the word “personal” is written or printed in script 
imitative of the distinctive script in which said word appears on the signs and logo- 
types and in the literature and advertising of the operating plaintiffs subject to the 
provisions of Conclusion of Law No. 2 herein. 









5. The defendant is not entitled to any relief on its cross complaint, and said 
cross complaint should be dismissed. 






C. ComMMENT 










This is an action brought by the plaintiffs named in our Finding of Fact No. 1, 
supra, against the defendant, Personal Loan & Finance Corporation, to enjoin the 
latter from engaging in the small loan business in Arkansas under its corporate 
name, and to further enjoin it from using the word “personal” in association with 
the words “loans” and “finance” in its advertising and literature. The defendant 
has denied that the plaintiffs are entitled to the relief sought, and in a counterclaim 
alleges that it is entitled to have the operating plaintiffs enjoined from doing busi- 
ness in Arkansas under their several corporate names, each of which has the words 
“Personal Finance Company” as an integral part theerof, and to have them further 
enjoined from using the word “personal” in association with “loans” and “finance” 
in their advertising and literature. Each side contends that as of the date of the 
filing of this action, as well as prior thereto, it had acquired the exclusive right to 
use the word “personal” as part of a trade name and the exclusive right to use 
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said word in association with “loans” and “finance” in its advertising and literature; 
each further contends that such are property rights which a court of equity will 
protect. 

Both plaintiffs and defendant base their claims upon the doctrine of “secondary 
meaning,” which doctrine is a well settled one in the law of unfair competition and 
has been recognized in Arkansas; Liberty Cash Groceries, Inc. v. Adkins, 190 Ark. 
911; Fine v. Lockwood, 179 Ark. 222. See, generally, Beneficial Industrial Loan 
Corporation v. Kline, 132 F. 2d 520 [33 T. M. R. 135]; Katz Drug Co. v. Katz, 
188 F. 2d 696 [40 T. M. R. 573]; affirming Katz Drug Co. v. Katz, 89 F. Supp. 528; 
(40 T. M. R. 573]; Western Auto Supply Co. v. Knox, 93 F. 2d 850; Local Loan Co. 
v. Local Finance Corporation, 56 F. Supp. 658; for other cases dealing with the 
doctrine see annotation in 150 A. L. R. 1057 et seq. 

Since the jurisdiction of this court has been invoked solely on the ground of 
diversity of citizenship, Arkansas law governs. Jewel Tea Co. v. Kraus, 187 F. 2d 
278, 282 [40 T. M. R. 120]; Cook Paint & Varnish Co. v. Cook Chemical Co., 85 F. 
Supp. 257 [39 T. M. R. 811]; General Finance Loan Co. v. General Loan Co., 163 F. 
2d 709, 712; Katz Drug Co. v. Katz, 89 F. Supp. 528, 532 [40 T. M. R. 573]; Lock- 
wood v. Friendship Club, 95 F. Supp. 614, 617. The Arkansas cases, supra, how- 
ever, indicate that the law in this state with respect to secondary meaning does not 
differ from the general law on that subject. 


For a definition of the doctrine of secondary meaning see 63 Corpus Juris, 
“Trade-Marks, Trade Names, and Unfair Competition,” Section 102 page 393; 
this definition was approved by the Court of Appeals for this Circuit in Beneficial 
Industrial Loan Corporation v. Kline, supra.1 Corpus Juris says that words or 
names which have a primary meaning of their own, such as words that describe 
the type of goods sold or the type of business engaged in, may, by long use in 
connection with the goods or business of a particular individual or organization, 
come to be understood by the public as designating the goods or business of that 
individual or organization; that such words have both a primary and a secondary 
meaning; that in their primary sense they may be used by all the world and no 
one has a right to appropriate them, but they must be used in such a way as not 
to falsely convey the secondary meaning, for this would “constitute unfair compe- 
tition as tending directly to pass off the goods or business of one man as and for 
that of another.” The text goes on to say: “This is what is known as the doctrine 
of secondary meaning, and its perception by the courts was the genesis of the law 
of unfair competition as distinguished from technical trade-marks. In all this class 
of cases where the word, name, or other mark or device is primarily publici juris, 
the right to relief depends upon the proof. If plaintiff proves that the name or 
word has been so exclusively identified with his goods or business as to have acquired 
a secondary meaning, so as to indicate his goods or business and his alone, he is 
entitled to relief against another’s deceptive use of such terms, but if he fails in such 
proof, he is not entitled to relief.” 


1. The Beneficial Industrial Loan Corporation was the corporate predecessor of Bene- 
ficial Loan Corporation, one of the plaintiffs in the instant case. In the cited case, as here, 
the Beneficial Group of small loan companies was involved. 
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Whether or not a given name or word has acquired a secondary meaning is a 
mixed question of law and fact, with the factual aspects predominating. Each 
case must be decided on its own facts. Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F. 299; Little Tavern Shops v. Davis, 116 F. 2d 903; King Pharr Canning 
Operations v. Pharr Canning Co., 85 F. Supp. 150 [39 T. M. R. 715]; Derenberg, 
“Trade-Mark Protection and Unfair Competition,” page 337, cited in 150 A. L. R. 
1067, 1082. The burden of showing secondary meaning in the case at bar is on the 
plaintiffs upon their complaint and on the defendant upon its cross complaint. 150 
A. L. R., 1067, 1078 and cases there cited. See also Katz Drug Co. v. Katz, supra. 


As set forth in our findings of fact, all of the operating plaintiffs are wholly 
owned subsidiaries of Beneficial Loan Corporation, a holding company. This cor- 
poration likewise owns all of the capital stock in 338 other operating small loan 
companies doing business in 35 states of the Union, besides Arkansas, and all of 
the stock in still other operating companies in the Dominion of Canada. All of the 
operating companies have similar corporate names, which are as follows: “Personal 
Finance Company of ,»’ the blank space being occupied by the name 
of the geographical] location, such as a city or state.. These operating companies, 
including the operating plaintiffs in this case, wholly owned by Beneficial, and cen- 
trally managed through the Beneficial Management Corporation (another wholly 
owned subsidiary of Beneficial), form one of the largest, if not the largest, chains 
or groups of small loan companies in the United States. The chain maintains 503 
separate offices in this country. It makes loans to individuals and also purchases 
installment contracts from merchants in the various localities where it operates. 
It employs a total of 4,090 individuals. In 1950 it had 1,193,588 accounts, and did 
a volume of business amounting to $316,390,109; at the end of that year it had 
upon its books $207,494,743 in notes and accounts receivable. 


The Group has always advertised extensively in the localities in which it has 
done business; in its advertising it employs classified and display ads in newspapers, 
direct mail advertising to customers and prospective customers, and “throw-away” 
material consisting of broadsides and pamphlets intended to be distributed from 
door to door in the cities in which it operates; it also makes available in its various 
offices numerous pamphlets and booklets to be given to customers and prospective 
customers. Another method of business promotion and advertising employed by 
the Group, which is claimed to be unique in the small loan field, is a “credit card” 
system, under which its customers with satisfactory credit can obtain loans, under 
certain conditions, at any Personal Finance Company office in the United States. 
Plaintiffs claim that these credit cards not only enable the holders to secure funds 
while away from home, but also furnish identification for the holders and tend to 
establish their credit at hotels and other business establishments. The Group like- 
wise distributes calendars among its customers and prospective customers. It also 
circulates among railroad men, where it is doing business, time books, which are 
intrinsically valuable and contain information of importance to railroad workers; 
these time books naturally contain considerable advertising matter. The evidence 
shows that still other methods of advertising are employed, but we consider those 
mentioned the most important. 
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The volume of the advertising of the Group is demonstrated by the fact that 
in 1950 alone it spent $2,802,529 for advertising, and that between 1926 and 1950 
its advertising expenditure amounted to $31,201,879. Between June 4, 1951 and 
September 1, 1951 the Group advertised in 538 newspapers having a circulation 
of 37,643,099, including 7 newspapers in Arkansas with a circulation of 268,618. 
In 1950, 17,475,000 pieces of direct mail advertising were sent to current and old 
customers. Advertisements are carried in the classified section of 591 telephone 
directories throughout the country. 


As stated, the Beneficial Group is managed through the Beneficial Management 
Corporation, and the operations of the various member companies are closely 
integrated by the managing corporation. The organization and policies of each of 
the operating companies are identical throughout the country, and the advertising 
of the various companies is uniform and is prescribed by the advertising staff of 
the Beneficial Management Corporation. Samples of newspaper advertising, intro- 
duced in evidence, show the practical identity of this advertising for each of the 
operating plaintiffs. Another example of such integrated operation is found in the 
procedure followed when the office of a new Personal Finance Company is opened. 
Upon such opening, the local manager screens the city directory to eliminate those 
sections of the city the inhabitants of which are not considered desirable customers, 
and the screened directory is then sent to the Beneficial Management Corporation, 
which mails advertising material to the prospective customers in such city; some. 
if not all, of these prospects receive a so-called “cash loan certificate,” which, prima 
facie at least, entitles them to borrow a specified sum of money from the local 
company. Another such example is found in the fact that when a customer moves 
from one city where the Group does business to another such city, his account is 
transferred with him, the corporation doing business in the latter city buying the 
account or note from the corporation which originally held it. 


In all of its advertising and business practices the Group seeks to impress the 
borrowing public that its operations are characterized by honesty, fair dealing, 
efficiency, speed, and sympathetic understanding of the needs of borrowers and 
prospective borrowers; customers and prospective customers are assured that their 
transactions will be kept confidential, and they are further assured that an applica- 
tion for a loan will probably be granted. In this connection the Group lays emphasis 
in its advertising on the fact that four out of five applications are approved, and it 
sometimes refers to a local manager as a “Yes Man” or “Yes Manager.” 


While the Group seeks to increase its business, which it can do only by making 
loans, at the same time it points out in its literature the undesirability of unnec- 
essary borrowing and the value of budgeting and thrift. In line with this policy 
it furnishes as part of its advertising material pamphlets on household budget- 
ing and saving; these pamphlets contain forms and blank spaces in which families 
can work out budgets and keep a record of income and expenditures. Readers of 
this literature are informed that the local manager of the Personal Finance Com- 
pany will be glad to introduce them to a bank if they desire to open a savings 
account. 

Throughout all of this advertising, great emphasis is laid on the word “per- 
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sonal,” the word over which the parties are contending here. The purpose of this 
emphasis is to identify the Group in the minds of the borrowing public with the 
word “personal” when used in connection with small loans; in other words, to 
invest the adjective “personal” which, in its primary sense, is a generic term 
descriptive of the business in which the Group is engaged, along with its competitors, 
with a secondary meaning indicating the Group to the borrowing public. 

In furtherance of this purpose the word “personal” is given great prominence in 
the advertising matter of the Group, being repeated again and again; not only 
is it emphasized by repetition, but it is printed, almost invariably, in a distinctive 
and eye-catching script in contrast with the ordinary print in which the remainder 
of the text of the advertising is written.2, The Group has registered with the United 
States Patent Office a number of “service marks,” almost all of which prominently 
display the word “personal” written in script. The emphasis on “personal” appears 
not only in the Group’s literature and advertising matter, but also in the neon signs 
and logotypes which are placed at the various offices of the operating companies; 
in these signs and logotypes the word invariably appears in script. 

The high standard of operation, as shown by the evidence, and the volume 
and obvious effectiveness of the Group’s advertising material have no doubt built 
up valuable good will for it in areas where its members were doing business prior 
to its entry into Arkansas in 1951, and in those areas where it has been operating 
for a substantial period of time and word “personal” may have acquired a secondary 
meaning. That, however, is not the question before us. What we are to decide is 
whether or not on or before August 24, 1951, the date of the filing of the plaintiffs’ 
complaint herein, said word has acquired a secondary meaning in Arkansas which 
would entitle the plaintiffs to the relief sought. The fact that a trade-mark or trade 
name may have acquired a secondary meaning in one locality does not mean 
that it has acquired such meaning in an entirely different trade area where the 
public is unfamiliar with such name or mark. Liberty Cash Groceries, Inc. v. Adkins, 
supra; Fine v. Lockwood, supra; Katz Drug Co. v. Katz, both decisions, supra; 
Griesedieck Western Brewery Co. v. Peoples Brewing Co., 149 F. 2d 1019, 1022; 
Beneficial Industrial Loan Corporation v. Allenstein, 173 F. 2d 38; Schwartz v. 
Television Center, 189 F. 2d 691, 692. In the case last cited the Court quoted with 
approval from Nims, “Unfair Competition,” 3d Ed., Section 37, where it is said: 
“Secondary meaning is association, nothing more. It exists only in the minds of 
those of the public who have seen or known or have heard of a brand of goods by 
some name or sign and have associated the two in their minds.’ ” 

We are unable to find from a preponderance of the evidence that on or prior 
to said date the word “personal” had acquired in Arkansas the secondary meaning 
contended for by plaintiffs, however the case may have been in other states where 
the Group had been doing business for a substantial period of time. 

The advertising campaign of the Group, while extensive and well conceived, 
has been essentially local in its nature and has been aimed at borrowers and pros- 
pective borrowers in the localities where the Group has actually been doing business. 

2. The script form of “personal” is not used in classified newspaper ads since the news- 


papers will not ordinarily print a classified ad in distinctive print but insist on using the 
ordinary forms. The script is used in display, however. 
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As stated, the Group did not come into Arkansas until the late spring and summer 
of 1951, and prior to that time it did no advertising in Arkansas; and such adver- 
tisements, if any, that Arkansas people may have happened to see were not directed 
at them and cannot be presumed to have made any particular impression on 
their minds. 

This essentially local nature of the Group’s advertising is demonstrated by 
the fact that only 1.36% of its advertising budget is allocated to national advertising. 
There has been no extensive advertising in magazines or newspapers having a 
nationwide circulation; the plaintiffs did exhibit some advertisements which had 
appeared in Good Housekeeping nine or ten years ago, and also one which had 
appeared in Time during 1942, but the Vice President of the Beneficial Manage- 
ment Corporation, who has charge of all the Group’s advertising, testified that 
national advertising does not play a major role in its advertising scheme, and that 
it does not advertise extensively on a national basis. 


Prior to its operations in Arkansas the Group did not advertise in any Arkansas 
newspapers, and there is no showing that any substantial number of Arkansans 
ever saw its advertisements appearing elsewhere, or that any Arkansas people were 
particularly impressed with such advertising if they did see it. There was no direct 
mail advertising addressed to people in Arkansas prior to June of this year. With 
respect to the railroad time books, it is admitted that none of these had been directly 
circulated in Arkansas up to the date of trial, and there is no satisfactory evidence 
that such books had gotten into the hands of any Arkansas railroad employees. 


There was no direct evidence that the word “personal” had acquired a second- 
ary meaning in Arkansas prior to the time that the Group came into the State. On 
the other hand, Mr. Thomas Hayes, who was Manager of the personal loan depart- 
ment of the Union National Bank of Little Rock from 1944 to 1949, testified that 
during those years he never heard of the Group. The fact that a man who was so 
intimately connected with the small loan business in Arkansas for such period of 
time had never heard of the chain is evidence that the general public in Arkansas 
had never heard of it either. 


It is true that on June 4, 1951 the Group began operations in Little Rock, North 
Little Rock, and Pine Bluff and from that time on it was advertised in the State 
by most of the methods which have been mentioned, but we cannot say that in 
the short time which elapsed between June 4 and August 24, less than three months, 
the name “Personal” acquired a secondary meaning either in Little Rock, North 
Little Rock, or elsewhere in the State. In determining whether or not a trade-mark 
or trade name has acquired such a meaning within a given trade area, the time 
in which it has been used in that area is the usual standard, although not con- 
trolling. Barton v. Rex-Oil Corporation, 2 F. 2d 402; King Pharr Canning Opera- 
tions, Inc., v. Pharr Canning Co., supra. The short time that elapsed between the 
opening of the first Arkansas offices of the operating plaintiffs and the filing of this 
suit renders it difficult to believe that within that period a secondary meaning had 
been acquired and this difficulty has not been overcome by the evidence. In this 
connection, the evidence shows only 1,165 direct loans as having been made in 
Arkansas by the operating plaintiffs; of these 143 were made in North Little Rock 
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and 167 in Little Rock; 434 have been made in Pine Bluff. Between the commence- 
ment of business in Arkansas and the filing of this suit only 23 accounts had been 
transferred from other states to the operating plaintiffs at Jonesboro, El Dorado, 
Texarkana, Little Rock, and North Little Rock; the witnesses had no figures avail- 
able on Fort Smith or Pine Bluff. Of these accounts, 5 were transferred to Little 
Rock and 4 to North Little Rock. There were only 10 applications for “credit card” 
loans in Arkansas between the time plaintiffs’ various offices in Arkansas were opened 
and the time of the filing of this suit; of these applications four were filed at 
Little Rock and one at North Little Rock. While the total dollar volume of business 
done by all of the operating plaintiffs between the time business was commenced 
and suit was filed amounted to $320,000, a substantial sum, this figure is of little 
value to us in the absenec of some basis of comparison, and its significance is further 
weakened by the fact that not all of this sum represented direct loans; some of it 
represented installment contracts purchased from merchants. 


We do not doubt that since June 4 the operating plaintiffs have endeavored 
to confer the desired meaning upon the word “personal” within the State by most 
of the advertising methods which have been mentioned. The question, however, is 
not the effort which they have made, but the effectiveness of that effort. Judge 
Learned Hand, while still upon the district bench, in the case of Bayer Co. v. United 
Drug Co., 272 F 505, 509, said: “The single question, as I view it, in all these 
cases, is merely one of fact: What do the buyers understand by the word for whose 
use the parties are contending? If they understand by it only the kind of goods sold, 
then * * * it makes no difference whatever what efforts the plaintiff has made 
to get them to understand more. He has failed, and he cannot say that, when 
the defendant uses the word, he is taking away customers who wanted to deal with 
him.” In DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 81, the Court 
said that the question was whether or not the plaintiff had “convert{ed] the world 
to its gospel” with respect to the word in controversy, and that its efforts alone 
toward that end were not material. 


The plaintiffs having failed to show that the word “personal” had acquired 
a secondary meaning in Arkansas prior to the filing of their complaint herein, they 
are not entitled to a decree enjoining the defendant from operating under its cor- 
porate name in Little Rock, North Little Rock and elsewhere in Pulaski County. 
Nor are they entitled to an injunction restraining the defendant from using the 
word “personal” in association with “loans” and “finance” in its literature and 
advertising. Further, plaintiffs are not entitled, in this particular case, to have the 
defendant so restrained elsewhere in Arkansas. However, since the filing of this 
action the operations of the plaintiffs and their advertising have continued and by 
this time the word “personal” may or may not have acquired a secondary meaning 
in their favor in areas in Arkansas other than Pulaski County, and should the 
defendant hereafter seek to expand its operations to other counties in which any 
of the plaintiffs are now doing business, the plaintiffs should in no way be preju- 
diced by the decree herein from instituting proper proceedings to enjoin such action. 


Aside from the question of secondary meaning, there is another basis upon 
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which the plaintiffs might have been entitled to equitable relief against the defendant, 
had such basis been established by the evidence: 


In his carefully prepared opinion in the Katz case, Judge George H. Moore 
pointed out that there are two bases upon which a trade name or trade-mark may 
be protected, one being “secondary meaning,” and the other bad faith on the part 
of the defendant. See 89 F. Supp. 528, 534. The plaintiffs here did not allege bad 
faith on the part of the defendant, nor was it referred to in the opening statements 
of counsel. The introduction by the plaintiffs of pictures of the defendant’s win- 
dow sign, referred to in our Finding of Fact No. 7, however, in our opinion, brought 
up the question of good faith on the part of the latter, and we then gave both sides 
an opportunity to go into the question more fully if they so desired. Neither side 
introduced further direct evidence on the point, however, except that the defendant 
produced evidence in explanation of the sign, and also evidence showing the circum- 
stances under which its corporate name was adopted, and those under which it 
determined to expand its operations from Memphis, Tennessee to Pulaski County, 
Arkansas. The evidence last referred to satisfies us that the defendant was not guilty 
of any bad faith in the selection of its corporate name or in determining to operate 
under that name in Pulaski County, Arkansas after Act 203 of 1951 was passed. 


The defendant was organized as a corporation in October 1947 and commenced 
operations in Memphis and Shelby County, Tennessee in January of 1948. At that 
time the Beneficial Group was not operating anywhere in Tennessee, although it 


had done business in several cities of the latter state, including Memphis, prior to 
1937. While the defendant’s vice president, Mr. Brown, had previously been con- 
nected with the small loan business for several years and was familiar with the 
existence of the Beneficial Group, its operations in other sections of the country, 
and its former operations in Tennessee, he also knew that the group was not then 
operating in Tennessee. The defendant’s corporate name was not suggested by Mr. 
Brown but by a Mr. Sturm, the president of the corporation, and he chose it because 
it was descriptive of the business in which the defendant proposed to engage and 
not for the purpose of leading the public to believe that defendant was a member 
of the Beneficial Group or of taking advantage of any good will which the Group 
might have acquired by reason of its former operations in Tennessee. 


Late in 1949, the Beneficial Group entered into negotiations with the defendant 
for the purchase of the latter’s corporate name; these negotiations were conducted, 
on the part of the Group, by the law firm of Kefauver, Duggan and Miller of 
Chattanooga, and on the part of the defendant by some of its officials and by its 
attorneys, including Honorable James W. Watson, formerly a probate judge of 
Shelby County, who testified at the trial of this case. These negotiations, which 
did not result in a deal, were carried on throughout 1950 and up until the late 
spring of 1951. The fact that the Group undertook to purchase the corporate name 
of the defendant for a valuable consideration tends to show that it recognized that 
the defendant owned this name and had a right to its use. Whether these negotia- 
tions amounted to such recognition or not, however, we can find nothing in the 
evidence in this case to convince us that the defendant did not have the same right 
to come into Arkansas and do business under its corporate name that the operating 
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plaintiffs had, so long as it did so in good faith and without any design “inimical 
to the interests” of the plaintiffs. 


Plaintiffs emphasize the fact that on July 3, 1951 their attorney wrote the 
defendant’s agent for service of process in the State of Arkansas advising him that 
if the defendant attempted to operate in Arkansas under its corporate name and 
attempted to use the words “personal” and “finance” in its advertising, the plaintiffs 
would seek to restrain such action. This letter was written and received subsequent 
to the time that the defendant had qualified to do business in Arkansas as a foreign 
corporation but prior to the time that it had applied to the State Bank Department 
for a license to engage in the small loan business under Act 203 of 1951. The fact 
that this notice or warning was disregarded by the defendant does not in any way 
convict it of bad faith in our eyes. In this connection, as pointed out in our Findings 
of Fact, on May 29, 1951 in the course of the negotiations for the purchase of the 
defendant’s corporate name, Judge Watson informed Mr. Mayne W. Miller, one 
of the attorneys for the Group, that the defendant proposed to enter Arkansas and 
to open an office in Little Rock. On June 8, 1951 Judge Watson wrote Mr. Miller 
that the defendant was going forward with its regular plan in this regard. In the 
course of this letter he said: “I think you will agree that we should not just close 
up until your client decides to discuss the matter further. You will recall that I 
advised you on your trip to Memphis that we would open a branch office July Ist, 
and the final arrangement as to the name cannot wait much longer if we are to 


meet that opening date.” It thus appears that prior to the time the plaintiffs sent 
their letter of July 3, to the defendant’s agent for service, they had notice that the 
defendant was planning to come into Arkansas and to operate there under its 
corporate name. 


We do not believe that there has been any fraud or bad faith on the part of 
either side in this case; on the contrary, we are impressed by the high standing and 
good faith of both the plaintiffs and the defendant. The passage of Act 203 of 1951 
opened up the State of Arkansas as new territory for the operations of small loan 
companies such as the parties to this litigation, and both sides in this case were 
anxious to move into that territory. Both came in for the same reason, the passage 
of Act 203. 


We are of the opinion, however, that it would be unfair to permit the defendant 
to portray the word “personal” in its signs or in its literature and advertising in 
script imitative of that so used by the Beneficial Group; and the defendant will be 
enjoined from so doing. 


Little need be said with respect to the defendant’s counterclaim. There is no 
evidence that the defendant has ever done any business in Arkansas, even in Eastern 
Arkansas. Its operations have been confined to the City of Memphis, and its imme- 
diate vicinity. It is true that it has advertised in two Memphis newspapers, the 
“Commercial Appeal” and the “Press-Scimitar,” both of which have a considerable 
circulation in Eastern Arkansas, but there is no evidence that the defendant’s 
advertising was calculated to, or did, have any effect upon the minds of the bor- 
rowing public even in Eastern Arkansas. Moreover, there is no showing that either 
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of said papers has a substantial circulation in Little Rock or North Little Rock, 
where the defendant proposes to operate. The counterclaim will be dismissed. 

Let each side in this case bear its own costs and let a decree be entered in 
accordance with the foregoing. 


KOOLVENT METAL AWNING CORPORATION OF 
AMERICA ET AL. v. PRICE ETC. 


No. 118—S. Ct. Pa.—November 15, 1951 


TRADE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—Basis OF RELIEF—-GENERAL 

While descriptive, geographical and generic words and words of common or general 
usage belong to the public and are not capable of exclusive appropriation, if a trade name 
or trade-mark has acquired a secondary meaning indicating origin, it will be protected 
against infringement. 

Though a phrase has acquired secondary meaning, right to protection does not extend 
to every word in the phrase but will be afforded only against names or marks deceptively 
similar thereto. 

Actual intent to deceive is not indispensable to relief; all that is necessary is that the 
name, mark or label or the conduct and practices of defendant actually cause confusion 
or are reasonably likely to deceive the average purchaser. 


TRADE-MARKS—CONFUSING SIMILARITY—-GENERAL 
In determining whether trade name or trade-mark has been infringed, courts take 
into consideration degree of similarity between the trade names or trade-marks in sound, 
appearance and significance; the actual intent of the alleged infringer; nature of the 
articles, and use for which they are intended, as well as manner of production and 
marketing; and degree of care likely to be exercised by purchasers. 


TRADE-MARKS AND TRADE NAMES—SECONDARY MEANING—BURDEN OF PROOF 
On facts of record, plaintiffs held to have failed to prove that the word “KoolVent” 
had acquired secondary meaning identifying product of particular manufacturer. 


TraDE-Marks—Marks Not ConFusinGLy SimMILar—ParTICULAR INSTANCES 
“Cool-Ray” held not confusingly similar to “KoolVent,” used on similar goods. 

Appeal from Court of Common Pleas, Allegheny County. 

Trade-mark infringement and unfair competition suit by KoolVent Metal 
Awning Corporation of America, KoolVent Metal Awning Company of Pittsburgh, 
and National Ventilated Awning Company against Bernard A. Price, trading as 
Gutbro Construction Company. Plaintiffs appeal from dismissal of complaint. 
Affirmed. 

Coleman Harrison, of Pittsburgh, Pa., for plaintiff-appellants. 

Julian Miller and Brown, Critchlow, Flick @ Peckham, of Pittsburgh, Pa., for ap- 
pellee. 

Before Drew, Chief Justice, and STERN, STEARNE, JoNES, BELL, LADNER and Cup- 


SEY, Justices. 
BELL, J.: 

Plaintiff, manufacturer of KoolVent Aluminum Awnings, filed a bill in equity 
to enjoin defendant from using the name “Cool-Ray” in the sale of aluminum awn- 
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ings and from persisting in unfair trade practices and for an accounting and dam- 
ages. The chancellor, after hearing, dismissed the bill. The case turns on two 
narrow questions: Had the plaintiff’s trade name or trade-mark acquired a special 
or secondary meaning; and if so, was defendant’s name or practices so similar to 
plaintiff’s as reasonably likely to confuse or deceive the public? 


The chancellor found, upon adequate evidence, the following facts: KoolVent 
Metal Awning Corporation is a Pennsylvania corporation which was chartered 
October 26, 1944, and has patented the trade-mark “KoolVent” which is regis- 
tered with the Secretary of the Commonwealth of Pennsylvania on November 12, 
1947. It has advertised its products extensively nationally, as well as locally in 
Allegheny County. Defendant was engaged in the business of selling and installing 
building materials and equipment, bathroom fixtures, and, since March 1949, has 
sold aluminum awnings. The name “Cool-Ray” was adopted by the manufacturer 
and both it and the defendant knew of KoolVent awnings prior to the adoption of 
the name “Cool-Ray.” Defendant advertises Cool-Ray awnings locally in news- 
papers, periodicals and brochures. Other metal awnings of similar design and con- 
struction are advertised for sale in Allegheny County under various names, such as 
“Breeze,” “Breezeway,” etc. The prefix “cool” or “kool” is widely used. It appears 
from Thomas’ Register of American Manufacturers, that the word “Koolhome” was 
registered as a trade name in connection with awnings in 1940, although never sold 
in Allegheny County; the word “Coolvent” has been used by manufacturers of attic 
fans; “Cool Vent” by manufacturers of piston rings; and “Cool-A-Vent” was regis- 
tered as a trade-mark for window ventilators in 1939. There are more than fifty 
other products patented with the name “Cool” or “Kool” as a prefix or part of a 
name, which are in use in other parts of the country. 


The plaintiff laid particular stress on the vent as a unique part or character- 
istic of their product; the Cool-Ray awnings have no vent and do not have a similar 
appearance. The names do not look or sound alike and create no confusion. The 
first letter is of course different; the form of the letter is different, one being block 
and the other script; the word “KoolVent” has a mark over the top of each word; 
the word “Cool-Ray” is hyphenated; and they neither appear nor are pronounced 
nor sound alike. “The word ‘Cool’ is appropriate for and commonly used in the 
sale of awnings, regardless of type or substance.” The word “cool” is a generic 
word of common and widespread usage; “both [names or trade-marks] suggest a 
quality generally applied to awnings, i.e., coolness. However, this feature is dis- 
tinguishable by the last part of each name; vent indicating that the coolness is by 
- ventilation and ray indicating that the awning itself cools the sun’s rays without 
indicating in what particular way this is accomplished.” There is a high degree of 
care exercised by purchasers of each product, since the articles are expensive and 
are bought only after negotiation, measurements, and considerable attention. 


In all of defendant’s advertisements the name “Gutbro Construction Com- 
pany” is prominently displayed, and the chancellor specifically found that “the 
defendant did not intend to cause confusion in the minds of the buying public or 
to defraud plaintiffs.” Furthermore, “there was no evidence that the name ‘Cool- 
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Ray was so similar to the name or trade-mark ‘KoolVent’ as to cause confusion 
in the minds of the purchasing public.”* 

Plaintiff is attempting to assert its rights, not in the word “Kool” alone, but 
in the name “KoolVent” in its entirety. There was no evidence that anyone had 
been confused by the use of the name Cool-Ray or by defendant’s conduct or 
practices. To these findings by the chancellor, we may add that unless advertising 
created of itself and without any further proof, a secondary meaning in the mind 
of the public so as to connect and identify “KoolVent” awnings with the manu- 
facturer, there was no evidence to justify the chancellor’s finding that a secondary 
meaning had been established by plaintiffs. 

The law in this class of cases is well established; its application to different facts 
and circumstances is sometimes difficult. Descriptive, geographical and generic 
words, as well as words of common or general usage belong to the public and are 
not capable of exclusive appropriation by anyone. This general principle is subject 
to the limitation or exception that if a trade name or trade-mark or other word 
or words have acquired, in the trade and in the minds of the purchasing public, 
a special or so-called secondary meaning, i.c., have come to mean that the article 
is the product of a certain manufacturer or of a particular individual or corporation, 
such trade name or trade-mark or word or words will be protected against in- 
fringement: Quaker State Oil v. Steinberg, 325 Pa. 273, 189 A. 473; Kellogg Co. 
v. National Biscuit Co., 305 U. S. 111 [28 T. M. R. 569]; Thomson-Porcelite Co. 
v. Harad, 356 Pa. 121, 51 A. 2d 605 [37 T. M. R. 362]; Stroehmann Brothers Co. 
v. Manbeck Baking Co., 331 Pa. 96, 200 A. 97. Even though a word or phrase or 
mark has acquired a special or secondary meaning, the right of protection does not 
extend a monopoly to every word in the name, but the protection will be afforded 
only against names or marks which are deceptively similar thereto and consequently 
are likely to confuse the public: Quaker State Oil v. Steinberg, 325 Pa., supra. 
Moreover, a trade name or trade-mark which has acquired a secondary meaning 
is entitled to the protection of equity even though it may be unregistered or in- 
capable of being registered: Hub Clothing Co. v. Cohen, 270 Pa. 487, 113 A. 677; 
E. T. Fraim Lock Co. v. Shimer, 43 Pa. Superior Ct. 221; National NuGrape Co. 
v. Guest, 164 F. 2d 874. 

In determining whether a trade name or trade-mark has been infringed the 
courts take into consideration these factors: (1) The degree of similarity between 
the trade names or trade-marks or labels in appearance, pronunciation or sound, 
and in the verbal translation of the pictures or designs involved; (2) The actual 
intent of the party allegedly guilty of infringement; (3) The nature of the articles 
and the use for which they are intended, as well as the manner of production or 
marketing or advertising thereof; and (4) The degree of care likely to be exercised 
by purchasers. Cf. Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 124, 51 A. 2d 
605 [37 T. M. R. 362]: Restatement, Torts, §729. 

While the chancellor found as a fact that there was no intent to deceive, an 
actual intent to deceive is not indispensable: American Clay Mfg. Co. v. American 


* Italics throughout, ours. 
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Clay Mfg. Co., 198 Pa. 189, 47 A. 936. All that is necessary is that the court shall 
find from the evidence that the name or mark or label, or the conduct and practices 
of the defendant actually confused and deceived or that it is reasonably likely that 
the average purchaser will be deceived; possibility that purchasers will be misled 
is not enough: Stroehmann Brothers Co. v. Manbeck Baking Co., 331 Pa. 96, 98, 
200 A. 97; Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A. 2d 605 [37 T. M. R. 
362]; Quaker State Oil v. Steinberg, 325 Pa. 273, 189 A. 473. 

The chancellor found as a fact that there was no evidence in this case that 
anyone had been confused or deceived by the use of the name “Cool-Ray” or by 
the conduct or practices of the defendant. Moreover, the court en banc, in an 
opinion by the chancellor, correctly decided that if Mrs. Heyman, plaintiff’s only 
witness as to the alleged confusion “is to be accepted as a typical example of the 
buying public, the Chancellor would not been justified in his finding that the name 
KoolVent had developed a secondary meaning, for insofar as Mrs. Heyman was 
concerned, it had not.” The only basis on which a court could find in this case 
that the word “KoolVent” had acquired a secondary meaning, i.e., to mean the 
product of the particular manufacturer as distinguished from aluminum awnings or 
awnings in general, arises from the extensive national and substantial local adver- 
tising of the plaintiff over a period of several years. This is not sufficient: Quaker 
State Oil v. Steinberg, 325 Pa. 273. 

Quaker State Oil v. Steinberg is on its facts the closest authority to the present 
case and rules it in favor of the defendant. In that case, this Court refused to 


enjoin, at the complaint of the Quaker State Oil Refining Company, the use of a 
trade name “Quaker City” by the defendant, Quaker City Oil Refining Company, 
notwithstanding the fact that the plaintiff had over 70,000 dealers handling its oil 
and its annual sales exceeded ten million gallons and that it had been engaged in 
extensive advertisement of its trade name “Quaker State” for many years. The 
law is clearly stated by Justice, later Chief Justice Schaffer in a very able and com- 
prehensive opinion, from which we quote the following 


‘* ¢# # * the word Quaker [State] is a descriptive term not capable of exclusive 
appropriation by anyone and * * * it may be used by the world at large in * * * [a] 
non-deceptive way. * * * 

“If, however, the geographical term has taken on a secondary meaning it will be 
protected. * * * “There is nothing abstruse or complicated about this theory, how- 
ever difficult its application may sometimes be. It contemplates that a word or phrase 
originally, and in that sense primarily, incapable of exclusive appropriation with 
reference to an article on the market, because geographically or otherwise descriptive, 
might nevertheless have been used so long and so exclusively by one producer with 
reference to his article, that in that trade and to that branch of the purchasing 
public, the word or phrase had come to mean that the article was his product; in 
other words, had come to be, to them, his trade-mark. So it was said that the word 
had come to have a secondary meaning, although this phrase, “secondary meaning,” 
seems not happily chosen, because, in the limited field, this new meaning is primary 
rather than secondary; that is to say, it is, in that field, the natural meaning.’ * * * 

“The only evidence from which it could be inferred that the name of com- 
plainant’s product had acquired a secondary meaning prior to 1919 is that its product 
has been marketed and had been nationally advertised for five years under this name. 
There is no other evidence from which it could be inferred that the public associated 
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‘Quaker State’ or ‘Quaker’ with the complainant’s product at that time. ‘The mere 
adoption and use of words in advertisements, circulars and price lists and on signs and 
stationery give no exclusive right to their use’: DeLong Hook & Eye Co. v. Hump 
Hairpin Mfg. Co., 297 Ill. 359, 364, 130 N. E. 765. See also Continental Corp. v. 
National Union Radio Corp., 67 F. 2d 938, 942 [24 T. M.R. 33]. ‘It is an accepted 
principle of the common law that mere advertising is insufficient to establish trade- 
mark use’: Derenberg, supra, p. 505. 


“But even if it be assumed that the words ‘Quaker State’ acquired a secondary 
meaning in 1919, it will not help the complainant’s case. The defendant can only 
be enjoined from the use of the name ‘Quaker City’ if it is desceptively similar there- 
to: Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 F. 94. There is nothing in the 
names ‘Quaker State’ and ‘Quaker City’ that should confuse the purchasing public. 
* * * A similar situation arose over the right to use the words ‘Quaker City’ and 
‘Quaker Maid’ as applied to candy. In that case it was said: “The defendant intro- 
duced no evidence that these trade marks are confusing because of similarity. In 
other words, it did not attempt to prove that the trade has ever been confused by the 
marks or that purchasers have ever mistaken one for the other, or have mistaken the 
wares they mark, a situation which at first induces one’s mind to conclude that the 
ground for opposition is not tenable. Therefore, we must determine from the trade- 
marks themselves whether they resemble each other so closely that confusion or mis- 
take in the minds of the public will likely occur.’ * * * 


“In Caron Corporation v. Conde, 126 Misc. (N. Y.) 676, 677, 213 N. Y.S. 735, 
affirmed 220 App. Div. 835, 222 N. Y.S. 782, it was said: ‘The plaintiff does not use 
the word “‘narcissus,” but the words “narcisse noir,” namely “black narcissus.” * * * 
A phrase or combination of words may be entitled to absolute protection, while the 
use of its component parts separately may be open to everyone. Assuming that plain- 
tiff is entitled to the sole use of the phrase “black narcissus” or any colorable imita- 
tion thereof, it by no means follows that he has any right to prevent the use of the 
word “narcissus” alone.’ * * * 


“Tf it had been shown that the defendants were endeavoring to palm off their 
product as plaintiff’s, a different situation would exist and relief would be granted. 
Nothing of that kind was attempted to be established. All that appeared was that 
occasionally some purchaser did not differentiate between ‘Quaker State’ and ‘Quaker 
City’ when inquiring for or purchasing oil.” 


Another case in point is Kellogg Co. v. National Biscuit Co., 305 U.S. 111 
[28 T. M. R. 569]. Plaintiff had been manufacturing and selling shredded wheat 
under a patent for 10 years and had spent $17,000,000 to extensively advertise it. 
When the patent ran out the defendant attempted to make and sell shredded wheat 
and to make it in the same pillow shaped form in which plaintiff had made it for 
10 years. The Supreme Court refused an injunction and in an opinion by Justice 
Brandeis said (page 116 [28 T. M. R. 569]): “The plaintiff has no exclusive right to 
the use of the term ‘Shredded Wheat’ as a trade name. For that is the generic term 
of the article, which describes it with a fair degree of accuracy; and is the term by 
which the biscuit in pillow-shaped form is generally known by the public. Since 
the term is generic, the original maker of the product acquired no exclusive right to 
use it. * * * But to establish a trade name in the term ‘shredded wheat’ [and hence 
a special or secondary meaning] the plaintiff must show more than a subordinate 
meaning which applies to it. Jt must show that the primary significance of the term 
in the minds of the consuming public is not the product but the producer. This it 
has not done.” 
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Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A. 2d 605 [37 T. M. R. 362], 
which was especially relied upon by the appellant, is on its facts clearly distinguish- 
able. The Court held that the word “Porcelite,” a coined name, (1) had become 
identified as the plaintiff’s product by 40 years’ use and association by the public 
of that name with plaintiff’s product and it had thereby acquired a secondary 
meaning; and (2) the pronunciation of the name, the labels, the surrounding 
circumstances, (even paint salesmen mistook defendant’s product for plaintiff's 
product) were confusingly similar to the plaintiff’s trade-mark or trade name. 

All of the other authorities cited by appellant are on their particular facts 
clearly distinguishable. 

We therefore hold that even if it be assumed, arguendo, that the name Kool- 
Vent had acquired a special or secondary meaning, as to which there was no ade- 
quate evidence, the buying public would not have been deceived by the use of the 
name Cool-Ray, nor by any practices which the defendant has followed. 

Decree affirmed at appellant’s cost. 

Mr. Chief Justice Drew and Mr. Justice STERN dissent. 


LEVER BROTHERS COMPANY v. FORT HOWARD PAPER COMPANY 


Commissioner of Patents—December 11, 1951 


Trape-Marks—Goops oF THE SAME CLAsSs—PaRTICULAR INSTANCES 
As the manner of packaging and mode of distribution are trade practices subject to 
change at will, they do not affect character of product; and specific goods now sold by 
applicant held not controlling where application is broad enough to cover others. 
Toilet paper and toilet soap held closely related goods under 1946 Act. 


TraADE-MarKS—CONFUSING SIMILARITY—GENERAL 
Substantially the same factors are taken into consideration in determining question 
of likelihood of confusion under 1946 Act as were considered under 1905 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Paperlux” held confusingly similar to “Lux,” used on similar goods, under 1946 
Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lever Brothers Company against Fort Howard 
Paper Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

Spencer A. Studwell, of New York, N. Y., for Opposer. 
Jewett, Mead, Browne and Schuyler, of Washington, D. C., for Applicant. 
Ku nce, Assistant Commissioner: 

This is an appeal from the decision of the examiner of trade-mark inter- 
ferences sustaining the opposition filed under the Act of 1946 by Lever Brothers 
Company opposing registration, to the applicant, Fort Howard Paper Company, of 
the trade-mark “Paperlux” for toilet paper. 

Both parties have filed testimony and briefs and were represented at the 
hearing. 
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There is no dispute as to priority of use of the trade-mark “Lux” on toilet 
soap by the opposer. The only question presented is whether or not the applicant’s 
trade-mark “Paperlux” when applied to toilet paper so resembles the trade-mark 
“Lux” of the opposer, used on toilet soap, as to be likely to cause confusion or 
mistake or to deceive purchasers as to the source of origin of the applicant’s 
goods. It is the applicant’s contention that the mark sought to be registered as 
applied to the applicant’s goods does not and will not cause confusion or mistake 
or deceive purchasers in view of the specific differences between the goods of the 
parties to which the respective marks are applied. It is apparent from the applicant’s 
record that the toilet paper which it sells is put up in fifty-roll cartons containing 
large fifteen hundred sheet rolls, which are sold wholesale to industrial consumers. 

The opposer relies heavily upon the decision of the Court of Customs and 
Patent Appeals in the case of Lever Brothers Co. v. The Sitroux Company, Inc., 
27 C. C. P. A. 858, 109 Fed. (2d) 445, 44 U. S. P. Q. 357, which was an opposition 
proceeding involving the present opposer’s mark “Lux” for toilet soap and the 
trade-mark “Sit-Ru-Lux” for toilet paper. There, the court considered toilet paper 
and toilet soap to be ordinary household articles put up in small packages and sold 
for a small price by the same wholesalers or jobbers and by the same retailers. 
These articles, the court observed, are associated and are sold in the same depart- 
ments in retail stores and both are purchased by the same class of customers. In 
view of the purposes for which such goods are normally used in the average house- 
hold, it was considered apparent that toilet soap and toilet paper are associated 
in the minds of those using them. 

The decision referred to was considered and discussed by the examiner who, 
after pointing out that the description of goods in the applicant’s application is 
not limited to any particular type of toilet paper, was of the opinion that the 
applicant’s mark “Paperlux” bears a greater similarity to the opposer’s mark 
“Lux” than there was in the decided case between the marks “Sit-Ru-Lux” and 
“Lux,” and it was his conclusion that there is even a greater likelihood of con- 
fusion or mistake or deception of purchasers from the contemporaneous use thereof, 
the decision in the prior case being considered here controlling. 

Applicant points out that in the Sitroux case, the applicant took no testimony, 
and contends that the same factual situation is not present in the case now under 
consideration as was present in the decided case, it being here argued that while 
opposer’s “Lux” soap may be an ordinary household article put up in small packages 
and sold for a small price, applicant’s “Paperlux” toilet paper is not an ordinary 
household article since it is sold in bulk in cartons of fifty rolls each, the rolls com- 
prising almost three times as many sheets as the household roll, the price being 
based upon the quantity sold rather than upon the individual roll; whereas opposer’s 
“Lux” soap is sold through wholesalers and jobbers and retailers who in turn sell 
the soap to consumers. It is contended further that while both opposer’s “Lux” 
soap and applicant’s ““Paperlux” toilet paper are used for the same broad purpose 
of cleaning the human body, they are neither kept nor used in the same room, 
since applicant’s ““Paperlux” toilet paper is not used in the average household. 

The above arguments have been given careful consideration, but as indicated 
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by the examiner, the application for registration here under consideration is in 
no way limited as to the precise nature of the applicant’s toilet paper, the goods 
being described merely as “toilet paper,” without any limitation as to quality, 
manner of packaging or class of intended purchasers. Moreover, as the examiner 
stated, the manner of packaging and mode of distribution are trade practices 
subject to change at will, and are without effect on the character of the product. 
Furthermore, it appears from the record that the applicant has not always dealt 
in toilet paper of the type referred to in the brief, but sold its toilet paper in 
individually wrapped rolls up until the year 1946. As the examiner observed,. this 
practice may obviously be resumed at the applicant’s option. The specific goods 
now sold by the applicant is therefore not controlling where the application upon 
which the mark is sought is broad enough to cover others. Speed Products Com- 
pany, Inc. v. Tinnerman Products, Inc., (CA 2) 83 U.S.P.Q. 490; Eastman Kodak 
Company v. Faraday Electric Corporation, 613 O.G. 1098, 78 U.S.P.Q. 132. 

Applicant calls attention to the fact that the present proceeding is under 
the Act of 1946 whereas the decided case referred to above (Lever Brothers Co. v. 
The Sitroux Company, Inc. supra), was under the Act of 1905. The examiner 
considered that fact of no moment, since substantially the same factors are taken 
into consideration in determining the question of likelihood of confusion under the 
Act of 1946 that were considered under the previous Act. McKesson & Robbins, 
Incorporated v. Fischer Industries, Inc., 641 O.G. 1028, 87 U.S.P.Q. 272. I am 
in full accord with the examiner’s conclusion in this regard. 

Applicant makes reference in the brief to “literally volumes” of trade-mark 
registrations in which “Lux” constitutes the entire mark or either a prefix or 
suffice of the mark, these registrations covering a wide variety of goods. Two such 
registrations specifically referred to are No. 265,894 for the trade-mark ‘“Sani-Lux” 
for toilet paper and other paper products, and No. 261,117 covering the trade- 
mark “Rollux” for toilet paper. The examiner, in his decision, called attention 
to the fact that neither of these registrations has been renewed and are therefore 
now expired. Other registrations to which the applicant calls attention in the brief 
are considered of no importance in the present case, since none of them consists 
of the generic name of the goods and the opposer’s entire mark, as in the present 
case. 

It is my conclusion that “toilet paper” and toilet soap are closely related goods, 
for reasons fully discussed in the Lever Brothers Co. v. The Sitroux Company, Inc., 
case, supra, and that the mark of the applicant so resembles the opposer’s mark as 
to be likely to cause confusion or mistake or to deceive purchasers where, as here, 
the initial portion “Paper” of the applicant’s mark is descriptive, being merely the 
name of the product for which the mark is used, and the suffix portion “Lux,” 
an essential and the only arbitrary portion of the applicant’s mark, is the entire 
mark of the opposer. Such an appropriation of the opposer’s mark is unwarranted, 
in my opinion, and it is therefore my conclusion that the decision of the examiner 
was correct and should be sustained. American Brewing Company, Inc. v. Delatour 
Beverage Corporation, 26 C.C.P.A. 778, 100 Fed.(2d) 253, 40 U.S.P.Q. 173. 

The decision of the examiner of trade-mark interferences is affirmed. 
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THE AMERICAN STEEL AND WIRE COMPANY OF 
NEW JERSEY v. HANCOCK 


Commissioner of Patents—December 12, 1951 


TRADE-MarKs—ConFUSING SIMILARITY—GENERAL 
Similarity in meaning alone is sufficient to give rise to likelihood of confusion. 


TRADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the word “Tornado,” in association with pictorial 
representation of a whirlwind, held confusingly similar to “Cyclone,” used on sub- 
stantially identical goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The American Steel and Wire Company of New 
Jersey against Paul B. Hancock. Applicant appeals from decision sustaining 
notice of opposition. Affirmed. 

Donald G. Dalton, of Washington, D. C., for Opposer. 
Jennings & Carter, of Birmingham, Ala., for Applicant. 
KurncE, Assistant Commissioner: 

This is an appeal from the decision of the examiner of trade-mark interferences 
sustaining the opposition filed by The American Steel and Wire Company of New 
Jersey under the Act of 1946 opposing registration to the applicant Paul B. Hancock 
of the trade-mark “Tornado,” in association with a pictorial representation of a 
whirlwind, for use upon “wire fencing.” 


Both parties have filed stipulation of facts in lieu of testimony; both parties 
filed briefs and were represented at the hearing. 

The opposer alleges prior use of the trade-mark “Cyclone” applied to wire 
fencing and has pleaded ownership of its prior registration No. 212,792, issued 
May 11, 1926, under the Act of 1905, and duly renewed, for the same trade-mark. 
There is no question as to priority and the issue is whether the words “Cyclone” 
and “Tornado” are so similar in meaning that there would be likelihood of con- 
fusion in the minds of purchasers as to the origin of the applicant’s goods. 

It is stipulated by the parties that the goods are of the same type and kind, 
both being wire fencing of the heavy chain-link type which is more expensive than 
ordinary wire fencing, being used largely for inclosing industrial plants and similar 
large areas, and to some extent by home owners. A large proportion of the fencing 
sold by both parties is erected by their own erection crews, approximately eighty 
per cent of the fencing sold by the opposer and ninety-five per cent of the appli- 
cant’s fencing being so installed; but such fencing can be and often is installed 
by individuals or by workman of their choice. 

The applicant has expended approximately ten thousand dollars in advertising 
since 1948, when it commenced the sale of its fencing, and has been awarded 
some nine hundred contracts. Opposer has more extensively advertised its goods 
in connection with its mark, in various forms of advertising, to the extent of 
more than an average of one hundred and fifty thousand dollars annually during the 
period 1945 to 1949, its sales averaging something over eleven million dollars 





138 TRADE-MARK REPORTER 42 T.M.R. 


annually for the same period, indicating that the opposer has acquired a valuable 
goodwill in connection with its product. 

Opposer contends that the applicant’s mark “Tornado” has substantially the 
same meaning and suggests the same thought as the opposer’s mark “Cyclone,” 
relying upon certain dictionary definitions to sustain its position. Applicant con- 
tends that the two words do not have identical meaning, and proof of mere 
similarity of “suggestiveness” alone, in the absence of any similarity in sound and 
appearance between the marks, is not sufficient under the circumstances of this 
case to sustain the burden resting upon the opposer. The examiner was of the 
opinion that the opposer discharged its burden, reference to dictionary definitions 
of the two terms leaving no doubt that the terms are similar in meaning and are 
generally so understood. 

One of these definitions taken from Webster’s New International Dictionary, 
Second Edition, defines the term “cyclone” as: 

“1. a A wind blowing circularly, esp. in a storm. b Popularly, a tornado. 

See Tornado, 2 b. 

“2. A violent rotary storm in the solar photosphere.” 


Applicant calls attention to the fact that this same dictionary, in the same 
list of definitions of the word “cyclone” states that the term “cyclone” should not 
be applied to the tornado, apparently because the two words are not strictly 
synonymous. Another definition relied upon by the opposer is taken from Funk & 
Wagnalls New Standard Dictionary (1922) as: 


“3. Popularly, any violent and destructive windstorm, especially (in the United 
States) a tornado.” 


The examiner is of the opinion that irrespective of the meteorological dif- 
ferences there might be between a tornado and a cyclone, they are commonly under- 
stood by most persons to be circulatory windstorms of violent proportions, and to 
them they are synonymous in meaning and convey the same mental impression. 
As applied to fencing, the notations “Tornado” and “Cyclone” were considered 
by the examiner as obviously arbitrary terms with a possible remote suggestiveness 
of strength as applied to fences, and while these terms are unlike in appearance 
and sound, they were nevertheless deemed to be so nearly identical in meaning 
as to be clearly likely to give rise to confusion, or mistake, or deception of pur- 
chasers as to the origin of the goods of the parties when applied contemporaneously 
thereto. 

Applicant submits, however, that the Patent Office is wholly unwarranted in 
holding that these definitions are sufficient to entitle opposer to prevail, since the 
mere fact that a dictionary definition states that one word is “popularly” the 
equivalent of the other is no proof at all of what is commonly understood by most 
persons. I think that the public generally is more apt to be aware of and 
recognize the popular concept of the two words as given in the dictionary than 
scientific distinctions found in text books or technical works on meteorology. It 
seems to me that purchasers of chain-link fencing would hardly consider, or be 
concerned with, technical distinctions between the two words, but would more 
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likely be confused by reasons of similarities based upon popular meanings or 
concepts. 

There is obviously a distinction in appearance and sound between the two 
words, as the applicant points out, but similarity in meaning alone is sufficient to 
give rise to the likelihood of confusion. While it is true, as the applicant contends, 
that the expressions “Cyclone” and “Tornado” are not strictly identical in meaning, 
this fact is considered immaterial since the two words are more or less arbitrary 
as applied to a chain-link type of fencing. Such fencing is not purchased with the 
idea that it is designed to withstand the effect of either a tornado or a cyclone, 
but as the examiner suggests, the words merely suggest the inherent strength of 
such fencing. It is my conclusion that the marks of the respective parties to this 
proceeding are sufficiently alike in connotation that when applied to the sub- 
stantially identical goods of the two parties, likelihood of confusion in trade 
would result. 

The decision of the examiner of interferences is affirmed. 


THE HYGIENIC PRODUCTS COMPANY v. LION CHEMICAL COMPANY 


Commissioner of Patents—December 12, 1951 


TraDeE-Marks—Worps CAPABLE OF ExcLusiveE APPROPRIATION—PARTICULAR INSTANCES 
The term “Flush” as used in opposer’s mark “Sani-Flush,” held not merely descrip- 
tive of cleaning powder or cleaning powder for automobile radiators. 


TraDE-Marks—DoMINANT FEATURE—PARTICULAR INSTANCES 
The word “Flush” held the predominant part of “Sani-Flush” and “Royal Flush” 
marks. 


TrapDE-Marks—CoNnFUSING SIMILARITY—PARTICULAR INSTANCES 
“Royal Flush,” the word “Flush” being disclaimed, held confusingly similar to 
“Sani-Flush,” used on substantially identical goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Hygienic Products Company against Lion 
Chemical Company. Opposer appeals from dismissal of notice of opposition. 
Reversed. 

Frease & Bishop, of Canton, Ohio, for opposer. 
McKnight & Comstock, of Chicago, IIl., for applicant. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by The Hygienic Products Company 
opposing registration by Lion Chemical Company of its trade-mark ‘“‘Royal Flush” 
used upon a “chemical preparation for removing rust and dirt and cleaning the 
cooling systems of automobile radiators. The word “Flush” in applicant’s mark has 
been disclaimed. 

Only the opposer has filed testimony. Both parties have filed briefs and were 
represented at the hearing. 

Opposer alleges prior use and ownership of the mark “Sani-Flush” for goods 
described in its registration No. 86,062 and No. 298,651, as “cleaning powder” and 
“cleaning powder for automobile radiators,” respectively. The opposition is based 
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upon the ground that the applicant’s mark so resembles the mark previously adopted 
and registered by the opposer as to be likely, when applied to the applicant’s goods, 
to cause confusion or mistake or to deceive purchasers. 

Opposer’s product was first marketed with the mark “Sani-Flush” applied 
thereto in the year 1911 for use in cleaning water-closet bowls, and since 1922 for 
cleaning automobile radiators. Thus the opposer has used its mark for some forty 
years, and in that time has sold close to 500,000,000 cans of its “Sani-Flush” 
product worth approximately $100,000,000. About $10,000,000 has been spent 
in advertising the product under opposer’s trade-mark “Sani-Flush.” Thus the 
opposer is undoubtedly in possession of a very valuable goodwill in connection 
with its trade-mark as an asset to its business. The applicant’s product functions 
much the same as that of the opposer, but is used only in cleaning automobile 
radiators, the earliest date of use for which is not earlier than 1938. There being 
no question as to the priority of use in the opposer, the only issue to be determined 
is whether the mark of the applicant is confusingly similar to that of the opposer. 

Applicant contends that the word “Flush” is descriptive and hence incapable of 
serving as an indication of origin and should, therefore, be accorded little weight 
in comparing the two marks, the only distinctive portions of which are the terms 
“Royal” and ‘“Sani-” which are so radically dissimilar, in the applicant’s opinion, 
that the marks as a whole are unlikely to be confused in use. 

Opposer argues that the word “Flush,” as used in opposer’s mark ‘“Sani-Flush,” 
is not merely descriptive of the opposer’s goods, the character of the goods, or the 
quality thereof, since that term does not describe the chemicals of which the com- 
pound is composed, nor does it describe the several successive steps involved in 
the use of the product. In cleaning an automobile radiator, the first step is to pour 
half a can of “Sani-Flush” in the radiator while warm. The engine is then run 
for about fifteen minutes after which the radiator is drained to clean out the 
products of reaction resulting from the cleaning operation. Finally, the radiator 
is flushed with clean water before refilling with fresh water. It is the opposer’s 
contention that none of the steps involving the actual use of the cleaner, including 
the draining of the radiator, involves any flushing action. The only flushing that 
takes place is in connection with the washing out of the radiator with fresh water 
after the product has done its work. 

The question of descriptiveness of the word “Flush” in the opposer’s mark has 
been passed upon by this office on numerous occasions. In opposition No. 7987, 
involving opposer’s mark and the mark “Keen-Flush” it was contended by the 
applicant in that case that the word “Flush” was descriptive of the goods, but the 
Examiner of Interferences held otherwise. In opposition No. 9535, The Hygienic 
Products Company v. The Goodwin Company, 5 U. S. P. Q. 176, 177, in which 
the question of descriptiveness of the word “Flush” was considered, the First 
Assistant Commissioner stated : 

“# * * While the word ‘flush’ has quite a generic meaning of clearing or cleaning, 
yet used in connection with the particular goods here under consideration the word 
is not limited to cleaning and would not be, it is believed, so interpreted by the pur- 


chasing public. This word would generally be regarded as meaning to cause a 
quantity of water to flow into and through the bowl. The word appearing upon 
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applicant’s goods is suggestive that it is used in connection with the operation of 

flushing for the purpose of clearing or cleansing the bowl but in such a connection 

it is considered the word ‘flush’ would not be descriptive of the chemical compound 

nm—a_<«°7o 

In another opposition involving opposer’s mark “Sani-Flush,” The Hygienic 
Products Company v. United Products Company, 478 O. G. 719, 33 U.S. P. Q. 394, 
the Examiner of Interferences, in dismissing the opposition expressed the opinion 
that the word “Flush,” common to the marks “Sani-Flush” and “Flushtex” has “an 
obvious significance with reference to the use to be made of the goods, and this 
significance is not arbitrary or fanciful.” The Assistant Commissioner in deciding 
that case felt that regardless of its significance, the word “Flush” was the predomi- 
nant feature of each mark, and the part of each that would be most likely to impress 
itself upon the memory. Considering the marks as a whole, the opinion was ex- 
pressed that the two marks “Flushtex” and “Sani-Flush” when applied to identical 
goods of the character here involved may well be confused by purchasers, to 
opposer’s damage. 

The products of the kind sold by the parties are designed for the purpose of 
removing foreign matter which may accumulate in automobile radiators, and to 
accomplish this purpose it is essential, after completion of the chemical action 
which takes place, that the radiator be flushed. In view of this flushing step, and 
since opposer on its labels and advertising material refers to “flushing out” rust 
and scale from radiators, it was the opinion of the examiner that the term “flush” 


is descriptive of the goods, “being an apt and commonplace word of description 
which possesses nothing other than its primary meaning as applied to the goods here 
involved, and as such, it manifestly is not subject to exclusive appropriation by 


any dealer in merchandise of this classification.” It seems to me, however, that 


while the complete operation involves a “flushing” step, ancillary to the cleaning 
function of the goods, it is neither necessary nor is it proper to hold that such step 
is descriptive of the goods. 

It is my considered opinion that the term “Flush” as used in the opposer’s 
mark is not merely descriptive of the quality, character or function of the goods. 
The same conclusion was reached in the prior decisions discussed above, involving 
the opposer’s mark “Sani-Flush,” and I find no convincing reason for now departing 
from the conclusions there reached. The word “Flush” appears as the second word 
and is considered the predominant part of both marks and is the word most likely 
to be remembered by purchasers. The goods here involved is no more a “flushing 
compound” than would be a metal polish which is washed or flushed off of a metal 
surface after the polishing operation is completed. While it may be true that 
there is no other word which adequately supplants the word “Flush,” when used 
in its proper context, and anyone has the right to so use that word, it is my view 
that the word “Flush,” whatever its significance as used in the marks of the parties 
to this proceeding, when applied to the goods under consideration, is not merely 
descriptive of the goods. When used upon substantially identical goods the two 
marks are not considered to be sufficiently different to avoid likelihood of confusion. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 
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DICKERSON v. WYANDOTTE CHEMICALS CORPORATION 


Commissioner of Patents—December 12, 1951 


INTERFERENCES—PLEADING AND PractTice—Proor or Use 
Party proving earliest date of trade-mark use, within meaning of section 45, of 
1946 Act, should prevail irrespective of dates of use claimed in applications. 
On facts of record, Dickerson, junior party, held to have established priority. 


Trape-Marks—AcguisiTION OF RigHts—GENERAL 

Ownership of trade-mark depends upon priority of use in trade, whether interstate 
or intrastate. 

Trade-mark rights cannot be acquired by mere selection or invention of mark, 
but only by its use in connection with goods actually placed upon the market. 

One cannot have “commerce,” in a trade sense, with himself; the word implies 
a public market in which goods are exchanged inter partes or at least offered to the 
public at some time. 

Senior party held to have acquired no trade-mark rights by reason of shipments of 
goods bearing mark from supplier to branches of senior party for evaluation and experi- 
mental purposes but not for sale. 


Appeal from Examiner of Interferences. 

Trade-mark interference proceedings between E. S. Dickerson, Jr. and Wyan- 
dotte Chemicals Corporation. Wyandotte Chemicals Corporation appeals from 
award of priority to Dickerson. Affirmed. 

Howson & Howson, of Washington, D. C., for Dickerson. 
William R. Day, of Wyandotte, Mich., for Wyandotte Chemicals Corporation. 


KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences awarding priority in an interference proceeding to the junior party, E. S. 
Dickerson, Jr., holding that said party is entitled to the registration for which it 
has made application and that the application for registration of Wyandotte Chemi- 
cals Corporation, appellant, the senior party, is not entitled to registration. 

Both parties have filed testimony and both parties have filed briefs. 

Wyandotte Chemicals Corporation, hereinafter, referred to as the senior party, 
seeks registration of the mark “Zorball” on application, Serial No. 540,953, filed 
November 12, 1947, for registration on the Principal Register under the Act of 1946, 
for “‘a liquid absorbent and floor sweeping compound.” E. S. Dickerson, Jr., doing 
business as The Dickerson Company, hereinafter called the junior party, seeks regis- 
tration of the trade-mark “Sorb-Sall” on application Serial No. 567,190, filed 
October 19, 1948, for registration on the Principal Register under the Act of 1946, 
for “an oil, grease and moisture absorbent, used largely on floors.” The only issue 
presented for determination, as stated by the examiner, relates to the question of 
priority of use in trade of the two marks as between the parties hereto. 

The senior party contends that its evidence of prior use and acquisition of its 
trade-mark are entirely adequate to support the right of registration in this inter- 
ference proceeding, the pertinent facts developed by the testimony being as follows: 

The goods here involved were shipped by the Blue Mountain Clay Company on 
April 28, 1947 to the district sales offices of the senior party, with the trade-mark 
“Zorball” applied thereto. At the same time a letter was addressed to the senior 
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party’s sales managers advising them that one hundred pounds of “Zorball” had 
been ordered by the purchasing department to be shipped to the New York Office 
“to give you an opportunity to evaluate this product.” An agreement was referred 
to in that letter by which the New York Office was to plan distribution of the 
product, and it was planned that three carloads a month would be delivered to the 
addressee in New York if it could be handled. According to the testimony, the bags 
in which the goods were to be shipped were to have the trade-mark “Zorball” 
written thereon so that the New York Office would know what material the bags 
contained. The senior party was also negotiating for the purchase of eighty thousand 
bags from the Bemis Bro. Bag Co. with the notation “Wyandotte Zorball” thereon. 
A number of receipts from the Railway Express Agency for the shipment of “Wyan- 
dotte Zorball” from the Blue Mountain Clay Company to Wyandotte Chemicals 
Corporation, the senior party, are also of record. It is contended that through the 
medium of these receipts the Railway Express Agency and its employees were advised 
of the senior party’s legitimate use of its mark “Zorball.” These facts are relied upon 
to establish an open and notorious use and appropriation of its trade-mark prior 
to the junior party’s first date of use of its mark, as entirely adequate to support 
the senior party’s right of registration in the present proceeding. 

The examiner observed that the evidence adduced on behalf of the junior 
party, consisting of testimony corroborated by documentary proofs, establishes beyond 
question the junior party has had use of its mark on goods sold in trade since 
May 20, 1947, a date prior to the first date of use claimed in the senior party’s 
application, namely June 3, 1947. On the other hand, the use by the senior party 
of its mark on April 28, 1947, referred to above, was prior to the date of use estab- 
lished by the junior party, and if the senior party’s contention that the shipments 
referred to constitute use by it of its mark within the statutory definition of “trade- 
mark use” as found in section 45 of the Trade-Mark Act of 1946 is sound, the 
senior party should prevail. 

“Use in commerce” for the purposes of the Act of 1946 is defined as follows: 

“For the purposes of this Act a mark shall be deemed to be used in commerce 

(a) on goods when it is placed in any manner on the goods or their containers or the 


displays associated therewith or on the tags or labels affixed thereto and the goods 
are sold or transported in commerce. * * *” 


Under this same section a mark in order to constitute a trade-mark must be “used 
by a manufacturer or merchant to identify his goods and distinguish them from 
those manufactured or sold by others.” “Commerce” is defined in the same section 
as meaning “all commerce which may lawfully be regulated by Congress.” 


The examiner considered that the use by the senior party of its mark 
in connection with the shipments to its branch offices constituted “use in commerce” 
within the meaning of section 45, and if such party were in fact the owner of the 
mark, such use in commerce coupled with ownership would suffice to qualify the 
senior party for registration of its mark under Section 1 of the Act, which provides 
that “the owner of a trade-mark used in commerce may register his trade-mark 
under this Act on the Principal Register” under certain specified conditions. (Em- 
phasis added.) 
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As correctly pointed out by the examiner, priority of use in commerce “which 
may be lawfully regulated by Congress” is not a prerequisite to ownership of a mark, 
since ownership depends upon priority of use thereof in trade whether intrastate 
or interstate. The examiner further held, and correctly so, that the right of owner- 
ship in a trade-mark cannot be acquired by the mere invention or selection thereof, 
but only by its use in connection with goods actually placed upon the market, citing 
authority. 

It was the examiner’s view that the goods of the senior party involved in the 
shipments to its branch offices were not intended for sale or then offered for sale, 
but were intended for use by the personnel in such offices for experimental purposes. 
That is to say, such shipments amounted to nothing more than the transfer of the 
goods from the supplier to the custody of the senior party as incident to its prepara- 
tion towards offering such goods for sale in the market. Before the latter took place, 
however, the junior party had completed its preliminary operations and had per- 
fected its right of priority by the sale of its goods to which its mark pertains. Under 
the circumstances the examiner held that the junior party is entitled to judgment 
on the issue of priority. 

The senior party contends that its established use of the mark, without actual 
sale of the goods to which its mark was applied, is sufficient to support right of 
priority in its mark, referring to the case of DuPont Cellophane Company, Inc. v. 
Waxed Products Co., Inc., Dist. Ct. E. D. New York, 6 F. Supp. 859, 22 U.S. P. Q. 
145, and cases there cited. The following quotation is relied upon as particularly 
in point: 

“The French company first used the word Cellophane as a trade-mark in the 

United States, on the goods it exported to the United States, and sent to Euler as 

the factory’s American distributor, and thereby acquired trade-mark rights in the 


United States in the name of Cellophane, which name was not, at that time, used 
by anyone else in the United States. * * *” 


It appears from the facts of that case, involving an opposition proceeding, that 
the products imported to this country by the agent of the French company were 
actually advertised and sold by such agent and the decision makes repeated reference 
to this fact. That is not the situation here and it is considered that the decision is 
not here in point. Reference is also made to the decision in the case of Duramold 
Aircraft Corporation v. Timm Aircraft Corporation, 566 O. G. 518, 62 U.S. P. Q. 
387, involving an opposition proceeding wherein the opposer’s mark ‘“‘Duramold” 
was applied to an airplane and the mark was consistently used by the opposer for 
publicity purposes. It was there held that the opposer acquired the right, so far as 
the applicant in that proceeding was concerned, to use it as a trade-mark and 
under the circumstances the evidence submitted by the opposer could pre- 
vent its registration to a competitor of later adoption. Neither the pro- 
ceeding nor the facts involved in that case are strictly applicable here. 
Another decision relied upon by the senior party is that of Lever 
Brothers Company v. Nobio Products, Inc., 26 C. C. P. A. 1253, 103 F. 2d 
917, 41 U. S. P. Q. 677. That case involved an opposition proceeding wherein it 
clearly appeared from the record that although the opposer never used the letters 
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“B.O.” as a trade-mark or otherwise on its goods, yet it had so extensively adver- 
tised its “Lifebuoy” soap as a preventive of “B.O.” that it has become popularized 
and identified in the minds of the purchasing public by the term “B.O.”; and that 
such term clearly indicates opposer’s product to the purchasing public. Accord- 
ingly, the Court of Customs and Patent Appeals was of the opinion “that the term 
‘B.O.’ serves to indicate origin in the opposer and that its use is analogous to that 
of a trade-mark; John Wood Manufacturing Co. v. Servel, Inc., 22 C. C. P. A. 
1370, 77 F. 2d 946, and cases cited.” The senior party contends here that “prior 
publicization of its mark to Blue Mountain Clay Company and Bemis Bro. Bag Co. 
was in and of itself an equally strong analogous use.” However, there was not in 
the present case any advertising of the senior party’s mark so that “it has become 
popularized and identified in the minds of the purchasing public,” as in the 
decided case. Finally, the senior party refers to the decision in New England Dupli- 
cating Co., Inc. v. Mendes, 90 U. S. P. Q. 151, 153, from which the following quota- 
tion is extracted: 


“# #* * It seems to us that although evidence of sales is highly persuasive, 
the question of use adequate to establish appropriation remains one to be decided on 
the facts of each case, and that evidence showing, first, adoption, and second, use in 
a way sufficiently public to identify or distinguish the marked goods in an appropriate 
segment of the public mind as those of the adopter of the mark, is competent to 
establish ownership, even without evidence of actual sales.” 


While no doubt sales of goods with the mark affixed thereon or thereto constitute 
a use or employment of the mark sufficient to establish ownership, the court stated 
that evidence showing, first, adoption, and second use “in a way sufficiently public, 
to identify or distinguish the marked goods in an appropriate segment of the public 
mind as those of the adopter of the mark,” is competent to establish ownership, even 
without evidence of actual sales. The senior party here neither effected a sale of 
its product in April of 1937 nor did it otherwise establish ownership of the mark 
as discussed by the court. As observed in the decided case, the question of use 
adequate to establish appropriation remains one to be decided on the facts of each 
case. The facts developed in the senior party’s case find no parallel in any of the 
cases cited, in my opinion. 

The junior party argues that there has been no use by the senior party of 
its mark in trade because even though there has been no sale, there has not even 
been an offer of sale, no shipment to a third party, no exhibition of the trade-marked 
product to prospective purchasers, no advertisement in association with or even 
preliminary to an offer to sell, lease or otherwise place in a position accessible to 
the purchasing public. It is contended to be absolutely essential that there be 
some knowledge on the part of the general public or some portion of the general 
public or of someone outside of the senior party’s own organization and control of 
the act or acts upon which the claim of ownership is based. As quite appropri- 
ately asserted by the junior party, “one cannot have ‘commerce’ in a trade sense, 
with himself. The word implies a public market in which goods are exchanged 
inter partes or at least offered to the public at some time.” I am inclined to agree 
with the junior party in this respect. The senior party no doubt intended to use 
its mark on its goods “in trade” at some future date following a plan of distribution 
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by its agents after the latter had an opportunity to evaluate the product, as indi- 
cated in its letter marked Exhibit 4. At the time the senior party expressed its inten- 
tion to market the product bearing the mark it was not made “sufficiently public 
as to identify or distinguish the marked goods in an appropriate segment of the 
public mind as those of the adopter of the mark.” This was not done until after 
the date of use established by the junior party. 

It is therefore my conclusion that the decision of the examiner was correct and 
it will be sustained. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


CAMEO, INC. v. PHILLIPS, ETC. 
Commissioner of Patents—January 10, 1952 


CANCELLATIONS—ProoF oF Use—GENERAL 
Petitioner’s prior application for registration held not to constitute evidence of peti- 
tioner’s use of mark, in proceeding to cancel respondent’s registration on basis of which 
petitioner’s application was rejected. 
Petitioner’s testimony as to adoption of its mark held not acceptable as evidence of 
use of mark. 


CANCELLATIONS—BAsIs OF RELIEF—GENERAL 

Existence of prior registration, on basis of which petitioner’s application for registra- 
tion was rejected, may give petitioner a standing to seek cancellation. 

Respondent’s failure to produce assignment from administrator to heirs of deceased 
registrant who continued the business and renewed registration held not such defect as 
to warrant cancellation or preclude defense of proceedings where petitioner here is not 
alleging any ownership of registration involved. 

On facts or record, petitioner held to have failed to sustain burden of proving 
abandonment. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Cameo, Inc. against Henry T. Phillips 
(Elizabeth M. Phillips, assignee of McClung Chemical Company, substituted). 
Petitioner appeals from dismissal of petition for cancellation. Affirmed. 

Stone, Boyden & Mack, of Washington, D. C., for petitioner. 
William S. McDowell and William S. Rambo, of Columbus, Ohio, for respondent. 
FEpErRIco, Examiner in Chief: 

This is an appeal by the petitioner from the decision of the Examiner of 
Interferences dismissing its petition to cancel a trade-mark registration. 

The registration sought to be cancelled is No. 139,869, registered February 22, 
1921, to Henry T. Phillips, for a mark comprising the word “Cameo” and a profile 
of a female head in an oval, used for a nail polish. The registration was renewed 
as set forth hereinafter. 

The petition for cancellation asserts that on July 15, 1948, petitioner filed 
application Serial No. 561,447, for registration of the trade-mark “Cameo” for 
use on nail polish, and that registration was refused in view of the prior registration 
now sought to be cancelled. No direct statement that petitioner is using the mark 
on the goods mentioned appears in the petition other than the sentence “samples 
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of the actual labels used by petitioner on its nail polish are attached hereto.” The 
petition alleges (1) that the registration was obtained contrary to the provisions of 
the Act of 1905 in that the mark was never used in interstate commerce, and 
(2) that the trade-mark has been abandoned. The first-mentioned ground appears 
to have been abandoned and is not urged by the petitioner. 

The first question that arises is the status in this proceeding of the petitioner’s 
application for registration. The contention that the application constitutes evidence 
of petitioner’s use of the mark cannot be accepted. The application is not the 
subject of the proceeding. Its existence and rejection by the examiner in view of 
the prior registration may give petitioner a standing to seek to cancel the registration 
but that is all. The allegations made in the application could have no more standing 
as evidence than allegations made in the petition for cancellation itself. The appli- 
cation for registration has not even been introduced in evidence under the applicable 
rule (Patent Rule 282) and hence it is not part of the record of the cancellation 
proceeding, but even if it were it would have no effect as evidence of the facts 
alleged therein since it could have no more status than other ex parte statements, 
not being a registration and not being involved in the proceeding as is an opposed 
application in an opposition proceeding or an application involved in an interference. 

Petitioner took some testimony from which its use of the mark at the time 
of the taking of the depositions in February 1950 appears; however, there is no 
evidence of its use of the mark on the goods prior to this time. The vice president 
and secretary of petitioner stated that the mark was adopted about the middle 
of 1948. The Examiner of Interferences held that this statement could not be 
accepted as evidence of use of the mark. Petitioner urges that the word “adopted” 
indicates use of the mark, and cites a number of decisions in which the word 
“adopted” was used to include use of a mark. However, there is no such established 
meaning, the word does not ordinarily imply actual use; it is frequently stated in 
text books and decisions that both adoption and use are necessary to create trade- 
mark right, thus indicating that the word “adopted” by itself does not imply use. 
For example, see the remark of the Supreme Court in U. S. v. Steffens (Trade-Mark 
Cases), 100 U. S. 82, “At common law the exclusive right to it [a trade-mark] 
grows out of its use, and not its mere adoption,” and see also the definition of 
trade-mark in section 45 of the Trade-Mark Act of 1946, which uses the phrase 
“adopted and used.” Hence, petitioner’s case stands without any evidence of its 
use of the mark prior to the taking of the depositions, or at the time of the filing of 
the petition for cancellation. 

Petitioner urges two things: first, that the renewal of the respondent’s reg- 
istration is of no effect and, second, that the mark has been abandoned. 


With respect to the renewal, it appears that the registrant in whose name the 
registration was issued died intestate in 1938, leaving a widow and a son, Elizabeth 
M. Phillips and Henry T. Phillips, Jr., who were his heirs; the latter was also the 
administrator of the estate. The request for renewal was filed by these two persons 
jointly and after an objection by the examiner an amended request for renewal 
was filed by them as a firm known as McClung Chemical Company, which was the 
name under which the original registrant had conducted the business involved. The 
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renewal was then issued. Henry T. Phillips, Jr., states that he transferred all his 
interest to his mother shortly after this time, although there is no written assign- 
ment in evidence except a paper executed in November 1949—after the institution 
of the present proceedings. In this instrument, which is acknowledged and recorded 
in the Patent Office, Henry T. Phillips, Jr., states that he has sold, assigned and 
transferred to his mother his entire right, title and interest in the company and 
the trade-mark registration and the good will of the business in which the trade- 
mark is used. The principal attack upon the validity of the renewal is that no 
transfer from the administrator of the estate of the original registrant to Elizabeth M. 
Phillips and Henry T. Phillips, Jr. appears. The Examiner of Interferences 
treated this as a technical matter which petitioner was not entitled to raise since 
petitioner is not alleging any ownership in the registration involved. The two heirs 
continued the business of the deceased registrant, whatever the business was, and 
being actually the heirs of the deceased registrant the failure to produce an assign- 
ment from the administrator to the heirs is not considered such a defect in the 
title as would warrant cancellation of the registration at the instance of the present 
petitioner or would warrant considering the respondent as having no standing 
to defend the present proceeding, as is also urged. 

With respect to the question of abandonment, there is a conflict of testimony. 
Respondent asserts that the business and the use of the mark was never abandoned 
although the business was somewhat quiescent during the war years by reason of, 
it is stated, difficulty in obtaining materials, but that some of the product was 
always kept on hand and was available to fill orders. The only advertisement 
by respondent of the product with the mark introduced in evidence is dated in 
October 1948. Petitioner has submitted reports of an investigator and some letters 
dated late in 1944 and early in 1945 and oral testimony of a telephone conversation 
in September 1946 (which is cotradicted by the respondent). Nothing later has 
been submitted. Reports of the investigator purport to show that respondent’s 
business was not operating for several years, but the reports themselves tend to rebut 
abandonment; the last report, dated February 20, 1945, states that the business 
was “dormant since the war or approximately three years due to inability to 
obtain necessary materials.” The Examiner of Interferences ruled that the reports 
of the investigator were heresay and could not be considered. However, even with 
the reports of the investigator it is not considered that petitioner has sustained the 
burden of proof of showing abandonment of the trade-mark. 


The decision of the Examiner of Interferences dismissing the petition for 
cancellation is affirmed. 
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THE DE MARTINI MACARONI CO., INC. v. S. A. PASTIFICIO NICOLA 
DELFINO & FIGLI, ETC. 







Commissioner of Patents—January 11, 1952 





CANCELLATIONS—Basis OF RELIEF—GENERAL | 
On facts of record, petitioner held to have failed to establish registrant’s alleged fraud, ; 


misrepresentation or failure to file specimens. 






Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by The De Martini Macaroni Co. Inc. 
against S. A. Pastificio Nicola Delfino & Figli (name changed to Pastificio Spiga 
Societa Per Azioni-Pescara). Petitioner appeals from dismissal of petition for 
cancellation. Affirmed. 

The De Martini Macaroni Co. Inc., of Brooklyn, N. Y., petitioner. 
Marks & Clark, of Washington, D. C., and Benjamin T. Rauber, of New York, 

N. Y., for respondent. 

FepERIco, Examiner in Chief: 
This is an appeal by the petitioner from the decision of the Examiner of Inter- 
ferences dismissing its petition to cancel a trade-mark registration. 

The registration sought to be cancelled is No. 303,254, issued May 16, 1933, 
S. A. Pastificio Nicola Delfino & Figli, of Pescara-Riviera di Castellamare, Italy 
based upon a prior registration of the same mark in Italy. The registration 
discloses a composite mark consisting of the notation S. P. I. G. A. and the represen- 
tation of an ear or spike of grain. 

The petition for cancellation raised a number of different grounds for cancel- 
lation which were considered by the examiner in his decision but the appeal is con- 
fined to a single ground for cancellation, namely fraud in obtaining the registration. 

Petitioner alleges fraud, in its brief and notice of appeal, for three reasons: 


1. Misrepresentation in a reply to an examiner’s action during the prosecution 




















of the application. 
2. Failure to file specimens. 
3. Misrepresentation of registrant’s corporate name. 

; The first reason for alleging fraud is based on an argument relating to the nature 
3 of respondent’s mark which was submitted in response to a rejection of its application 
by the Patent Office and which the Examiner of Interferences ruled involved no 
factual misrepresentation. Petitioner states its position in the notice of appeal as 
follows: 

“Examiner is of the opinion that no factual misrepresentations were involved in 
the letter dated January 24, 1933 by registrant to the Patent Office where the appli- 
cant specifically pointed out that the mark consisted of the letters S.P.1.G.A., and 
that there was no similarity in the marks I G A and S.P.I.G.A. in sound, significance 
of appearance. The application had been rejected by the Patent Office because of 
the Registration No. 230953 which consists of the letters I G A. It is obvious that 
the registrant was trying to convince the Patent Office that it never did intend to 


use the word SPIGA but merely wished to register the letters $.P.I1.G.A. This appears 
to be a very obvious intent on the part of registrant to mislead the Patent Office and 


to misrepresent very flagrantly its intentions.” 







veers 






> , 
SDE St lee tony <4 






I a A RS 


TRADE-MARK REPORTER 42 T.M.R. 


No argument on this matter is made in the brief on appeal and it is difficult to 
see on what basis petitioner is alleging fraud. The contention that the registrant, 
while the application was being prosecuted, intended to use the mark without the 
periods and intended to mislead the Patent Office by its argument is completely with- 
out basis in the record. 

Petitioner seems to believe that the presence or absence of the periods would 
have made a difference in the nature of the action by the Office but it is inconceiv- 
able that it could have done so. 

With respect to the second reason for alleging fraud, petitioner states in its brief: 
“Respondent swore that ‘the specimens show the mark as actually used on the 


goods’. The absence of specimens renders this statement false. The specimens did 
not show anything. There aren’t any specimens.” 


The allegation that there are no specimens is without foundation. The file wrapper 
of the application shows that the application was filed complete on August 8, 1932, 
and the contents of the file include two specimens with a pencil notation of the 
disposition of three others. Specimens were filed and specimens are in the record of 
the application. It may be that petitioner’s complaint is of the nature of the speci- 
mens which were filed, although the brief on appeal does not so state. The registrant 
in its testimony introduced various labels and wrappers which it had used on the 
goods. Those corresponding to the mark as registered show additional written mate- 
rial not shown on the specimens filed, but this is not seen to be relevant to any action 
taken by the examiner. 

The third basis for alleging fraud is an asserted misrepresentation for the 
registrant’s corporate name when applying for the registration. This is based upon 
testimony attempted to be introduced during petitioner’s rebuttal period. This 
was objected to and the examiner ruled that it was improper rebuttal, which ruling 
is considered correct. However, the matter raised is argued by the petitioner and 
it will be discussed. The registration was applied for and issued in the name of 
S. A. Pastificio Nicola Delfina & Figli, which is the same as the name in the prior 
Italian registration except that the letters S. A. (which are abbreviations of the 
words Societa Anonima) are transposed. Petitioner asserts that the name had 
been changed to S. A. Spiga Pastificio Nicola Delfina & Figli, prior to applying 
for the U. S. registration and that the new. name was deliberately concealed from 
the Patent Office for fraudulent reasons. The reasoning given by the petitioner is 
substantially as follows. The name contains the word “Spiga” which is in the trade- 
mark. Under the Trade-Mark Act of 1905 a trade-mark which consisted in the 
corporate name of the applicant or the predominant part of the corporate name 
could not be registered. This was changed by an Act of Congress in 1913, but 
there was doubt as to the interpretation of the amending Act which doubt was 
not settled until a decision of the court in 1932. It is asserted that the registrant 
deliberately concealed its true corporate name for the purpose of avoiding a re- 
jection by the Patent Office on the ground that the mark included the corporate 
name of the applicant. This knowledge and conduct is attributed to a macaroni 
manufacturer of Pescara-Riviera di Castellamare. As basis for asserting that 
there was confusion in the interpretation of the Act of 1913 petitioner cites 
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Ex Parte Nisley Shoe Company, 13 U.S. P. Q. 304, 58 F. 2d 426, 19 C. C. P. A. 
1211, but this decision shows that there was no doubt that a trade-mark could 
not be refused registration because it was the corporate name of the applicant, the 
confusion that existed was whether the trade-mark could be refused registration on 
other and different grounds. Since petitioner’s testimony with respect to the 
names is not properly in the case, the contention based on it is likewise not 
properly in the case, but if it were it could only be dismissed as sham. 

The Examiner of Interferences also dismissed the petition for cancellation 
on the ground that petitioner had no standing to file the petition. Petitioner’s 
brief contains no argument on this point other than an assertion that the examiner 
was in error. Since the grounds for cancellation raised by petitioner in the appeal 
are considered and held insufficient, there is no necessity for discussing this 
particular matter. 

The decision of the Examiner of Interferences dismissing the position for 
cancellation is affirmed. 


















SUSSBERG & FEINBERG, INC. v. THE EASTERN ISLES, INC. 


Commissioner of Patents—January 16, 1952 









TRADE-MarKS—DoMINANT FEATURE—PARTICULAR INSTANCES 
The word “Treasures” held the dominant feature of marks ““Treasures in Lingerie” 


3 os 


and Radelle Fine Lingerie ‘She Treasures’. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Treasures in Lingerie,” held confusingly similar to ‘“Radelle Fine Lingerie ‘She 
Treasures’,” used on similar goods under 1946 Act. 
Use of name “Radelle” in connection with petitioner’s mark “Lingerie ‘She Treas- 
ures’,” held not to diminish trade-mark significance of the latter and not sufficient to 
avoid likelihood of confusion where marks of the parties are otherwise confusingly similar. 












CANCELLATIONS—DEFENSES—GENERAL 
Omission of the word “Fine” from petitioner’s wrapper, used on its goods, held 
an inconsequential modification of petitioner’s registered mark which in no way impairs 
petitioner’s right to cancel respondent’s registration of confusingly similar mark. 







Appeal from Examiner of Interferences. 
Trade-mark cancellation proceedings by Sussberg & Feinberg, Inc. against 
The Eastern Isles, Inc. Respondent appeals from cancellation of registration. 
Affirmed. 
Munn, Liddy & Nathanson, of New York, N. Y., for petitioner. 
Harry Cohen for respondent. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the examiner of trade-mark interferences 
sustaining the petition filed by Sussberg & Feinberg, Inc., for cancellation of 
registration No. 518,509, registered December 6, 1949, on the Principal Register 
under the Act of 1946, to The Eastern Isles, Inc., for the trade-mark “Treasures 
in Lingerie” used on “bed jackets, brunch coats, house coats, house dresses, night 
gowns, pajamas, panties, petticoats, robes, sleep coats, and slips.” 
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Neither party has filed testimony; both parties have filed briefs and were 
represented at the hearing. 

Petitioner alleges that the respondent’s mark “Treasures in Lingerie” has 
been appropriated to the same class of goods and so resembles the mark “Radelle 
Fine Lingerie ‘She Treasures’” previously adopted and registered May 9, 1939 
by the petitioner, registration No. 367,231, as to be likely to cause confusion in 
trade. Petitioner filed a specimen of its trade-mark in the form of a covering for 
the boxes in which petitioner’s lingerie is sold, which specimen is said to be a 
true and typical specimen of petitioner’s mark showing the manner in which it 
is used. The specimen is in the form of a suitable-sized sheet of white wrapping 
paper in the center of which appears a blue design upon which appears in white 
letters “Radelle,” in script. The notation, “Lingerie ‘She Treasures’” also appears 
in script repeatedly, in continuous lines over the entire surface of the sheet, forming 
squares with the letters “Rd” appearing at the corners and in the center thereof. 
Near the lower left-hand corner of the specimen is the notation “Radelle Lingerie 
She Treasures.” The word “Fine” has been omitted before the word “Lingerie,” 
thus differing from petitioner’s registered mark. 

Respondent contends that petitioner’s mark is not similar to its own mark 
and that, moreover, the petitioner has failed to establish use of its registered mark 
relied upon in this proceeding at or about the time the petition was filed, because 
the mark, as actually used by the petitioner and as shown in the specimen, is 
not the same mark as the mark of its registration. 

As to similarity between the two marks, the examiner was of the opinion that 
the term “Treasures” obviously is the only distinctive feature of either mark 
which purchasers would rely upon when identifying the goods as to source. This 
word having long been used as a prominent part of the petitioner’s mark, even 
though such mark contains other features, it was apparent to the examiner that 
the petitioner’s customers generally must have come to associate the term “Treas- 
ures” with lingerie of its production and would be quite likely to assume that goods 
of the same kind sold under the respondent’s mark “Treasures In Lingerie” 
emanated from the same source, the word “Lingerie” being clearly descriptive of 
the goods and the preposition “In” obviously having no trade-mark significance. 

The examiner further considered the mere omission of the descriptive word 
“Fine” from the notation on the specimen to amount at most to a minor variation 
of the mark on petitioner’s registration and to be such an inconsequential modifica- 
tion of the latter that it cannot impair the petitioner’s prior rights in the essentials 
of its registered mark as against the respondent. A. F. Part, Inc. v. Sormani, 23 
C. C. P. A. 776, 80 Fed. (ad) 78, 27 U. S. P. QO. 417; The Personal Products 
Corporation v. Allen Laboratories, Incorporated, 31 C. C. P. A. 889, 141 Fed. (2d) 
702, 61 U. S. P. Q. 187; McKesson & Robbins, Incorporated v. Leonard James 
Company, 29 C. C. P. A. 1137, 129 Fed. (2d) 563, 54 U. S. P. Q. 207; Robert 
England v. American Chemical Paint Company, 617 O. G. 940, 79 U. S. P. Q. 
239; Gemloid Corporation v. Pro-phy-lac-tic Brush Company, 611 O. G. 1025, 
77 U.S. P. Q. 476. 


The word “Treasures” is undoubtedly the only distinctive feature in each 
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mark and clearly dominates both of them. When the marks are considered in their 
entireties, as respondent contends they should be, it is my view that likelihood of 
confusion is inescapable, since there is no more substantial difference between 
them when so considered than there is in the only distinctive and dominant fea- 
ture common to both, namely the word “Treasures.” 

In regard to petitioner’s use of its mark at or about the time the petition for 
cancellation was filed, it is further argued that petitioner’s trade-mark as shown 
by the submitted specimen is “Radelle,” the expression “Lingerie ‘She Treasures’ ” 
being merely a descriptive advertising slogan used on the label, wherefore petitioner 
is precluded from asserting that the registration upon which it relies is sufficient 
to show use of the mark at or about the time the petition was filed, thus negativing 
the prima facie effect which the registration might otherwise have had. Respondent 
relies upon the decision in the case of Old Monk Olive Co. v. Southwestern Coca- 
Cola Bottling Co., 28 C. C. P. A. 1091, 118 Fed. (2d) 1015, 49 U. S. P. Q. 192, 
and The Arrow Importing Company, Inc. v. Driesen, Meyer & Cronsky (Raingard, 
Inc.) 600 O. G. 679, 74 U. S. P. Q. 66. In neither of these decisions did the 
petitioner rely upon a registration owned by it, as in the present case. Moreover, 
the contention that the expression “Lingerie ‘She Treasures’” as used on the peti- 
tioner’s wrapper is merely a descriptive advertising slogan, and that “Radelle” 
also shown on the specimen is in fact petitioner’s trade-mark, is considered to be 
without force. The name “Radelle” as used in connection with petitioner’s mark 
“Lingerie ‘She Treasures’” does not diminish the trade-mark significance of the 
latter and is not of itself sufficient to avoid likelihood of confusion if the two marks 
“Lingerie ‘She Treasures’” and “Treasures In Lingerie” are otherwise confusingly 
similar. Celanese Corporation of America v. E. I. du Pont de Nemours & Company, 
33 C. C. P. A. 948, 154 Fed. (2d) 146, 69 U. S. P. Q. 101; The William Carter 
Company v. Schwartz & Co., Inc., 85 U.S. P. Q. 312. While the name “Radelle” 
appears at the very center of the specimen, and is displayed apart from the nota- 
tion “Lingerie ‘She Treasures’ ” at that particular place, the entire notation “Radelle 
Lingerie She Treasures” prominently appears near the lower left-hand portion of 
the specimen wrapper, as in petitioner’s registration, the only difference between 
the two residing in the absence of the word “Fine” on the wrapper, as stated before. 
It is my view, as it was the examiner’s, that the omission of the word “Fine” from 
the wrapper is an inconsequential modification of the petitioner’s mark appearing 
on its registration which in no way impairs the petitioner’s rights in this proceeding, 
the word “Fine” being merely descriptive and having no trade-mark significance. 

The petition for cancellation is therefore sustained and the respondent’s regis- 
tration involved herein should be cancelled. 
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EX PARTE INTERSTATE BAKERIES CORPORATION 


Commissioner of Patents—December 10, 1951 


Trape-Mark Act or 1946—ReEcisTRABILITY—SeEcTION 2(f) 


Trape-Marxs—Worps INCAPABLE oF ExcLusive APPROPRIATION—ParRTICULAR INSTANCES 
If mark merely identifies character of product itself rather than source, then nota- 
tion may not qualify for registration under Section 2(f) of 1946 Act. 
On facts of record, applicant held to have failed to overcome rejection of “Honey 
Wheat” as trade-mark for bread, on ground that applicant has selected an expression 
which indicates nature and the principal ingredients of its goods. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Interstate Bakeries Corporation. 
Applicant appeals from refusal of registration, under section 2(f), of 1946 Act. 
Affirmed. 
Jones, Tesch & Darbo, of Chicago, IIl., for applicant. 
Ku nce, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant of the words “Honey Wheat” as applied to bread. The 
present application is filed under section 2(f) of the Act of July 5, 1946. 

Registration was refused on the ground that the words “Honey Wheat” are 
incapable of distinguishing the applicant’s goods from goods of others in commerce 
for the reason that the words are merely a reference to the type of bread which the 
applicant sells, the product being made, according to the applicant, from a blend 
of white flour and whole wheat flour, the white flour predominating, honey being 
added with the usual ingredients for bread. In support of his position the examiner 
has cited a publication, “The Bread Tray” by Louis P. De Gouy, published by 
Greenberg, New York, 1944, which lists in the index various types of bread in terms 
of the principal ingredients thereof, such as, whole wheat, fig honey bread, honey 
bran bread, raisin bread and fig raisin honey bread. The examiner also relied upon 
the decisions in Skinner Manufacturing Company v. Kellogg Sales Company 
(C. C. A. 8), 143 F. 2d 895, 62 U.S. P. QO. 324, wherein it was held that the words 
“Raisin Bran” for a cereal product were unregistrable; and Ex parte S. B. Thomas, 
Inc., 22 U.S. P. Q. 384, 24 T. M. Rep. 530, wherein “Brown Bread” was refused 
registration under the Act of 1920, because the notation identified the product and 
not the manufacturer. 

Applicant calls attention to an affidavit of its secretary and treasurer showing 
the wide sales and distribution of its product bearing on the label its mark “Honey 
Wheat” displayed in prominent-sized letters, and the expenditure of large sums 
of money in advertising applicant’s product under its mark. There are also of record 
a large number of affidavits from housewives, retail storekeepers and letters from 
persons connected with applicant’s competitors which indicate extensive use and 
sales as well as advertising of the applicant’s bread in connection with its mark 
all of which is relied upon to show that the applicant’s mark “Honey Wheat” is a 
trade-mark indicating origin in the applicant. 

It is argued in the applicant’s behalf that the notation “Honey Wheat,” per se, 
is a meaningless term because the word “wheat” basically means a grain of a cereal 
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grass, and no such grain has ever been known which had in it honey or was known 
as “honey wheat.” Therefore, it is contended applicant’s mark is not a generically 
descriptive term. It may be conceded in this regard that the notation “Honey 
Wheat” is not a generically descriptive term and that there is no such thing as 
a grain of wheat containing honey. But the applicant here is not selling wheat, 
as such, and the only question to be here decided is, as the applicant states, whether 
the notation has been adopted and used by the applicant to identify its goods and to 
distinguish them from those sold by others, and whether it has in fact become dis- 
tinctive of the applicant’s goods in order that it may qualify as a trade-mark. If the 
mark merely identifies the character of the product to the extent that it identi- 
fies the product itself rather than the source of origin thereof, by virtue of which 
the mark has become distinctive of the applicant’s goods in commerce, then the 
notation may not qualify, under section 2(f) of the statute, for registration as a 
trade-mark. 

It is my view that the applicant has adopted as its trade-mark an expression 
which unquestionably indicates the nature and the principal ingredients of its 
goods, namely, wheat bread which contains honey. One of the labels of record 
clearly substantiates this conclusion by indicating that the product has “California 
Style Honey Added.” Certainly the word “wheat” as applied to bread indicates 
a type of bread, namely, “wheat bread” as distinguished from “rye bread,” and the 
word “honey” has but one obvious significance, namely, to further indicate that 
the bread contains honey, as the label clearly indicates. The showing made in this 
case is considered insufficient to overcome the rejection made, and it is therefore 
my conclusion that the refusal to register the applicant’s mark was proper and 
that it should be sustained. 

The decision of the examiner is affirmed. 
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Commissioner of Patents—December 11, 1951 


Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TrapE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Neither long use nor prior registration under 1920 Act of term inherently incapable 

of functioning as trade-mark, qualifies it for registration under section 2(f) of 1946 Act. 
“Lawn Finish” held incapable of distinguishing applicant’s writing paper and 
correspondence and mailing cnvelopes and, therefore, unregistrable under section 2(f) 


of 1946 Act. 


TraDE-Marks—EvipENCE—GENERIC AND Descriptive TERMS 

Fact that reference books bear dates subsequent to applicant’s date of first use held 

not controlling where publications clearly indicate that trade for some years has come to 
recognize term as type name rather than mark indicating origin. 















Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by George B. Hurd, Inc. Applicant 
appeals from refusal of registration, under section 2(f) of 1946 Act. Affirmed. 
Robert S. Allyn, of New York, N. Y., for applicant. 
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KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant of the notation “Lawn Finish” for “writing paper and 
correspondence and mailing envelopes” under the provisions of section 2(f) of the 
Act of July 5, 1946. 

Registration was refused on the ground that the notation “Lawn Finish” is 
incapable of distinguishing the applicant’s goods from like goods of others, being 
a recognized trade term for a particular type of finish on paper. That the notation 
is so recognized in the trade as the name for a paper finish was considered evident 
by the examiner from a definition appearing on page 210 of the “Dictionary of 
Paper,” published in 1940 under the auspices of American Paper and Pulp Associa- 
tion, as follows: 

“LAWN FINISH—A finish produced with very fine weave linen cloth on a 
plater press. It is distinguished from linen finish in that the paper is conditioned to 
increase the moisture content before plating. * * * It is plated under heavy 
pressure, giving a smooth but distinct linen surface to the paper; the effect is espe- 


cially apparent when looking through the paper. It is used particularly with 
papeteries.” 


If there is any doubt as to the lack of trade-mark significance or distinctiveness 
in the applicant’s mark, it is considered to be dispelled by the following quotation 
which appears in Chapter 1, page 4, of the same work: 

“Naturally, it was decided to omit brand names and references to trade-marks. 

These are private property and have no place in this work. Historically, of course, 

some of the familiar paper names grew out of trade-marks or brand names, but with 


the passing of years they have become the common property of the industry and 
now indicate a definite kind of product.” (Emphasis added.) 


In the light of such evidence, it is the examiner’s belief that the wording is 
clearly incapable of distinguishing the goods of the applicant and therefore incapable 
of acquiring distinctiveness. 

Another reference work, “The Manufacture of Pulp and Paper,” Volume V, 
published in 1939 by McGraw-Hill Book Company, which is a textbook of Modern 
Pulp and Paper Mill Practice, states the following at page 33, section 3: 

“Many varieties of finishes are thus made, the most widely used being the linen 
finish, which is obtained by making an impression of a sheet of linen on the paper. 


Other finishes obtained are cardboard, burlap, crash, paper, lawn, antique, suede, 
ripple, wave, vellum, and plate.”” (Emphasis added.) 


Again at page 39, the following appears: 


“In order to get a clean-cut linen finish, and the desired surface polish, it is 
necessary that the paper contain about 7% to 742% of moisture; for lawn finish, 
about 6% of moisture is best.” 


On page 40, the term “lawn finish” is again referred to as follows: 


“Two linens are usually pasted together when they are to be used for regular 
finish; single linens are used for lawn finish, which requires a finer texture of linen 
in order to get the best results.” 


In none of the above quotations do the words “lawn finish” appear any differently 
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from the other finishes referred to, the words being simply referred to in their 
generic sense as a term employed and well recognized in the paper-making field. 

Applicant states that the term “Lawn Finish” was adopted by applicant’s 
predecessor in 1907, and registered as*a trade-mark on May 9, 1922, under the 
Act of March 19, 1920. The term, it is argued, does not describe the writing paper 
and is purely arbitrary and has been used in a distinctive sense as a trade-mark 
for over forty years. It is also urged by the applicant that the publication referred 
to by the examiner is not pertinent as an “anticipation;” the same may be said of 
the other publication referred to above. 

In regard to the long use by the applicant of its mark, if the notation in ques- 
tion is inherently incapable of functioning as a trade-mark long use thereof does 
not qualify it for registration. 

Nor does the applicant’s registration under the Act of 1920, which required 
neither distinctiveness nor use as a trade-mark, have any bearing on the registrability 
of a term incapable of distinguishing the applicant’s goods, under section 2(f) of 
the 1946 Act. Ex .parte Booth Bottling Company, Inc., 620 O. G. 1266, 80 
U. S. P. Q. 78. The fact that the publications referred to bear a date subsequent 
to the earliest date claimed by the applicant is not controlling if, as here appears, 
such publications clearly indicate that the trade for some years has come to 
recognize the notation “Lawn Finish” as a trade term in the manufacture of this 
particular type of paper rather than as a distinctive mark indicating origin in the 
applicant. 

Applicant uses the notation as a water mark on paper, immediately below the 
name ‘“‘Hurd’s,” which rather clearly gives the impression that the name indicates 
origin and “Lawn Finish” the type of paper dealt in. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE DIAMOND FERTILIZER COMPANY 


Commissioner of Patents—December 11, 1951 


Trape-Marks—DESscrIPTIVENESS—GENERAL 
Word which describes character, quality or capability of goods is descriptive. 


Trape-Mark Act or 1946—REGISTRABILITY—SECTION 2 (e) 


TraDe-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“EZ Flo,” the phonetic equivalent of “easy flow,” held merely descriptive of 
insecticides (dust), plant and horticultural parasiticides, agricultural, crop and animal 
sprays, fungicides and plant hormones for agricultural use. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The Diamond Fertilizer Company. 
Applicant appeals from refusal of registration, on Principal Register, under 1946 
Act. Affirmed. 

Slough & Slough, of Cleveland, Ohio, for applicant. 
K.uINncE, Assistant Commissioner: 
Applicant, The Diamond Fertilizer Company, appeals from the decision of the 
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Examiner of Trade-Marks refusing registration of the mark “Ez Flo” on the 
Principal Register under the Act of 1946 for goods described as “insecticides (dust) , 
plant and horticultural parasiticides, agricultural, crop and animal sprays, fungicides 
and plant hormones for agricultural use.” 

The sole rejection advanced by the examiner is that the mark is descriptive 
of the goods. 

The examiner submits that the letters “Ez” together with the misspelled word 
“Flo” are the phonetic equivalent of the words “easy flow” and thus the mark 
describes a characteristic of the goods. The letters “Ez” do not detract from the 
descriptiveness of the contraction “Flo” but, in the opinion of the examiner, make 
the mark as a whole merely descriptive within the meaning of section 2(e) of the 
Trade-Mark Act. 

Applicant contends that dust does not flow. The examiner was of the opinion, 
however, that dust becomes liquid with the addition of water which permits easy 
flow through the nozzle of a spraying device, applicant’s insecticidal dust being 
composed of such minute particles that it becomes soluble immediately, with no 
sediment left to clog the nozzles of the spraying device and thus moves or flows 
readily or easily when used for the purpose recommended by the manufacturer. In 
the case of The Jeffrey Manufacturing Company, 560 O. G. 544, 60 U. S. P. Q. 
382, the mark “Mass-Flo,” for traveling conveyors of the endless chain scraper type 
for conveying free flowing material, was held to be a descriptive mark which aptly 
described the conveyors as being such as to cause the material conveyed to flow 
in a mass, the mark therefore being predominantly descriptive of the character of 
the conveyors. Another case relied upon by the examiner is Ex Parte Thomas Ross 
Welch, 571 O. G. 522, 64 U. S. P. Q. 310, wherein the Commissioner refused 
registration of the notation “Ez-Code” as a trade-mark for labels used in the 
operation of a code, such labels being considered code labels and the letters “Ez” 
being incapable of detracting from the descriptiveness of the mark as a whole, since 
the notation merely characterized the code. 

Applicant strenuously contests the position of the examiner that, because the 
goods upon which applicant uses the mark are susceptible of flowing when added 
to water, the notation “Ez Flo” describes the goods on which it is used, namely, 
insecticide dusts. It may be noted, however, that while the labels submitted with 
the application refer to “dust” the description of the applicant’s goods as given 
in the application is not limited to “insecticides (dust),” but also includes plant 
and horticultural parasiticides, agricultural, crop and animal sprays, fungicides and 
plant hormones for agricultural use, broadly, whether in dust or liquid form. 

Applicant contends that its mark “Ez Flo” is in the category of marks which 
are held as suggestive rather than merely descriptive. It is argued that for a mark 
to be held merely descriptive it must indicate qualities or other features of the 
product naturally so that the consumer may instantly and without imaginative effort 
secure the complete import and meaning of the mark. It is contended by the 
applicant that the examiner has here employed an imaginative process of first con- 
verting the goods upon which the mark is used into other goods, and then held that 
the mark would be descriptive of such “different” goods. 
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It is not seen that the addition of water to the applicant’s dust converts the 
goods upon which the mark is used into other or different goods, but merely changes 
the physical form thereof when the goods are applied in a normal way. It is true 
that the notation “Ez Flo” does not describe an insecticide, per se, in the sense 
that it describes the appearance or the chemical nature thereof, but a word is also 
descriptive if it describes a character, quality or capability of the goods. The word 
“flow” is not necessarily limited in meaning to a liquid. That which moves in a 
stream, or as in a stream, is said to flow, the word “flow” meaning in the physical 
sense the type of motion characteristic of fluids. The word implies freedom of 
motion among the particles of the substance and the consequent change of form 
among the particles under the action of forces. The “easy flow” of very finely divided 
particles of dust from a spray gun is considered to be analogous to and characteristic 
of the easy flow of a fluid. Insecticides in dust form are usually so finely divided that 
they pass through the nozzle of a dust gun without clogging, in a free-flowing fashion, 
and that appears to be the connotation intended for the applicant’s mark when used 
on the goods here involved, whether they are dust or liquid in form. With this 
view of the matter, I am constrained to agree with the examiner. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE MEAD, JOHNSON & COMPANY 


Commissioner of Patents—December 13, 1951 


Trape-Mark Act or 1946—ReotstraBILITy—SECTION 2(f) 
TRADE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pectin-Agar in Dextri-Maltose,” held sufficiently descriptive of principal ingredients 
of applicant’s goods to indicate its composition and inherently incapable of distinguishing 
applicant’s goods in commerce from similar goods of others. 
Exclusive use of mark incapable of identifying origin held insufficient to confer regis- 
trability under section 2(f) of 1946 Act. 
Prior registrations of applicant’s mark held not of material importance in determining 
question of registrability under section 2(f) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Mead, Johnson & Company. 
Applicant appeals from refusal of registration, under section 2(f) of 1946 Act. 
Affirmed. 

Bertha L. MacGregor, of Denver, Colo., for applicant. 
K.u1ncE, Assistant Commissioner: 

The applicant, Mead, Johnson & Company, appeals from the decision of the 
Examiner of Trade-Marks refusing registration of the expression “Pectin-Agar in 
Dextri-Maltose” used for an “edible product consisting of pectin, agar, maltose, 
dextrins and sodium chloride used in the treatment of certain disturbances of normal 
intestinal function.” Refusal to register the applicant’s mark is based on the ground 
that it is substantially the name of the goods. 

It is the examiner’s position that the applicant’s mark lists and precisely names 
three of the principal ingredients of the product to which it is applied, namely 
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pectin, agar, and maltose. The fourth ingredient, dextrin, is identified in the mark 
by the abreviation “Dextri,” which the examiner considers such a slight misspelling 
that the identity of the ingredient which it represents is obvious to the average 
purchaser. The mark is therefore considered by the examiner to be incapable of 
distinguishing the applicant’s goods in commerce. 

The present application is prosecuted on the Principal Register under the 
provisions of section 2(f) of the Act of 1946. It is the applicant’s position that the 
hyphenated expressions “Pectin-Agar” and “Dextri-Maltose” are distinctive, the 
term “Dextri” is not the name of any ingredient and the order and arrangement 
of the several parts of the mark are arbitrary. I am unable to find anything dis- 
tinctive in the use of the hyphen, and it is considered that the order and arrange- 
ment of the several parts of the applicant’s mark are of no particular importance 
in setting forth the various ingredients comprising the goods. While the term 
“Dextri” may not be the precise name of one of the ingredients, certainly it is but 
a slight modification of the well-known term “dextrin,” in the nature of the com- 
bining form of a word, and as the term is used in the applicant’s mark, it obviously 
indicates that the goods contain dextrin in addition to maltose, pectin and agar- 
agar, which is the fact. I am in complete agreement with the examiner that 
the mark sufficiently describes the principal ingredients of the applicant’s goods to 
indicate its composition. 

Even though applicant has long been the exclusive user of the mark sought to 
be registered, as stated in the brief, long and exclusive use of a mark which is in- 
capable of identifying the origin of the applicant’s goods is not sufficient to confer 
registrability on the basis of distinctiveness required by section 2(f) of the Act of 
1946. Ex parte Nancy Ann Storybook Dolls, Inc., 632 O. G. 975, 84 U.S. P. Q. 
321. Nor are the prior registrations of the applicant, to which reference is made 
in the brief, of any material importance here. If the words used in the applicant’s 
mark amount to nothing more than the listed names of the ingredients of the goods 
to which the mark is applied, such words unquestionably describe the goods in its 
most generic aspect, and no amount of use of the mark would suffice to confer 
registrability in the applicant if the mark is inherently incapable of distinguishing 
the applicant’s goods in commerce from similar goods of others. It is my view that 
the applicant’s mark inherently lacks that capability. 

The decision of the Examiner of Trade-Marks is affirmed. 
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Commissioner of Patents—December 13, 1951 










TRADE-MARKS—CONFUSING SIMILARITY—PaRTICULAR INSTANCES 
Composite mark consisting of word “Engineered,” which is disclaimed, displayed 
against black panel and superimposed upon representation of human figure standing on 
pedestal and holding gear, held confusingly similar to “Engineered Fastenings,” the word 
“Fastenings” being disclaimed, used on similar goods,’under 1946 Act. 
Applicant’s disclaimer of “Engineered” held in no way to lessen likelihood of con- 
fusion. 
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Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The Engineered Products Co. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 

Barnes, Kisselle, Laughlin & Raisch, of Detroit, Mich., for Applicant. 
K.INGE, Assistant Commissioner : 

The applicant, the Engineered Products Co., appeals from the decision of the 
Examiner of Trade-Marks refusing registration to the applicant under the pro- 
visions of the Trade-Mark Act of July 5, 1946, of the mark consisting of the word 
“Engineered” displayed in conventional letters against a slanting black panel and 
superimposed upon a human figure standing upon a pedestal and holding a gear, the 
figure being located immediately behind the letter “N” at about the middle of the 
word “Engineered.” Applicant’s mark is applied to “metal door catches.” 


This application stands rejected in view of registration No. 422,631, issued 
under the Act of 1905 to the Continental Screw Company for the word “Engineered 
Fastenings,” the word “Fastenings” being disclaimed. The registrant’s mark is 
applied to fastenings of a wide variety and kind including screw fasteners, bolts, 
nuts, washers, rivets, etc., in Class 13, hardware and plumbing and steam fitting 
supplies, the same class in which the applicant’s goods are included. 


As is clearly apparent, the mark of the applicant and that of the registrant 
both contain the identical word “Engineered” and even though this word has been 
disclaimed by the applicant, it is the examiner’s view that the applicant has adopted 
as a prominent and essential feature of its mark the identical word appearing in the 
cited registration. It was the examiner’s view that the disclaimer filed by the 
applicant does not entitle it to incorporate the dominant feature of the registrant’s 
mark and merely add thereto some additional subordinate features, especially when 
purchasers generally call for the goods by name and not by designs and backgrounds. 
Godefroy Manufacturing Company v. Walgreen Company, 6 U.S. P. Q. 77 (affirmed 
in Walgreen Company v. Godefroy, 19 C. C. P. A. 1150, 58 F. 2d 457, 13 U.S. P. Q. 
194). 

Applicant takes the position that the disclaimed word “Engineered” in its mark 
is purely a descriptive word which can have no trade-mark significance whatever 
and cannot be the dominant feature of its mark. Nevertheless, the word is a highly 
prominent part of the applicant’s mark, constituting the only word-feature thereof 
by which purchasers might call for the applicant’s product to which the mark is 
applied. In the registered mark, the word “Fastenings” is unquestionably descrip- 
tive of the goods and hence is wholly lacking in trade-mark significance, leaving the 
word “Engineered” as the only significant feature. The applicant has therefore 
adopted the significant portion of the registered mark and the only part thereof by 
which purchasers would be likely to distinguish the registrant’s goods as to their 
source of origin. Since the significant parts of both marks resides in the identical 
word “Engineered” and inasmuch as purchasers of the applicant’s goods would so 
identify them as to their source of origin, it is my opinion that likelihood of con- 
fusion would be inevitable. 

Disclaimer of the word “Engineered” by the applicant will in no way lessen 
the likelihood of confusion since purchasers are ordinarily unaware of such dis- 
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claimers, and little, if any, reliance would be placed upon the design portion of 
the applicant’s mark by purchasers when ordering the applicant’s goods over the 
counter by name, as is customary, or even by correspondence. W. B. Roddenbery 
Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289, 72 U.S. P. Q. 138. 

The decision of the Examiner of Trade-Marks is affirmed. 









EX PARTE BODIE-HOOVER PETROLEUM CORPORATION 


Commissioner of Patents—December 13, 1951 








TraDe-Mark Act or 1946—REGISTRABILITY—SECTION 23 
TraDE-Marks—REGISTRABILITY—GENERAL 
For mark to be registrable on the Supplemental Register, it must be capable of 
distinguishing applicant’s goods in commerce. 
TrapE-Marxks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Outboard” held synonymous with the expression “outboard motor”; 
and such term applied to oil for such motors, held more likely to be understood to char- 
acterize the type of oil than to point to source of goods. 
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Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Bodie-Hoover Petroleum Corpo- 
ration. Applicant appeals from refusal of registration on Supplemental Register, 
under 1946 Act. Affirmed. 

James Atkins, of Washington, D. C., for applicant. 
KurnceE, Assistant Commissioner: 

The applicant, Bodie-Hoover Petroleum Corporation, appeals from the decision 
of the Examiner of Trade-Marks refusing registration of the word “Outboard,” on 
the Supplemental Register of the Act of 1946, on the ground that the word is not 
one by which the goods of the applicant may be distinguished from the goods of 
others. 

The goods to which the mark is applied are described in the application as 
“lubricating oils, in Class 15, oils and greases” and as shown on the specimen the 
word appears in bold letters beneath which is the phrase, “A Highly Refined Oil 
Especially Compounded for Outboard Motors.” 

For a mark to be registrable on the Supplemental Register it must be capable 
of distinguishing the applicant’s goods in commerce, and the issue here presented 
is whether the word “Outboard” as applied to oil for outboard motors is capable 
of satisfying this requirement. 

It is the position of the examiner that the word “outboard” is now used by the 
public to mean “outboard motor” and that “Outboard” oil would be understood 
to be an oil for use in outboard motors. In support of his position, the examiner 
quoted the following from page C-3 of The Washington Evening Star of May 12, 
1950, to show how the word “outboard” is used and understood by the public: 
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“Washington’s greatest outboard bargain The new 1950 Evinrude.” 
“Used, reconditioned outboards priced to sell.” 
“A new kind of outboard. Now ready.” 
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“Week is designated to stress progress of outboard racing.” 
“Outboard manufacturers produced 1,725,000 units between 1946 and 1949.” 


“Come in and see the outboard you’ve always wanted.” 
“It outperforms many outboards up to 16 H.P.” 


Considering such use of the word as indicated above, it is the examiner’s beliet 
that the word “Outboard” would no more indicate origin than would the words 
“automobile” or “motorcycle” applied to motor oils. To the users of applicant’s 
goods, it was considered that the word “outboard” generally means “outboard 
motor” and “Outboard” lubricating oil would not be understood to identify an oil 
from a specific source. The decision in the case of Ex parte Stauffer Chemical 
Company, 572 O. G. 546, 64 U. S. P. Q. 312, was cited as being in point, by the 
examiner. In that decision the word “Peanut” was refused registration under the 
1920 Act for insecticides and fungicides suitable for spraying peanut plants. In that 
case the Commissioner stated that the word “Peanut” would no more indicate origin 
than would the word “shoe” as applied to polish, and registration was denied. 


Applicant denies that the word “outboard,” as described in the dictionary and 
as used by the applicant, is generic and synonymous with outboard motors. It is 
pointed out that while the words “automobile” and “motorcycle” are nouns, being 
the names of specific articles, the word “outboard” is an adjective, not a noun, and 
is not the name of a specific article. It seems to me, however, that if the word 
“outboard” is used in the sense of a noun by those in the trade and by that part of 
the public which is interested in outboard motors, the word has acquired the sig- 


nificance of a noun having a meaning identical with the phrase “outboard motor.” 
That the word “outboard” has acquired the same significance in the trade as the 
phrase “outboard motor” is not only apparent from the newspaper advertisement 
to which the examiner referred, although the applicant complains that the date of 
that article is subsequent to the claimed date of use of the applicant’s mark, it 
appears upon further investigation that the word “outboard” has been used, long 
prior to the first date of use claimed by the applicant, as a common noun in the 
trade. In the Sears, Roebuck & Co.’s Fall and Winter Catalog for the years 1940 
and 1941, the expression “Waterwitch Outboards” appears at page 1071A with 
reference to outboard motors. It appears further that the word “outboard” is 
commonly used in advertising outboard motors, as is evident from the Rochester 
Classified Telephone Directory for the Winter of 1940-1941 at page 118, where 
under the heading “Outboard Motors” the following appears: “Beikirch’s Hard- 
ware Better Outboard Values—See Us.” The expression “Reggie Pink Inc. Evin- 
rude-Elto Outboards” is found in The Bronx Classified Telephone Directory, 
Summer-Fall edition for 1946, under Outboard Motors, and the term “outboard” or 
“outboards” occurs three times in an ad of “Mercury and Champion Outboards” 
in the Boston Classified Telephone Directory for December, 1945, under “Outboard 
Motors.” Such repeated reference to outboard motors by the term “outboard” 
convinces me that the examiner reached the correct conclusion in this case. The 
word “outboard” having acquired a meaning in the trade synonymous with the 
expression “outboard motor,” such term applied to an oil for such motors would, 
in my opinion, more likely be understood to characterize the type of oil to which it 
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is applied than to point to the source of origin of the goods as the examiner has 


held. 
The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE MINNESOTA MINING & MANUFACTURING CO. 


Commissioner of Patents—January 8, 1952 


TraDe-Mark Act or 1946—RecistraBILiry—Sections 2, 23 anp 45 
TRADE-MAarRKS—SuUBJECT MATTER—GENERAL 

Statutory definition of trade-mark in section 45 of 1946 Act made no fundamental 
change in concept of trade-marks, registration of which on Principal Register is provided 
for in sections 1 and 2, though the word “mark” is sometimes used in the Act in place 
of “trade-mark.” 

Broader scope of definition of marks registrable on Supplemental Register under 
section 23 of 1946 Act held limited to Supplemental Register; and fact that pack- 
ages are registrable on Supplemental Register cannot be resorted to in order to obtain 
registration thereof on Principal Register. 

Sleigh shaped dispensing package, used for pressure-sensitive adhesive tape, held 
not registrable on Principal Register, under section 2(f) of 1946 Act. 

Package covered by design patent held not registrable as trade-mark since upon 
expiration of patent the subject matter becomes dedicated to the public. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Minnesota Minning & Manu- 
facturing Co. Applicant appeals from refusal of registration, under section 2(f) 
of 1946 Act. Affirmed. 

Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minn., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register an alleged trade-mark on the Principal Register under the Trade-Mark 
Act of 1946. Registration is sought under the provisions of Section 2(f) of the Act. 

The trade-mark is stated in the application as being “a package for the goods,” 
and is used for “pressure-sensitive adhesive tape.” The drawing shows three views 
of an article which may be characterized as a dispensing container or holder for 
the adhesive tape. The holder includes two side walls and a front wall. The side 
walls have circular openings with inward projections which form a support for 
a roll of tape, and the top of the front wall is bent forward, forming a lip with a 
serrated cutting edge. The free end of a portion of the tape unwound from the roll 
is secured to this lip and, when a portion of the tape is to be used, the free end 
is lossened from the lip, some tape unwound and the portion cut off by the serrated 
edge. Applicant refers to the article as “sleigh-shaped.” Figure 1 of the drawing is 
as follows: 

The application states that “The trade-mark comprises the particular arbitrary 
‘sleigh-shaped’ arrangement shown. No registration rights are sought in the repre- 
sentation of the cutting knife, roll supporting means, or the like, per se.” It is 
taken that applicant is seeking to register the dispensing container or holder as 
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its trade-mark for adhesive tape, with a disclaimer of any functional elements apart 
from the article as a whole. Applicant states that, with minor exceptions, its 
adhesive tape is sold with the holder as a unit. The specimen filed with the applica- 
tion is one of the holders. It differs from the drawing in that it has a Scotch 
plaid surface design and carries the word “Scotch” as well as other wording. 
Both the Scotch plaid and the word “Scotch” have been registered by applicant 
as trade-marks for adhesive tape (Registrations 522,761, March 21, 1950, and 
536,381, January 16, 1951). 

The examiner has refused registration on essentially two grounds: first, that 
an article of this nature cannot be registered as a trade-mark on the Principal 
Register; and second, that the article is the subject of design patent owned by 
applicant and hence cannot also be registered as a trade-mark. 

It does not appear to be questioned that an article of the nature here presented 
could not have been registered as a trade-mark under the Trade-Mark Act of 1905, 
and the principal question to be determined in connection with the first mentioned 
ground of refusal is whether the Trade-Mark Act of 1946 made such changes in 
the law that such an article can be registered on the Principal Register established 
by that Act. 

In urging that packages and configurations of goods can be registered on the 
Principal Register, applicant states: 

“As above indicated, this application is presented under Section 2F of the Act 
of 1946. This section reads as follows: 


‘Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
Section, nothing herein shall prevent the registration of a mark used by the 
applicant which has become distinctive of the applicant’s goods in commerce.’ 


In other words, then, any ‘mark’ which is, or has become, distinctive of the goods of 
Applicant is registrable upon the Principal Register of the Act of 1946 (provided, 
of course, that it is not—immoral—or barred by other provisions of Sections 2(a)-(¢) 
of the Act). This fact should be considered particularly in conjunction with the 
opening portion of Section 2 of the Act, to the effect that the ‘nature’ of the trade- 
mark shall not comprise a bar to its registration. Thus, the effect of the two portions 
of Section 2 is that any mark, irrespective of its nature, shall be registrable upon the 
Principal Register if it has become distinctive of Applicant’s goods. 

“In view of the foregoing then, it becomes pertinent to determine what is 
a—mark—. This question is answered in Section 45, paragraph 14 of the Act which 
states: 

‘The term “mark” includes any trade-mark, service mark, collective mark, or 

certification mark entitled to registration under this Act whether registered 

or not.’ 


“Looking now at Section 23 of the Act, it will be seen that packages and con- 
figurations of goods are specifically set forth as being registrable under the Act. 

“From the foregoing it appears clear that packages, such as Applicant’s package, 
which are specifically registrable on the Supplemental Register, are registrable upon 
the Principal Register when they have become distinctive, just as are geographical 
or descriptive words which likewise have become distinctive.” 


This reasoning cannot be accepted. 
Sections 1 and 2 of the Act of 1946 provide for the registration of trade-marks 
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on the Principal Register, section 1 giving formal requirements and section 2 
specifying various classes of trade-marks which cannot be registered. The opening 
sentence of section 1 states that “the owner of a trade-mark used in commerce may 
register his trade-mark under this Act on the principal register hereby established, 
* * *.” (emphasis added), and the opening phrase of section 2 also indicates that 
trade-marks are the subject of this section. Section 2(f), as an exception to the 
excluded classes, provides for the registration of so-called secondary meaning 
trade-marks. The opening sentence of section 2(f) reads: “Except as expressly 
excluded in paragraphs (a), (b), (c), and (d) of this section, nothing herein 
shall prevent the registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce.” Section 2(f) uses the word 
“mark” rather than “trade-mark,” but “mark” here has the same significance as 
“trade-mark.” The word “mark” is defined in two places in the Act. The first 
place is in section 23, relating to registration of “marks” on the Supplemental 
Register, where the definition reads: 
“For the purposes of registration on the supplemental register, a mark may 
consist of any trade-mark, symbol, label, package, configuration of goods, etc.” 
(Emphasis added.) 


This definition is by its terms limited to registration on the Supplemental Register 
and it is hence not proper to resort to this definition for the purposes of registra- 
tion on the Principal Register. The second place in which the word “mark” is 
defined is in section 45, which section contains a list of definitions of terms. There 
is nothing in this second definition relating to packages or configurations of goods, 
or which has the effect of eliminating the limitation in the first definition, it merely 
indicates that the word “mark” is sometimes used in the Act in place of trade- 
mark, service mark, etc. The context of section 2 indicates that the section is 
concerned with the registration of trade-marks, nothing in section 45 indicates the 
contrary insofar as the present issue is concerned, and the broader scope of the 
Supplemental Register is by definition confined to the Supplemental Register. 

As stated, sections 1 and 2 of the Act are concerned with the registration of 
trade-marks. “Trade-mark” is defined in section 45 in the following language: 

“The term ‘trade-mark’ includes any word, name, symbol, or device or any com- 


bination thereof adopted and used by a manufacturer or merchant to identify his goods 
and distingush them from those manufactured or sold by others.” 


This definition of a trade-mark made no fundamental change in what is 
considered to be a trade-mark. It is similar to definitions found in textbooks and 
decisions prior to the Act of 1946. The definition given in 1860 by Upton in his 
book on Trade-Marks reads: 


“A trade-mark is a name, symbol, figure, letter, form or device adopted and used 
by a manufacturer or merchant in order to designate the goods that he manufactures 
or sells and distinguish them from those manufactured or sold by another to the end 
that they may be known in the market as his, * * *.” 


This definition was adopted by the Supreme Court in McLean v. Fleming, 96 
U. S. 245, 1878 C. D. 262, and is quoted with approval by modern writers on the 
subject of trade-marks, for example see Nims, Unfair Competition and Trade- 
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Marks, 1947, vol. 1, page 514, and Robert, The New Trade-Mark Manual, 1947, 
pages 4, 5. The close similarity of the definition in the Act of 1946 to the prior 
definitions of a trade-mark and the absence of any provision specifically providing 
for registration on the Principal Register of packages, configurations of goods, and 
the like, clearly indicate that the Act of 1946 introduced no change in this respect. 

The word “device” appearing in the definition of a trade-mark cannot aid 
applicant. The word “device,” which also appears in the older definitions, is 
not used as referring to a mechanical or structural device but is used in the sense 
of one of the definitions of the word; “an artistic figure or design used as a heraldic 
bearing or as an emblem, badge, trade-mark, or the like,” rather than in one of the 
other meanings of the word. 

It is not considered necessary to show that an article of the nature involved 
was not considered a trade-mark under the prior Act and under the decisions, 
but attention may be called to the categorical holding that there can be no trade- 
mark in a package or the shape of a bottle, in Lucien Lelong, Inc. v. Lenel, Inc., 
et al., 85 U.S. P. Q. 117, 181 F. 2d 3, (C. A. 5, 1950). 

Applicant asserts that a court would enjoin a competitor from any attempt 
to pass off its goods as those of the applicant, but this does not indicate that the 
court would base its action upon trade-mark rights, or that applicant would be 
entitled to register the article as a trade-mark. 

It is held that the subject matter sought to be registered cannot be registered 
on the Principal Register under the Trade-Mark Act of 1946. 

With respect to the second ground of refusal, applicant is the assignee of 
Design Patent 116,599, September 12, 1939 (term fourteen years) for the same 
article now sought to be registered as a trade-mark. The drawing of the design 
patent and the drawing and specimen in the present application indicate that the 
patent is for the identical article. It has been held that upon the expiration of a 
design patent, the subject matter becomes dedicated to the public, and that an 
extension of protection cannot be obtained under the form of trade-mark or 
analogous protection, see Lucien Lelong, Inc. v. Lander Co., Inc., 75 U.S. P. Q. 
302, 164 F. 2d 395, (C. C. A. 2) and cases cited therein. The fact that the design 
patent has not yet expired is considered immaterial; if the design cannot be 
registered as a trade-mark after the expiration, it certainly should not be registered 
shortly before the expiration. 

The decision of the examiner is affirmed. 


AMERICAN AUTO-FELT CORPORATION v. SLEEPMASTER 
PRODUCTS COMPANY, INC. 


Examiner of Interferences—January 8, 1952 


CANCELLATIONS—DEFENSES—GENERAL 
Respondent’s 1905 Act registration held to constitute constructive notice of its 
claim of ownership of mark since date of issuance of registration in 1935. 
Any delay in asserting trade-mark rights cannot, in and of itself, sustain defense of 
laches. 
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On facts of record, held that case does not contain any disclosure of undisputed facts 
sufficient to support defense of estoppel. 


CANCELLATIONS—PLEADING AND PracticE—MotTions FoR SUMMARY JUDGMENT 
CANCELLATIONS—Basis OF RELIEF—GENERAL 
Respondent’s motion for summary judgment granted and petition for cancellation 
dismissed for failure to state cause of action. 
Error in statement of date of first use claimed in registration held of no concern 
to another, since such date need only antedate filing date. 
Petitioner held without standing to challenge respondent’s right to registration be- 
cause of alleged lack of use as trade-mark at time of filing application for registration, 
where petition fails to tender issue on critical question of priority. 


Trade-mark cancellation proceedings by American Auto-Felt Corporation 
against Sleepmaster Products Company, Inc. Respondent’s motion for summary 
judgment granted and petition for cancellation dismissed. 


Peter P. Price, of Grand Rapids, Mich., for petitioner. 
Beekman, Aitken, of New York, N. Y., for respondent. 
BarLey, Examiner of Interferences: 


This case comes up on a motion filed October 17, 1951, by the respondent, 
for entry of summary judgment on the grounds of laches, estoppel, and for failure 
to state facts on which relief can be granted. Both parties have filed affidavits and 
briefs on the motion. 

Referring to the aforesaid equitable defenses, in accordance with the decision 
of the court in Willson v. Graphol Products, Co., Inc. (89 U.S.P.Q. 382, C.C.P.A.), 
the respondent’s registration No. 327,895 has constituted constructive notice of its 
claim of statutory ownership of its mark since the date of issuance of such regis- 
tration in 1935. As indicated in the case cited, however, and the extended discus- 
sion of this subject in Nims on Unfair Competition and Trade-Marks (4th Ed., 
pp. 1278 to 1301), any delay in asserting a trade-mark right cannot, in and of 
itself, sustain the defense of laches; and it likewise is clear enough that the case 
does not contain any disclosure of undisputed facts sufficient to support the defense 
of estoppel. On the other hand, the examiner concurs in the respondent’s contention 
that the petition does not set up a valid cause of action. 


The sole grounds upon which the petitioner has challenged the respondent’s 
right of registration consists in the allegations (a) that the respondent did not 
have use of its mark as a trade-mark on or before January 6, 1934, the date of 
first use alleged in each of its registrations, and (b) that it did not have such use 
thereof on or before May 18, 1935, the filing date of the application from which 
its earlier registration matured. And in support of its claim that it is, or is likely 
to be, damaged by the respondent’s registrations, the petitioner avers that the 
respondent’s mark is appropriated to the same kind of goods and so resembles certain 
marks owned and in use by the petitioner since March 13, 1936, as to be calculated 
to cause confusion in trade. 

As to (a), the date of first use claimed in a registration need only antedate 
the filing of the application therefor; and an error in the statement of such date 
can be of no concern to another, whether or not he might otherwise possess a good 
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cause of action against the registrant. Simmons Co. v. Cantor et al. (D.C., W.D., 
Penna.), 63 U.S.P.Q. 279. 

As to the remaining ground (b), which related only to the petitioner’s earlier 
registration No. 327,895, ownership of a trade-mark depends upon priority of use 
thereof in commerce, either intrastate or interstate. Macaulay v. Malt-Diastase 
Co., 338 O.G. 4, 4F(2) 944, C.A. D.C.; Montgomery Ward & Co., Inc. v. Sears, 
Roebuck & Co., 412 O.G. 280, 49 F. (2) 842, C.C.P.A. In the present case the 
petition for cancellation contains no allegation that the petitioner has had any such 
use of its mark prior to the respondent’s first use in trade of the mark shown in its 
registration. Assuming, for the purpose of the motion, therefore, that the marks 
of the parties are confusingly similar as applied to the respective goods, the petition 
for cancellation is fatally defective because of this omission to tender issue upon 
the critical question of priority; and the petitioner hence is without standing to 
challenge the respondent’s right of registration because of the alleged lack of use 
of its mark as a trade-mark at the time its application for registration was filed. 
Hump Hairpin Co. v. De Long Hook © Eye Co., 190 O.G. 1032, 39 App. D.C. 
484; The Standard Brewery Co. of Baltimore City v. Interboro Brewing Co., Inc., 
222 O.G. 728, 44 App. D.C. 193; The B. F. Goodrich Co. v. Powell & Campbell, 
Inc., 87 U.S.P.Q. 300; Frank W. Horner, Inc. v. Chicago Pharmacal Co., 74 
U.S.P.Q. 44. 

Accordingly, the motion is granted; and the petition for cancellation is dis- 


missed. 


Limit of appeal: February 7, 1952. 


RE “ZEISS” 
Bureau of Customs—Se ptember 14, 1951 


TRADE-MARKS—RECORDING WITH TREASURY DEPARTMENT—GENERAL 


TraDE-Marks—ForEIGN INFRINGEMENTS—EXCLUSION AT Ports oF ENTRY 
Congress intended that articles copying or simulating trade-mark registered under 
1905 or 1946 Act (Principal Register) should be denied importation. 
Attorney General, as successor to Alien Property Custodian, held entitled, under §42 
of Lanham Act, to record registered trade-mark “Zeiss” with Treasury Department. 
Trape-Mark Act or 1946—ReELATED Companies—SeEctTions 5 anp 45 
Trape-MarKks—ACcQUISITION OF RIGHTS—GENERAL 
Carl Zeiss, Inc., a New York corporation, held a “related company,” as defined in 
$45 of 1946 Act, since Attorney General owns all its stock and has granted it exclusive 
license to use trade-mark “Zeiss,” subject to restrictions which will insure control of 
mark by Attorney General and prevent deception in its use. 
Opposition to recordation of registered trade-mark “Zeiss,” with Treasury Depart- 
ment. Opposition dismissed and recordation of trade-mark by Attorney General of the 
United States, as successor to Alien Property Custodian, allowed to remain in effect. 


STRUBINGER, A. C.: 
On June 28, 1951, in accordance with the provisions of section 11.15, Customs 


Regulations of 1943, the trade-mark “Zeiss,” registration No. 85,539, registered 
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February 20, 1912, under the Trade-Mark Act of 1905, by Carl Zeiss of Jena, 
Germany, renewed January 26, 1932, which trade-mark is applied to cameras, optical 
goods, etc., in Class 26, was recorded with the Treasury Department by the Attorney 
General of the United States, the owner of the trade-mark. 


The objectors state that the recordation should not be accepted by the Bureau 
of Customs on the grounds that: 


1. The Attorney General has no right to record a trade-mark, and 


2. The mark “Zeiss” as now owned by the Attorney General is not entitled to the 
protection afforded by the Trade-Mark Act. 


In support of the first contention, the objectors quote excerpts from the tariff 
act and the trade-mark act as follow: 


That it shall be unlawful to import into the United States any merchandise of foreign 
manufacture if such merchandise * * * bears a trade-mark owned by a citizen of or 
by a corporation or association created or organized within the United States. ... (Sec. 


520(a), Tariff Act of 1930, 19 U. S. C. 1526(a)). 


* * * Any domestic manufacturer or trader, * * * may require his name and resi- 
dence * * * and a copy of the Certificate of Registration of his trade-mark * * * to 
be recorded in books which shall be kept for this purpose in the Department of the 
Treasury. * * * (Section 42, Trade-Mark Act of 1946, 15 U. S. C. 1124). 


The objectors claim that neither the Attorney General of the United States 
nor the Office of the Alien Property Custodian can be included in any of these 
definite terms, which were underscored as above by the objectors, and that the law 
seems to indicate very clearly that the privilege of rcording trad-marks with the 
Treasury Department is offered only to definitely described individuals or business 
corporations and not to the United States or its officers. 


In answer to this contention, the Bureau believes that section 42 of the Trade- 
Mark Act must be considered in its entirety, and for this reason it is quoted at this 
point. 


Section 42. Importation of goods bearing infringing marks or names forbidden 
That no article of imported merchandise which shall copy of simulate the name 
of the (sic) any domestic manufacture, or manufacturer, or trader, or of any manu- 
facturer or trader located in any foreign country which, by treaty, convention, or law 
affords similar privileges to citizens of the United States, or which shall copy or simu- 
late a trade-mark registered in accordance with the provisions of this Act or shall 
bear a name or mark calculated to induce the public to believe that the article is 
manufactured in the United States, or that it is manufactured in any foreign country 
or locality other than the country or locality in which it is in fact manufactured, 
shall be admitted to entry at any customhouse of the United States; and, in order 
to aid the officers of the customs in enforcing this prohibition, any domestic manufac- 
turer or trader, and any foreign manufacturer or trader, who is entitled under the 
provisions of a treaty, convention, declaration, or agreement between the United States 
and any foreign country to the advantages afforded by law to citizens of the United 
States in respect to trade-marks and commercial names, may require his name and 
residence, and the name of the locality in which his goods are manufactured, and a 
copy of the certificate of registration of his trade-mark, issued in accordance with 
the provisions of this Act, to be recorded in books which shall be kept for this purpose 
in the Department of the Treasury, under such regulations as the Secretary of the 
Treasury shall prescribe, and may furnish to the Department facsimiles of his name, 
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the name of the locality in which his goods are manufactured, or of his registered 
trade-mark, and thereupon the Secretary of the Treasury shall cause one or more 
copies of the name to be transmitted to each collector or other proper officer of 
customs. (15 U. S. C. 1124.) (Underscoring added.) 


Section 42, as set forth above, is the same as section 27 of the Act of February 
20, 1905, C 592, 33 Stat. 730, under which act the trade-mark ‘‘Zeiss” was registered 
with the Patent Office. Section 46(a) of the Trade-Mark Act of 1946 repealed only 
those parts of previous acts that were inconsistent with the 1946 act. (15 U. S. C. 
1051 note.) 

The Bureau has underscored the portions of this section which it believes to 
be essential in considering the objectors’ contention. The underscored matter clearly 
states that “no article of imported merchandise . . . which shall copy or simulate 
a trade-mark registered in accordance with the provisions of this Act . . . shall 
be admitted to entry at any customhouse of the United States; and, in order to 
aid the officers of the customs in enforcing this prohibition, any domestic manu- 
facturer or trader . . . may require his name and residence . . . to be recorded 
in books which shall be kept for this purpose in the Department of the Treasury . . .” 

It is the Bureau’s interpretation of this section that the Congress clearly 
intended that articles copying or simulating a trade-mark registered under the Trade- 
Mark Act of 1905 or 1946 (Principal Register) should be denied importation and 
that, in order to aid the officers of the customs in enforcing this prohibition, the 
Congress provided that any domestic manufacturer or trader could record his trade- 
mark with the Treasury Department. When the Congress provided for the vesting 
of enemy property in the Alien Property Custodian, now the Attorney General, it 
provided in section 7(c) of the Trading with the Enemy Act (50 U. S. C., App. 
7(c)) that under the direction of the President this right should extend to: 

“any money or other property including * * * patents, copyrights, applications there- 

for, and rights to apply for the same, trade-marks, choses in action, and rights and 


claims of every character and description owing or belonging to or held for, by, on 
account of, or on behalf of, or for the benefit of, an enemy or ally of enemy * * *” 


Authority for the exercise of these powers has been delegated to the Alien Prop- 
erty Custodian and transferred to the Attorney General as his successor by various 
Executive orders. Paragraph 2 of Executive Order 9095, March 11, 1942 (7 F. R. 
1971) as amended by Executive Orders 9193, July 6, 1942 (7 F.R. 5205), and 9567, 
June 8, 1945 (10 F. R. 6917) provides in part: 


“The Alien Property Custodian is authorized and empowered to take such action as 
he deems necessary in the national interest, including, but not limited to, the power 
to direct, manage, supervise, control or vest, with respect to: 


* * . 


(d) Any patent, patent application, design patent, design patent application, copy- 
right, copyright application, trade-mark or trade-mark application or right related 
thereto in which any foreign country or national thereof has any interest and any 
property of any nature whatsoever (including, without limitation, royalties and license 
fees) payable or held with respect thereto, and any interest of any nature whatsoever 
held therein by any foreign country or national thereof ;” 


That the Congress in enacting the Trading with the Enemy Act intended that 
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property vested under this Act in the Alien Property Custodian should carry all the 
attributes of ownership possessed by an absolute owner is indicated in section 12 of 
the said Act (50 U. S. C., App. 12) which describes the attributes of ownership to 
be exercised by the Alien Property Custodian, now the Attorney General, over 
property held by him as follows: 
“The alien property custodian shall be vested with all of the powers of a common-law 
trustee in respect of all property, other than money, which has been or shall be, or 
which has been or shall be required to be, conveyed, transferred, assigned, delivered, 
or paid over to him in pursuance of the provisions of this Act, and, in addition 
thereto, * * * shall have power to manage such property and do any act or things 
in respect thereof or make any disposition thereof or of any part thereof, by sale or 
otherwise, and exercise any rights or powers which may be or become appurtenant 
thereto or to the ownership thereof in like manner as though he were the absolute 
owner thereof.” 


This express authority to exercise the normal incidents of property seized or 
acquired would entitle the Attorney General to record the trade-mark under section 
42 of the Trade-Mark Act of 1946 as a necessary activity carried on under the 
Trading with the Enemy Act and to receive the protection afforded by such 
recording. 

The Attorney General owns the entire stock of Carl Zeiss, Inc., a New York 
corporation which is engaged in importing and trading. This company has been 
granted an exclusive license to use the trade-mark “Zeiss” by the Attorney General 
subject to restrictions which will insure control of the mark by the Attorney General 
and prevent deception in its use. Carl Zeiss, Inc., therefore, is a “related company” 
within the meaning of this term as defined in section 45 of the Trade-Mark Act of 
1946 (15 U.S. C. 1127). 

Section 5 of the Trade-Mark Act of 1946 (15 U. S. C. 1055), provides that 
“where a registered mark or a mark sought to be registered is or may be used 
legitimately by related companies, such use shall inure to the benefit of the registrant 
or applicant for registration, and such use shall not affect the validity of such mark 
or of its registration, provided such mark is not used in such manner as to deceive 
the public.” 

Carl Zeiss, Inc., is a trader and a related company to the Attorney General. 
Under section 5, supra, the acts of said corporation as a trade inure to the benefit 
of the Attorney General. He acquires, accordingly, for purposes of that Act and in 
respect of the trade-mark, the status which would have resulted had he imported the 
goods and sold under the mark directly. 

For these reasons, the objectors’ first argument, that the Attorney General has 
no right to record a trade-mark with the Treasury Department, cannot be accepted 
by the Bureau. 

The Bureau has noted the objectors’ reference to T. D. 50877 in which the 
Bureau ruled that the provisions of section 27 of the Trade-Mark Act of February 
20, 1905, and the regulations thereunder are not applicable to merchandise imported 
by or for the use of the Government. The objectors claim that the Bureau of Cus- 
toms should not permit a governmental agency to seek to protect itself by the provi- 
sions of the applicable trade-mark act in one instance (such as the protection the 


Nie tala NR! 


+ marae a leb 


ne 


: 
{ 
f 
4 
rf 
: 








| 


42 T.M.R. RE “ZEISS” 173 


Attorney General seeks by recordation) and in the other, determine that the regu- 
lations are not applicable to the acts of the Government. 

In the case covered by T. D. 50877, the question did not arise as to whether a 
Government agency could record a trade-mark with the Treasury Department that 
had been registered with the Patent Office, and, consequently, that decision is not a 
precedent to be followed in the instant case. 

The remainder of the objectors’ memorandum is devoted to its second point; 


namely, that the mark “Zeiss” as now owned by the Attorney General is not entitled 
to the protection afforded by the trade-mark act. The Bureau has no jurisdiction 
to decide this question, and the objectors must apply to the Patent Office or the 
courts for a ruling upon this point. 

For the above-stated reasons, the recordation of the trade-mark “Zeiss” shall 


remain in effect. 
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